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DECISION

Applicant’s petition under 37 CFR 1.137(b), filed in the United States Patent and

Trademark Office on 06 August 2010, is GRANTED.

Applicant states that the entire delay in filing the required reply from the due date for the
required reply until the filing of a grantable petition under 37 CFR 1.137(b) was unintentional, as
required by 37 CFR 1.137(b)(3). The appropriate national fee and petition fee have been
submitted. A terminal disclaimer is not required as the application was filed on or after 08 June
1995. Accordingly, all requirements under 37 CFR 1.137(b) have been satisfied.

This application is being referred to the National Stage Processing Branch of the Office
of Patent A.pplication Processing for continued processing in accordance with this decision.

/Erin P. Thomson/

Erin P. Thomson
Attorney Advisor
PCT Legal Administration

Telephone:  571-272-3292
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For: BIOMETRIC SECURITY DEVICE

This decision is issued in response to the “Petition Under 37 C.F.R. § 1.182 For Relief
Not Otherwise Provided For Under The Rules — To Correct A Declaration” filed 02 March 2011.
Applicant has paid $130 as the petition fee; however, the applicable petition fee for a petition
under 37 CFR 1.182 is $400. Pursuant to the authorization contained in the petition, Deposit
Account No. 12-1095 will be charged the additional $270 required to complete the petition fee.

BACKGROUND

On 09 January 2008, applicant filed international application PCT/AT2009/00004. The
international application claimed priority to Austrian application A 30/2008, filed on 09 January
2008, and it designated the United States. On 16 July 2009, the International Bureau (IB)
communicated a copy of the international application to the United States Patent and Trademark
Office (USPTO). The deadline for submitting the basic national fee was thirty months from the
priority date, i.e., 09 July 2010.

On 09 July 2010, applicants filed a Transmittal Letter requesting entry into the U.S.
national stage accompanied by, among other materials, payment of the basic national fee and an
application data sheet (ADS).

On 04 August 2010, the United States Designated/Elected Office (DO/EOQ/US) issued a
“Notification Of Missing Requirements” (Form PCT/DO/EQ/905) requiring submission of an
oath or declaration in compliance with 37 CFR 1.497, an English translation of the international
application, the surcharge and processing fee for filing these materials later than thirty months
after the priority date, and payment of the search and examination fees.

-On 03 December 2010, applicants filed a response to the Notification Of Missing
Requirements (with required extension fee).
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On 17 September 2010, the DO/EO/US issued a filing receipt and a “Notification Of
Acceptance” (Form PCT/DO/EQ/903) indicating that the requirements of 35 U.S.C. 371(c),
including an acceptable declaration, were submitted as of 03 December 2010.

On 09 March 2011, applicant filed the petition under 37 CFR 1.182 considered herein.
The petition requests the Office to accept a correction to the foreign priority claim set forth in the
declaration filed on 03 December 2010.

DISCUSSION

International application PCT/AT2009/00004 claims priority to Austrian application A
30/2008, filed on 09 January 2008. In the present national stage application, the foreign priority
claim directed to Austrian application A 30/2008 was properly presented in the ADS filed by
applicant on 09 July 2010, and this foreign priority claim is included on the filing receipt mailed
on 25 January 2011.

The first page of the two-page declaration filed by applic'ants on 03 December 2010
incorrectly identified the foreign priority application as a German application. In the present
petition, applicant asserts that this error was the result of a typographical error and requests that
the Office accept a revised first page of the declaration in which the priority claim has been
corrected. The submission did not include a re-executed second page of the declaration.

MPEP section 602.01 states the following (emphasis added):

The wording of an oath or declaration cannot be amended, altered or
changed in any manner after it has been signed. If the wording is not correct
or if all of the required affirmations have not been made, or if it has not been
properly subscribed to, a new oath or declaration must be required. However, in
some cases, a deficiency in the oath or declaration can be corrected by a
supplemental paper such as an application data sheet (see 37 CFR 1.76 and
MPEP § 601.05) and a new oath or declaration is not necessary.

In view of the above, applicant’s present petition, which requests that the Office accept a
post-execution modification to the priority claim set forth in the declaration filed on 03
December 2010, is appropriately dismissed. In order to correct the error in the priority claim set
forth in the filed declaration, applicant must submit a supplemental ADS or a newly-executed
supplemental declaration in which the foreign priority claim is properly presented.

It is noted that, despite the error in the priority claim, the declaration filed on 03
December 2010 satisfies the requirements of 37 CFR 1.497(a) and (b) and therefore was properly
accepted under 35 U.S.C. 371(c)(4). See 37 CFR 1.497(c).

CONCLUSION

Applicant’s petition under 37 CFR 1.182 is DISMISSED without prejudice.
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A supplemental oath or declaration (37 CFR 1.67) or supplemental application data sheet
(37 CFR 1.76(c)) is required to correct the error in the foreign priority claim contained in the
declaration filed on 03 December 2010.

This application is being referred to Group Art Unit 2612 for examination.
/RichardMRoss/
Richard M. Ross
Attorney Advisor

Office of PCT Legal Administration
Telephone:  (571) 272-3296
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In re Application of:

FOWLER et al.

Application No.: 12/812,372

PCT No.: PCT/GB2009/000076 :

Int. Filing Date: 12 January 2009 : DECISION ON PETITION
Priority Date: 11 January 2008 :

Attorney Docket No.: 000487.00098

For: 'FURNITURE

This decision is issued in response to applicants’ “Petition under 37 CFR 1.47(a)”
filed 26 January 2011 to accept the application without the signature of joint-inventor,
Alexander James Aiden Forsyth.

BACKGROUND

On 12 January 2009, applicants filed international application PCT/GB2009/000076
which claimed a priority date of 11 January 2008. Pursuant to 37 CFR 1.495, the deadline
for payment of the basic national fee in the United States was to expire 30 months from the
priority date, 11 July 2010.

On 09 July 2010, applicants filed a request for entry into the national stage
accompanied, inter alia, by: the requisite basic national fee; a copy of the international
application; and a preliminary amendment.

On 28 July 2010, the United Stated Designated/Elected Office mailed a Notification
of Missing Requirements under 35 U.S.C. 371 (Form PCT/DO/EOQ/905) indicating that an
oath or declaration in compliance with 37 CFR 1.497(a) and (b) must be filed. The
notification set a two-month time limit in which to respond.

On 26 January 2011, applicants filed the present petition under 37 CFR 1.47(a) and
four-month extension of time.

DISCUSSION

Applicants claim that co-inventor Alexander James Aiden Forsyth refuses to
cooperate in the above-captioned application.
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A petition under 37 CFR 1.47(a) must be accompanied by: (1) the fee under 37 CFR
1.17, (2) factual proof that the missing joint inventor refuses to execute the application or
cannot be reached after diligent effort, (3) a statement of the last known address of the
missing inventor, and (4) an oath or declaration by each 37 CFR 1.47(a) applicant on his or
her own behalf and behalf of the nonsigning joint inventor.

Applicants here have submitted the appropriate petition fee. Item (1) is therefore
satisfied.

Regarding item (2), the petition asserts that the nonsigning inventor has refused to
execute the declaration. Before a refusal to execute the application can be claimed, section
409.03(d) of the MPEP requires that the nonsigning inventor be provided with a copy of the
complete application, including specification, drawings and claims. The MPEP also
requires “a statement of facts by the person who presented the inventor with the
application papers and/or to whom the refusal was made.”

The 37 CFR 1.47(a) applicants provided evidence that a complete copy of the subject
application was sent to the nonsigning inventor via electronic mail. The documents
provided to Alexander James Aiden Forsyth included instructions to sign and return the
declaration. These materials provide the required firsthand statement regarding the
delivery to the nonsigning inventor of a copy of the complete application, and the
nonsigning inventor’s refusal to execute the application, with documentary evidence
supporting the statement. Item (2) is therefore satisfied.

Regarding item (3), applicants have provided the last known address of the
nonsigning inventor. Accordingly, item (3) is therefore satisfied.

Regarding item (4), section 409.03(a) of the Manual of Patent Examining Procedure
(“MPEP”) states that:

An oath or declaration signed by all the available joint inventors with the
signature block of the nonsigning inventor(s) left blank may be treated as
having been signed by all the available joint inventors on behalf of the
nonsigning inventor(s), unless otherwise indicated.

Here, applicants have filed declarations executed by one of the two inventors and
including an unsigned signature box identifying the nonsigning inventor (Alexander James
Aiden Forsyth). This declaration is treated as having been executed by the available
inventors on their behalf and on behalf of the nonsigning inventor. Item (4) is therefore
satisfied.

For the reasons stated above, it is appropriate to accept the application without the
signature of Alexander James Aiden Forsyth under 37 CFR 1.47(a) at this time.
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CONCLUSION

The petition under 37 CFR 1.47(a) is GRANTED.

As provided in 37 CFR 1.47(c), a notice of the filing of this application will be
forwarded to the nonsigning inventor at his last known address of record. A notice of the
filing of the application under 37 CFR 1.47(c) will be published in the Official Gazette.

This application is being returned to the United States Designated/Elected Office
for processing in accordance with this decision.

Mty by

Anthony Smith

Attorney-Advisor

Office of PCT Legal Administration
Telephone: (571) 272-3298
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167 Coronation Road
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In re Application of: PCT LEGAL ADMINISTRATION

FOWLER et al.

Application No.: 12/812,372

PCT No.: PCT/GB2009/000076

Int. Filing Date: 12 January 2009
Priority Date: 11 January 2008
Attorney Docket No.: 000487.00098
For: FURNITURE

Dear Alexander_James Aiden Forsyth:

You are named as an inventor in the above identified United States patent application,
filed under the provisions of 37 CFR 1.47(a) and 35 U.S.C. 116. Should a patent be
granted, you will be designated as an inventor.

As a named inventor, you are entitled to inspect any paper in the file wrapper of the
application, order copies of all or any part thereof (at a prepaid cost per 37 CFR 1.19) or to
make your position of record in the application. Alternatively, you may arrange to do any
of the preceding through a registered patent agent or attorney presenting written
authorization from you. If you care to join in the application, counsel of record (see below)
would presumably assist you. Joining in the application would entail the filing of an
appropriate oath or declaration by you pursuant to 37 CFR 1.63.

Anthony Smith

Attorney-Advisor

Office of PCT Legal Administration
Telephone: (571) 272-3298
Facsimile: (571) 273-0459

Counsel of Record:

Banner & Witcoff, Ltd.

1100 13th Street, N.W.
Suite 1200

Washington, DC 20005-4051
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In re Application of
Gonzalez :
Application No.: 12/812,386 : DECISION
PCT No.: PCT/US2009/000182 :
Int. Filing Date: 12 January 2009 : ON
Priority Date: 11 January 2008 :
Attorney Docket No.: 29044U : PETITION
For:  Container Top Having Sealable Chamber For The

Storing And Mixing Of Two Or More Substances

This is in response to the petition under 37 CFR 1.47(b) filed on 04 January 2011.

BACKGROUND

This international application was filed on 12 January 2009, claimed an earlier priority
date of 11 January 2008, and designated the U.S. The 30 month time period for paying the basic
national fee in the United States expired at midnight on 11 July 2010. Applicants filed inter alia
the basic national fee on 09 July 2010.

On 04 August 2010, a Notification of Missing Requirements (Form PCT/DO/E0O/905)
was mailed to applicants, requiring the submission of an executed oath or declaration compliant
with 37 CFR 1.497(a) and (b), and a surcharge under 37 CFR 1.492(h).

DISCUSSION

A petition under 37 CFR 1.47(b) must be accompanied by (1) the fee under 37 CFR
1.17(1), (2) factual proof that the inventor refuses to execute the application or cannot be reached
after diligent effort, (3) a statement of the last known addresses of the inventor, (4) an oath or
declaration by the 37 CFR 1.47(b) applicant on behalf of and as agent for the non- signing
inventor, (5) proof that the 37 CFR 1.47(b) applicant has sufficient proprietary interest in the
appllcatlon and (6) a showing that such action is necessary to preserve the nghts of the parties
or to prevent irreparable damage.

Regarding requirement (1), petitioner has paid the $200.00 petition fee.

Regarding requirement (2), petitioner has provided a copy of a letter sent by Atty. Meyer
to Mr. Gonzalez on 20 August 2010. The letter indicates that copies of the application and the
declaration are being enclosed for the inventor’s review and execution, and petitioner describes
the transmission of this letter to Mr. Gonzalez. Petitioner has also provided a copy of an email
from “Silvia on behalf of Marcos,” indicating that “the documents are currently being reviewed
by our attorney.” Petitioner describes this email as originating from “Silvia Marcos (the
inventors’ wife).” Based on the totality of the evidence now of record, it would be reasonable to
construe the inventor’s failure to return an executed declaration as a “refusal” within the
meaning of 37 CFR 1.47(b).
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Regarding requirement (3), the petition includes an explicit statement of the inventor’s
last known address.

Concerning requirement (4), the petition is not accompanied by a declaration signed on
behalf of the inventor by a 37 CFR 1.47(b) applicant. Rather, the declaration of record is
unsigned.

Regarding requirement (5), the petition is accompanied by a statement under 37 CFR
3.73(b) which identifies the reel and frame numbers where an assignment is recorded. However,
said assignment is directed toward application no. 61/006,412, not the instant application. As
such, the petition is not accompanied by adequate proof of sufficient proprietary interest in a 37
CFR 1.47(b) applicant. See MPEP 409.03(f). Therefore, requirement (5) has not been satisfied
at this time.

Regarding requirement (6), the petition states that the purpose of the petition is “to avoid
further delay and extension of time fees,” but does not include an explicit showing (or statement)
that according the application status under 37 CFR 1.47(b) is necessary to preserve the rights of
the parties or to prevent irreparable damage.

DECISION
The petition under 37 CFR 1.47(b) is DISMISSED, without prejudice.

If reconsideration on the merits of this petition is desired, a proper response must be filed
within TWO (2) MONTHS from the mail date of this decision. Any reconsideration request
should include a cover letter entitled "Renewed Petition Under 37 CFR 1.47(b).” No additional
petition fee is required. Extensions of time may be obtained under 37 CFR 1.136(a). Failure to
timely file a proper response will result in ABANDONMENT.

Any further correspondence with respect to this matter may be filed electronically via
EFS-Web selecting the document description "Petition for review and processing by the PCT
Legal Office" or by mail addressed to Mail Stop PCT, Commissioner for Patents, Office of PCT
Legal Administration, P.O. Box 1450, Alexandria, Virginia 22313-1450, with the contents of the
letter marked to the attention of the Office of PCT Legal Administration.

/George Dombroske/

George Dombroske

PCT Legal Examiner

Office of PCT Legal Administration
Tel: (571) 272-3283
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In re Application of
Gonzalez :
Application No.: 12/812,386 : : DECISION
PCT No.: PCT/US2009/000182 :
Int. Filing Date: 12 January 2009 : ON
Priority Date: 11 January 2008 :
Attorney Docket No.: 29044U : PETITION
For:  Container Top Having Sealable Chamber For The

Storing And Mixing Of Two Or More Substances

This is in response to the renewed petition under 37 CFR 1.47(b) filed on 09 May 2011.

DISCUSSION

In a Decision mailed on 07 March 2011, the petition under 37 CFR 1.47(b) filed on 04
January 2011 was dismissed, without prejudice, because requirements (4), (5) and (6) had not
been satisﬁec_l. :

With respect to requirement (4), the declaration filed on 09 May 2011 is acceptable.

Regarding requirement (5), upon reconsideration of the facts in view of petitioner’s
statements, including the statement that the “instant application contains only subject matter
from the provisional application,” it now would be appropriate to consider requirement (5) to
have been satisfied.

Regarding requirement (6), the renewed petition includes an explicit statement that
according the application status under 37 CFR 1.47(b) is necessary to preserve the rights of the
parties or to prevent irreparable damage.

DECISION,
The petition under 37 CFR 1.47(b) is GRANTED.

issioner for Patents
rademark Office
0. Box 1450

MAILED et A 10

As provided in 37 CFR 1.47(a), a notice of the filing of this application will be forwarded

to each non-signing inventor at his last known address of record.

A notice of the filing of the application under 37 CFR 1.47(a) will be published in the
Official Gazette.

This application is being returned to the Office of Patent Application Processing. Its date

under 35 U.S.C. 371(c)(1), (2) and (4) is 09 May 2011.

/George Dombroske/

George Dombroske

PCT Legal Examiner

Office of PCT Legal Administration
Tel: (571) 272-3283



UNITED STATES PATENT AND TRADEMARK OFFICE

. CommisgrionderforPat ts
United States Patent and raPemark ce

M G | MA ' LE D Alexandria, Vw&w%zﬁﬁggﬁ
arcos gonzalez

14950 SW 20™ Street DEC 142011
Davie, FL 33326-2020 - PCT LEGAL ADMINISTRATION

In re Application of

Gonzalez

Application No.: 12/812,386

PCT No.: PCT/US2009/000182

Int. Filing Date: 12 January 2009

Priority Date: 11 January 2008

Attorney Docket No.: 29044U

For:  Container Top Having Sealable
Chamber For The Storing And
Mixing Of Two Or More Substances

Dear Mr. Gonzales:

You are named as inventor in the above identified United States patent application, filed under
the provisions of 35 U.S.C. 116 (United States Code), and 37 CFR 1.47(b), Rules of Practice in Patent
Cases. Should a patent be granted on the application you will be designated therein as the inventor.

As the named inventor you are entitled to inspect any paper in the file wrapper of the application,
order copies of all or any part thereof (at a prepaid cost per 37 CFR 1.19) or make your position of record
in the application. Alternatively, you may arrange to do any of the preceding through a registered patent
attorney or agent presenting written authorization from you. If you care to join the application, counsel of
record (see below) would presumably assist you. Joining in the application would entail the filing of an
appropriate oath or declaration by you pursuant to 37 CFR 1.63.

Telephone inquiries regarding this communication should be directed to the undersigned at (571)
272-3283. Requests for information regarding your application should be directed to the File Information
Unit at (703) 308-2733. Requests for information regarding how to pay for and order a copy of the
application, or a specific paper in the application, should be directed to Certification Division at (703)
308-9726 or 1(800) 972-6382 (outside the Washington D.C. area).

Any further correspondence with respect to this matter may be filed electronically via
EFS-Web selecting the document description "Petition for review and processing by the PCT
Legal Office" or by mail addressed to Mail Stop PCT, Commissioner for Patents, Office of PCT
Legal Administration, P.O. Box 1450, Alexandria, Virginia 22313-1450, with the contents of the
letter marked to the attention of the Office of PCT Legal Administration. -

/George Dombroske/

George Dombroske

PCT Legal Examiner .

Office of PCT Legal Administration
Tel: (571)272-3283

THE NATH LAW GROUP
112 South West Street
Alexandria VA 22314
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L APPLICATION NO. FILING DATE . FIRST NAMED INVENTOR ’ I ATTORNEY DOCKETNO. | CONFIRMATION NO.
12/812,403 ©07/09/2010 _ Hyung Jo Park 10694.050.00 6844
30827 7590 09/09/2010
EXAMINER
MCKENNA LONG & ALDRIDGE LLP I
1900 K STREET, NW :
WASHINGTON, DC 20006 ’ | ART UNIT J PAPER NUMBER
. 2811
L MAIL DATE . l DELIVERY MODE
09/09/2010 : PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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In re Application of : DECISION ON REQUEST TO
Hyung Jo PARK ' : PARTICIPATE IN THE PATENT
Application No.: 12/812,403 : PROSECUTION HIGHWAY
Filed: 09 July 2010 : PROGRAM AND PETITION
Attorney Docket No.: 10694.050.00 : TO MAKE SPECIAL UNDER

For: LIGHT-EMITTING ELEMENT : 37 CFR 1.102(d)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) program
and the petition under 37 CFR 1.102(d), filed 09 July 2010, to make the above-identified
application special.

The request and petition are DISMISSED.
Discussion
A grantable request to participate in the PPH program and petition té make special require:
1. The U.S. application is |

a. a Paris Convention application Wthh either
1. validly claims priority under 35 U.S.C. 119(a) and 37 CFR 1.55 to one or
more applications filed in the KIPO, or
ii. validly claims priority under 35 U.S.C. 119(a)/365(a) to a PCT application
that contains no priority claims, ‘
or
b. anational stage application under the PCT (an application which entered the
national stage in the U.S. from a PCT international application after compliance
with 35 U.S.C. 371), which PCT application
1. validly claims priority under 35 U.S.C. 365(b) to an application filed in
the KIPO, or
ii. validly claims priority under 35 U.S.C. 365(b) to a PCT application that
contains no priority claims, or
lii. contains no priority claim,
or



c. aso-called bypass application filed uﬁdcr 35 U.S.C. 111(a) which validly
claims benefit under 35 U.S.C. 120 to a PCT application, which PCT

application _
1. validly claims priority under 35 U.S.C. 365(b) to an application filed in
the KIPO, or ‘ '

ii. validly claims priority under 35 U.S.C. 365(b) to a PCT application that
contains no priority claims, or
iil. contains no priority claim;
2. Applicant must submit a copy of:

a. The allowable/patentable claim(s) from the KR application(s);

b. An English translation of the allowable/patentable claim(s), and

c. A statement that the English translation is accurate (if the claims were published
in a language other than English); '

3. Applicant must:

a. Ensure that all the claims in the U.S. application must sufficiently correspond or
be amended to sufficiently correspond to the allowable/patentable claim(s) in the
KR application(s), and '

, b. Submit a claims correspondence table in English;
4. Examination of the U.S. application has not begun;
5. Applicant must submit:

a. A copy of all the office actions (which are relevant to patentability), excluding
“Decision to Grant a Patent” from each of the KR application(s) containing the
allowable/patentable claim(s); ' _

b. An English language translation of the KIPO office action; and

c.. A statement that the English translation is accurate (if the office actions are not in
the English language);

6. Applicant must submit:

a. AnIDS listing the documents cited by the KIPO examiner in the KIPO office
action (unless already filed in this application); and

b. Copies of all the documents cited in the KIPO office action, except U.S. patents
or U.S. patent application publications (unless already filed in this application);

This request to participate in the PPH program and petition is assessed as follows:

Requirements 1, 2, and 4-6 above are considered to have been met.
However the request to participate in the PPH program fails to meet requirement 3.

Regarding requirement 1, the petition lists PCT/KR2009/002447 as being relied upon for the
basis the PPH program but translations have been provided for the claims of 10-2008-0042602
and the Notice of Allowance. It is assumed that the latter applicaiton is being relied upon.

Regarding requirement 3, applicant has not amended the claims of the instant U.S. application to
sufficiently correspond to the allowable/patentable claims of the Korean application. For
example, claim 7 of the KIPO application recites forming a mask on the first conductive type
semiconductor layer ... while claim 22 of the instant application recites forming a mask on a
stacked structure .... These limitations do not sufficiently correspond. :



Applicant is given ONE opportunity within a time period of ONE MONTH or THIRTY
DAYS, whichever is longer, from the mailing date of this decision to correct the deficiencies.
NO EXTENSION OF TIME UNDER 37 CFR 1.136 IS PERMITTED. If the deficiencies are
not corrected with the time period given, the application will await action in its regular turn.

Response must be filed via the Electronic Filing System (EFS) with the Document Code _
PPH.PET.652. Any preliminary amendments and IDS submitted with the PPH documents must
be separately indexed as a preliminary amendment and IDS, respectively.

Telephone inquiries concerning this decision should be directed to Lee W. Young at (571) 272-
4549.

All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc.index.html.

| RS

Lee W. Young

TQAS '

Technology Center 2800 — Semiconductors
Electrical & Optical Systems & Components
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APPLICATION NO. FILING DATE I FIRST NAMED INVENTOR ] ATTORNEY DOCKET NO. | CONFIRMATION NO. ]
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Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07) ‘
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MCKENNA LONG & ALDRIDGE LLP

1900 K STREET, NW

WASHINGTON DC 20006

In re Application of : DECISION ON REQUEST TO
Hyung Jo PARK : PARTICIPATE IN THE PATENT

Application No.: 12/812,403 : PROSECUTION HIGHWAY

Filed: 09 July 2010 : PROGRAM AND PETITION

Attorney Docket No.: 10694.050.00 : TO MAKE SPECIAL UNDER

For: LIGHT-EMITTING ELEMENT 237 CFR 1.102(d)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) program
and the petition under 37 CFR 1.102(a), filed 09 July 2010 and renewed on 06 October 2010, to
make the above-identified application special.

The request and petition are GRANTED.
Discussion

A grantable request to participate in the PPH program and petition to make special require:

1. The U.S. application is

a. a Paris Convention application which either
i. validly claims priority under 35 U.S.C. 119(a) and 37 CFR 1. 55 to one or
more applications filed in the KIPO, or
ii. validly claims priority under 35 U.S.C. 119(a)/365(a) to a PCT application
that contains no priority claims,
or
b. anational stage application under the PCT (an application which entered the
national stage in the U.S. from a PCT international application after compliance
with 35 U.S.C. 371), which PCT application
i. validly claims priority under 35 U.S.C. 365(b) to an application filed in
the KIPO, or
it. validly claims priority under 35 U.S.C. 365(b) to a PCT application that
contains no priority claims, or
1il. contains no priority claim,
or
c. aso-called bypass application filed under 35 U.S.C. 111(a) which validly
claims benefit under 35 U.S.C. 120 to a PCT application, which PCT
application



1. validly claims priority under 35 U.S.C. 365(b) to an application filed in
the KIPO, or .
. 1i. validly claims priority under 35 U.S.C. 365(b) to a PCT application that
contains no priority claims, or
1ii. contains no priority claim;
2. Applicant must submit a copy of: |

a. The allowable/patentable claim(s) from the KR application(s);

b. An English translation of the allowable/patentable claim(s), and

c. A statement that the English translation is accurate (if the claims were published
in a language other than English);

3. Applicant must:

a. Ensure that all the claims in the U.S. application must sufficiently correspond or
be amended to sufficiently correspond to the allowable/patentable claim(s) in the
KR application(s), and

b. Submit a claims correspondence table in English;

4. Examination of the U.S. application has not begun;
5. Applicant must submit:

a. A copy of all the office actions (which are relevant to patentability), excluding
“Decision to Grant a Patent” from each of the KR application(s) containing the
allowable/patentable claim(s);

b. . An English language translation of the KIPO office action; and

c. A statement that the English translation is accurate (if the office actions are not in
the English language);

6. Applicant must submit:

a. An IDS listing the documents cited by the KIPO examiner in the KIPO office
action (unless already filed in this application); and

b. Copies of all the documents cited in the KIPO office action, except U.S. patents -
or U.S. patent application publications (unless already filed in this application);

The request to participate in the PPH program and petition éomply with the above
requirements. Accordingly, the above-identified application has been accorded "special” status.

Any response must be submitted via EFS-Web.

Telephone inquirieé concerning this decision should be directed to Lee W. Young at 571-272-
4549.

All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://uspto.gov/ebc/index.html.

Lee W. Young

TQAS : ‘

Technology Center 2800 — Semiconductors
Electrical & Optical Systems & Components
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I APPLICATION NO. I FILING DATE ] FIRST NAMED INVENTOR |¢\TTORNEY DOCKET NO.| CONFIRMATION NO. l
12/812,422 07/09/2010 Steven L. Cooper TTEUSO06009 / 6987
IHMT-0110
7590 06/17/2011 I EXAMINER J
FLETCHER YODER P.C. KOENIG, ANDREW Y
7915 FM 1960 RD. WEST
SUITE 330 I ART UNIT I PAPER NUMBER J
HOUSTON, TX 77070 Py
I MAIL DATE I DELIVERY MODEJ
06/17/2011 PAPER

DECISION DISMISSING PETITION UNDER 37 CFR 1.138(d)
The declaration of express abandonment will not be recognized

This is in response to the petition under 37 CFR 1.138(d), requesting for a refund of any previously paid
search fee and excess claims fee in the above-identified application.

The petition is dismissed.

The express abandonment will not be recognized for the reason(s) indicated below:

1. O The petition was not filed in sufficient time to permit the appropriate officials to recognize the
abandonment before an examination has been made of the application. See 37 CFR 1.138(d).

2. O The petition was not signed by a party authorized by 37 CFR 1.33(b)(1), (3) or (4).
3. M The application is not an application filed under 35 U.S.C. 111(a) on or after December 8, 2004.

4. U The petition for express abandonment under 1.138(d) is dismissed because the applicant did
not pay any search fee and excess claims fees in the above-identified application.

uiries should be gitected to the Office of Data Management at (57 1) 272-4200.

/ /M” e Ut )

Patent Rublication Branch
Office of Data Management

Page 1 of 1
FORM PET651D (Rev. 08/07)
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SCHWEGMAN, LUNDBERG & WOESSNER, P.A. MAR 29 2011
P.O. BOX 2938 -
MINNEAPOLIS MN 55402 PCT LEGAL ADMINISTRATION
In re Application of

Akolkar et al. :

Application No.: 12/812,436 : DECISION

PCT No.: PCT/IN2009/000029 :

Int. Filing Date: 09 January 2009 : ON

Priority Date: 10 January 2008 :

Attorney Docket No.: 2867.009US1 : PETITION

For:  Novel Derivatives Of Acyl Cyanopyrrolidines

This is in response to the petition under 37 CFR 1.47(a) filed on 04 January 2011.

BACKGROUND

This international application was filed on 09 January 2009, claimed an earlier priority
date of 10 January 2008, and designated the U.S. The International Bureau transmitted a copy of
the published international application to the USPTO on 24 September 2009. The 30 month time
period for paying the basic national fee in the United States expired at midnight on'12 July 2010
(since 10 July 2010 was a Saturday). Applicants filed inter alia the basic national fee on 09 July
2010.

On 04 August 2010, a Notification of Missing Requirements (Form PCT/DO/E0Q/905)
was mailed to applicants, requiring the submission of an oath or declaration compliant with 37
CFR 1.497(a) and (b) and the surcharge under 37 CFR 1.492(h).

DISCUSSION

A petition under 37 CFR 1.47(a) must be accompanied by (1) the fee under 37 CFR
1.17(h), (2) factual proof that the missing joint inventor refuses to execute the application or
cannot be reached after diligent effort, (3) a statement of the last known address of the missing
inventor, and (4) an oath or declaration by each 37 CFR 1.47(a) applicant on his or her own
behalf and on behalf of the non-signing joint inventor.

Regarding requirement (1), the $200.00 petition fee has been paid.

Regarding requirement (2), petitioner has provided statements by Monique M. Erdok
Shonka and by Sandra Newman, along with supporting documentation. The Shonka statement is
made at least in part on the basis of “information and belief,” so it is not clearly based on first-
hand knowledge of the facts recounted; instead, it is largely a description of communications
between Newman and Sharma. Meanwhile, the Newman statement recounts communications
with other individuals (notably Vikas Sharma), and describes Sharma’s efforts to obtain inventor
Jivani’s execution of the application. However, petitioner has not provide a first-hand statement
by Vikas Sharma (nor by Shantilal Triveda, who signed several of the accompanying letters)
describing what efforts were made to present the non-signing inventor with a copy of the
application papers and an oath or declaration for signature. As such, it would not be appropriate
at this time to construe Jivani’s failure to return an executed declaration as a refusal within the



-

Appin. No.: 12/812,436 Page 2

meaning of 37 CFR 1.47(a). To the extent that certain of the return receipts suggest that Jivani
may have moved, petitioner does not provide an adequate showing as to whether the inventor
could be found or reached after diligent effort. See MPEP 409.03(d).

Regarding requirement (3), the petition states the last known address of inventor Jivani.

Regarding requirement (4), inspection of the declaration of inventorship filed on 04
January 2011 reveals that it satisfies this requirement.

DECISION
The petition under 37 CFR 1.47(a) is DISMISSED, without prejudice.

If reconsideration on the merits of this petition is desired, a proper response must be filed
within TWO (2) MONTHS from the mail date of this decision. Any reconsideration request
should include a cover letter entitled "Renewed Petition Under 37 CFR 1.47(a).” Extensions of
time may be obtained under 37 CFR 1.136(a). Failure to timely file a proper response will result
in ABANDONMENT.

Any further correspondence with respect to this matter may be filed electronically via
EFS-Web selecting the document description "Petition for review and processing by the PCT
Legal Office" or by mail addressed to Mail Stop PCT, Commissioner for Patents, Office of PCT
Legal Administration, P.O. Box 1450, Alexandria, Virginia 22313-1450, with the contents of the
letter marked to the attention of the Office of PCT Legal Administration.

/George Dombroske/

George Dombroske

PCT Legal Examiner

Office of PCT Legal Administration
Tel: (5§71) 272-3283
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SCHWEGMAN, LUNDBERG & WOESSNER, P.A. Nov 02 2011
P.O. BOX 2938

MINNEAPOLIS MN 55402 PCT LEGAL ADMINISTRATION
In re Application of

Akolkar et al. :

Application No.: 12/812,436 ' . DECISION
PCT No.: PCT/IN2009/000029 :

Int. Filing Date: 09 January 2009 : ON

Priority Date: 10 January 2008 : :

Attorney Docket No.: 2867.009US1 : PETITION

For:  Novel Derivatives Of Acyl Cyanopyrrolidines
This is in response to the renewed petition under 37 CFR 1.47(a) filed 29 Aﬁgust 2011.

DISCUSSION

In a Decision mailed on 29 March 2011, the petition under 37 CFR 1.47(a) filed on 04
January 2011 was dismissed, without prejudice, because

Regarding requirement (2), petitioner has provided statements by Monique M.
Erdok Shonka and by Sandra Newman, along with supporting documentation.
The Shonka statement is made at least in part on the basis of “information and
belief,” so it is not clearly based on first-hand knowledge of the facts recounted;
instead, it is largely a description of communications between Newman and
Sharma. Meanwhile, the Newman statement recounts communications with other
individuals (notably Vikas Sharma), and describes Sharma’s efforts to obtain
inventor Jivani’s execution of the application. However, petitioner has not
provide a first-hand statement by Vikas Sharma (nor by Shantilal Triveda, who
signed several of the accompanying letters) describing what efforts were made to
present the non-signing inventor with a copy of the application papers and an oath
or declaration for signature. As such, it would not be appropriate at this time to
construe Jivani’s failure to return an executed declaration as a refusal within the
meaning of 37 CFR 1.47(a). To the extent that certain of the return receipts
suggest that Jivani may have moved, petitioner does not provide an adequate
showing as to whether the inventor could be found or reached after diligent effort.
See MPEP 409.03(d).

In response, petitioner has provided an adequate showing that Jignesh Jivani is
unavailable to execute the application within the meaning of 37 CFR 1.47(a). As such, it now
would be appropriate to grant the requested relief.

DECISION

The petition under 37 CFR 1.47(a) is GRANTED.

As provided in 37 CFR 1.47(a), a notice of the filing of this application will be forwarded
to the non-signing inventor at his last known address of record.
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- A notice of the filing of the application under 37 CFR 1.47(a) will be published in the
Official Gazette.

This application is being returned to the Office of Patent Application Processing. Its date
under 35 U.S.C. 371(c)(1), (2) and (4) is 04 January 2011.

/George Dombroske/

George Dombroske

PCT Legal Examiner

Office of PCT Legal Administration : .
Tel: (571) 272-3283 '
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Commissioner for Patents

United States Patent and Trademark Office
MAILED F—L
Jignesh Kantilal Jivani
Jignesh, Gopar Najar 10 NOV 02 20m
Rajkot-2
INDIA PCT LEGAL ADMINISTRATION
In re Application of
Akolkar et al.

Application No.: 12/812,436

PCT No.: PCT/IN2009/000029

Int. Filing Date: 09 January 2009

Priority Date: 10 January 2008

Attorney Docket No.: 2867.009US1

For:  Novel Derivatives Of Acyl Cyanopyrrolidines

Dear Mr. J ivarﬁ:

You are named as a joint inventor in the above identified United States patent application, filed
under the provisions of 35 U.S.C. 116 (United States Code), and 37 CFR 1.47(a), Rules of Practice in
Patent Cases. Should a patent be granted on the application you will be designated therein as a joint
inventor.

As a named inventor you are entitled to inspect any paper in the file wrapper of the application,
order copies of all or any part thereof (at a prepaid cost per 37 CFR 1.19) or make your position of record
in the application. Alternatively, you may arrange to do any of the preceding through a registered patent
attorney or agent presenting written authorization from you. If you care to join the application, counsel of
record (see below) would presumably assist you. Joining in the application would entail the filing of an
appropriate oath or declaration by you pursuant to 37 CFR 1.63.

Telephone inquiries regarding this communication should be directed to the undersigned at (571)
272-3283. Requests for information regarding your application should be directed to the File Information
Unit at (703) 308-2733. Requests for information regarding how to pay for and order a copy of the
application, or a specific paper in the application, should be directed to Certification Division at (703)
308-9726 or 1(800) 972-6382 (outside the Washington D.C. area).

_ Any further correspondence with respect to this matter should be addressed to the Assistant
Commissioner for Patents, Mail Stop PCT, P.O. Box 1450, Alexandria, VA 22313-1450, with the
contents of the letter marked to the attention of the Office of PCT Legal Administration.

/George Dombroske/

George Dombroske

PCT Legal Examiner

Office of PCT Legal Administration
Tel: (571)272-3283 :

SCHWEGMAN, LUNDBERG & WOESSNER, P.A.
P.O. BOX 2938
MINNEAPOLIS MN 55402
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TROUTMAN SANDERS LLP PCT LEGAL ADMINISTRATION
5200 BANK OF AMERICA PLAZA

600 PEACHTREE STREET, N.E.

SUITE 5200 ,

ATLANTA GA 30308-2216

In re Application of
DOFP, Anthony R., et al. :
Application No.: 12/812,440 : DECISION
PCT No.: PCT/CA2009/000025 :
Int. Filing Date: 09 January 2009 : ON PETITION UNDER
Priority Date: 11 January 2008 :
Docket No.: SBERG1 : 37 CFR 1.47(a)
For: ELECTROMAGNETIC TELEMETRY
ASSEMBLY WITH PROTECTED
ANTENNA

This is a decision on applicants’ Petition Under 37 CFR 1.47(a), filed in the United States
Patent and Trademark Office (USPTO) on 27 February 2011.

BACKGROUND

On 02 August 2010, the Office mailed Notification of Missing Requirements (Form
PCT/DO/EO/905) indicating that, inter alia, an oath or declaration in compliance with 37 CFR

1.497(a)-(b) was required.

On 27 February 2011, applicants filed a petition under 37 CFR 1.47(a), a declaration and
the fee for five month extension of time.

DISCUSSION
A petition under 37 CFR 1.47 must be accompanied by: (1) the fee under 37 CFR

1.17(h), (2) proof of pertinent facts, namely that the inventor refuses to sign after being presented
with the application papers or cannot be reached after diligent effort, (3) a statement of the last

known address of the inventor, and (4) an oath or declaration by the 37 CFR 1.47(a) applicant on -

behalf of himself or herself and the nonsigning applicant.
Items (1) and (3) have been met. The petition fee has been paid. Applicant states the last
known address of Mr. Garry Holmen as 189 McKenzie Town Drive SE; Calgary AB T2Z 4P8;

Canada.

Item (2) has not been satisfied. Where a refusal of the inventor to sign the application

Commissioner for Patents
United States Patent and Trademark Office

MA , LE D Alexandria, 5A0é2%13-1450

www.uspto.gov

0X 1450
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papers is alleged, the circumstances of the presentation of the application papers and of the
refusal must be specified in a statement of facts by the person who presented the inventor with
the application papers and/or to whom the refusal was made. MPEP 409.03(d). “Canadian
Counsel” presented them, but the statements are from Ryan Schneider.

Further, to the extent that the inventor objects to signing a power of attorney, only
signature on the declaration is required. The inventor does not have to authorize another to
represent him. Finally, the inventor indicates that the time line for reviewing the documents is
insufficient. Ordinarily, a “reasonable” time period is considered one month. The original letter
was only delivered to the inventor 04 February 2011, which means insufficient time for review
was permitted. Further, the inventor indicated he was out of the country. Temporary
unavailability does not establish lack of cooperation.

Item (4) has not been satisfied. The declaration contains two pages 1 of 2 and one page 2
of 2. The complete copy. of the declaration as executed by the inventors must be returned to the
Office. ]

CONCLUSION

For the above reasons, applicant’s petition under 37 CFR 1.47(a) is DISMISSED without
prejudice.

If reconsideration on the merits of this petition is desired, a proper response must be filed
within TWO (2) MONTHS from the mail date of this decision. Failure to timely file the proper -
response will result in abandonment of this application. Extensions of time under 37 CFR
1.136(a) are available. Any reconsideration request should include a cover letter entitled
“Renewed Petition Under 37 CFR 1.47(a).” No additional petition fee is required.

Any further correspondence with respect to this matter may be filed electronically via
EFS-Web selecting the document description "Petition for review and processing by the PCT
Legal Office" or by mail addressed to Mail Stop PCT, Commissioner for Patents, Office of PCT
Legal Administration, P.O. Box 1450, Alexandria, Virginia 22313-1450, with the contents of the
letter marked to the attention of the Office of PCT Legal Administration.

/Erin P. Thomson/
Erin P. Thomson
Attorney Advisor

PCT Legal Administration

Telephéne: 571-272-3292
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In re Application of
DOFP, Anthony R., et al. :
Application No.: 12/812,440 : DECISION
PCT No.: PCT/CA2009/000025 :
Int. Filing Date: 09 January 2009 : ON PETITION UNDER
Priority Date: 11 January 2008 :
Docket No.: SBERGI : 37 CFR 1.47(a)
For: ELECTROMAGNETIC TELEMETRY
ASSEMBLY WITH PROTECTED
ANTENNA

This is a decision on applicants’ renewed Petition Under 37 CFR 1.47(a) and Submission
of Executed Declaration, filed in the United States Patent and Trademark Office (USPTO) on 01
July 2011 and 22 July 2011, respectively.
BACKGROUND

On 02 May 2011, the Office mailed Decision On Petition Under 37 CFR 1.42, dismissing
applicants’ petition without prejudice.

On 01 July 2011, applicants filed a renewed petition under 37 CFR 1.47(a).

On 22 July 2011, applicants filed a declaration executed by the previously non-signing
inventor.

DISCUSSION
As applicants have obtained the cooperation of the previously non-signing inventors, this
petition under 37 CFR 1.47(a) is moot. The 22 July 2011 declaration complies with 37 CFR
1.497(a)-(b).

CONCLUSION

For the above reasons, applicant’s petition under 37 CFR 1.47(a) is DISMISSED AS
MOOT.
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This application is being referred to the National Phase Processing Branch of the Office

of Patent Application Processing for further action consistent with this decision.

/Erin P. Thomson/

Erin P. Thomson

Attorney Advisor

PCT Legal Administration

Telephone: 571-272-3292
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UNITED STATES PATENT AND TRADEMARK OFFICE

VIKSNINS HARRIS & PADYS PLLP
P.O. BOX 111098
ST. PAUL MN 55111-1098

In re Application of

BLAKE, et al.

Application No.: 12/812,447 :

PCT No.: PCT/US2009/030443 : : DECISION ON PETITION
Int. Filing Date: 08 January 2009 : '

Priority Date: 08 January 2008 : UNDER 37 CFR 1.137(b)

Atty. Docket No.: 02020.052US1 : :
‘For: PYRROLOPYRIDINES AS KINASE INHIBITORS:

- . The petition to revive under 37 CFR 1.137(b) filed 09 July 2010 in the above-captioned
application is hereby GRANTED as follows:

Applicant's statement that "the entire delay in filing the required reply from the due date for the
required reply until the filing of a grantable petition under 37 CFR 1.137(b) was unintentional”
satisfies the requirement of 37 CFR 1.137(b)(3).

A review of the application file reveals that applicant has now provided payment of the full, U.S.
Basic National Fee. Therefore, the request to revive the application abandoned under 35 U.S.C.
371(d) is granted as to the National stage in the United States of America.

This application is being forwarded to the United States Designated/Elected Office (US/DO/EO)
for continued processing. ’

O &

Derek A. Putonen

. Attorney Advisor.

. Office of PCT Legal Administration
Tel: (571) 272-3294
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‘UNITED STATES PATENT AND TRADEMARK OFFICE

ARC PATENTS
7910 IVANHOE AVE. #325 .
-LAJOLLA, CA 92037

In re Application of BRIGHT
U.S. Application No.: 12/812,488
PCT Application No.: PCT/AU2008/001834 :
Int. Filing Date: 12 December 2008 : DECISION
Priority Date Claimed: 12 December 2007 :
- Attorney Docket No.: 1075-P0012
For: NUTRACEUTICAL COMPOSITION AND
METHODS OF USE

This is in response to applicant's "Petition for Revival of an International Application for
Patent Designating the U.S. Abandoned Unintentionally Under 37 CFR 1.137(b)" filed 12 July
2010.

BACKGROUND

On 12 December 2008, applicant filed international application PCT/AU2008/001834,
which claimed priority of an earlier Australia application filed 12 December 2007. A copy of the
international application was communicated to the USPTO from the International Bureau on 18
June 2009. The thirty-month period for paying the basic national fee in the United States expired
on 14 June 2010. '

On 15 June 2010, international application PCT/AU2008/001834 became abandoned as
to the United States for failure to timely pay the basic national fee.

On 12 July 2010, applicant filed the present petition under 37 CFR 1.137(b).

DISCUSSION

Under 37 CFR 1.137(b), a petition requesting that an application be revived on the
grounds of unintentional abandonment must be accompanied by: (1) the required reply unless
previously filed, (2) the petition fee as set forth in 37 CFR 1.17(m), (3) a statement that the entire
delay in filing the required reply from the due date for the reply until the filing of a grantable
petition was unintentional, and (4) a terminal disclaimer if the application was filed before
08 June 1995.
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With regard to item (1), applicant has provided the required reply under 35 U.S.C. 371.
With regafd to item (2), applicant has provided the required petition fee.

With regard to item (3), applicant has provided the required statement.

With regard to item (4), because the international applicatioh was filed after 08 June

1995, no terminal disclaimer is required.

CONCLUSION

. For the reasons above, the petition under 37 CFR 1.137(b) is GRANTED.

The application has an International Filing Date under 35 U.S.C. 363 of 12 December
2008, and a date under 35 U.S.C. 371(c)(1), (c)(2), and (c)(4) of 12 July 2010.

This'application is being forwarded to the United States Designated/Elected Office
(DO/EO/US) for further processing in accordance with this decision.

Byambn
Bryan Lin '
PCT Legal Examiner
" PCT Legal Office

Telephone: 571-272-3303
Facsimile: 571-273-0459
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In re Application of BINZER ét al
U.S. Application No.: 12/812,528
PCT Application No.: PCT/EP2008/067901 : _
Int. Filing Date: 18 December 2008 : DECISION
Priority Date Claimed: 16 January 2008 :
Attorney Docket No.: 10191/6315
For: MONOSTATIC MULTIBEAM RADAR
SENSOR DEVICE FOR MOTOR VEHICLE

This is in response to applicant's correspondence filed 04 October 2010, which is being
treated as a request for status under 37 CFR 1.42.

BACKGROUND

On 18 December 2008, applicant filed international application PCT/EP2008/067901,
which claimed priority of an earlier Germany application filed 16 January 2008. A copy of the
international application was communicated to the USPTO from the International Bureau on 23
July 2009. The thirty-month period for paying the basic national fee in the United States expired
on 16 July 2010.

On 12 July 2010, applicant filed national stage papers in the United States
Designated/Elected Office (DO/EO/US). The submission was accompanied by, inter alia, the
basic national fee required by 35 U.S.C. 371(c)(1).

On 16 August 2010, the DO/EO/US mailed a Notification of Missing Requirements
Under 35 U.S.C. 371 (Form PCT/DO/EO/905), which indicated that an oath or declaration in
compliance with 37 CFR 1.497 must be filed.

On 04 October 2010, applicant filed the instant request for status under 37 CFR 1.42.

DISCUSSION

The declaration states that joint inventor Joachim Hauk is deceased.
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37 CFR 1.42 provides, "In case of the death of the inventor, the legal representative
(executor, administrator, etc.) of the deceased inventor may make the necessary oath or
declaration, and apply for and obtain the patent."

Effective 07 November 2000, 37 CFR 1.497(b)(2) specifies that, where a person making
the declaration is the legal representative of a deceased inventor, the declaration shall state the
following: (1) the relationship of the person to the inventor, (2) the facts the inventor would have
been required to state, upon information and belief, (3) that the person is the legal representative
of the deceased inventor, and (4) the citizenship, residence, and mailing address of the legal
representative. ' ‘

The declaration executed by the legal representatives of inventor Hauk fails to state the

name and citizenship of inventors Thomas Binzer and Dirk Steinbuch as required by 37 CFR
1.497(a)(3).

CONCLUSION

For the reasons above, the request for status under 37 CFR 1.42 is DISMISSED without
prejudice.

If reconsideration on the merits of the request is desired, a proper response must be filed
within TWO (2) MONTHS from the mail date of this decision. Failure to timely file a proper
response will result in ABANDONMENT of the application. Extensions of time are
available under 37 CFR 1.136(a). Any reconsideration request should include a cover letter
entitled "Renewed Request for Status Under 37 CFR 1.42".

Any further correspondence with respect to this matter may be filed electronically via
EFS-Web selecting the document description "Petition for review and processing by the PCT
Legal Office" or. by mail addressed to Mail Stop PCT, Commissioner for Patents, Office of PCT
Legal Administration, P.O. Box 1450, Alexandria, Virginia 22313-1450, with the contents of the
letter marked to the attention of the Office of PCT Legal Administration.

Byomntn
Bryan Lin

PCT Legal Examiner
~ PCT Legal Office

Telephone: 571-272-3303
Facsimile: 571-273-0459
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In re Application of BINZER et al
U.S. Application No.: 12/812,528
PCT Application No.: PCT/EP2008/067901 :
Int. Filing Date: 18 December 2008 : DECISION
Priority Date Claimed: 16 January 2008 :
Attorney Docket No.: 10191/6315
For: MONOSTATIC MULTIBEAM RADAR
SENSOR DEVICE FOR MOTOR VEHICLE

This is in response to applicant's renewed request for status under 37 CFR 1.42.

BACKGROUND

On 18 December 2008, applicant filed international application PCT/EP2008/067901,
which claimed priority of an earlier Germany application filed 16 January 2008. A copy of the
international application was communicated to the USPTO from the International Bureau on 23
July 2009. The thirty-month period for paying the basic national fee in the United States expired
on 16 July 2010. '

On 12 July 2010, applicant filed national stage papers in the United States
Designated/Elected Office (DO/EO/US). The submission was accompanied by, inter alia, the
basic national fee required by 35 U.S.C. 371(c)(1).

On 16 August 2010, the DO/EO/US mailed a Notification of Missing Requirements
Under 35 U.S.C. 371 (Form PCT/DO/E0/905), which indicated that an oath or declaration in
compliance with 37 CFR 1.497 must be filed.

On 04 October 2010, applicant filed a request for status under 37 CFR 1.42.

On 19 November 2010, this Office mailed a decision dismissing the 04 October 2010
request for status.

On 28 January 2010, applicant filed the instant renewed request for status under 37 CFR
1.42.



Application Number: 12/812,528 -2-

DISCUSSION

The declaration states that joint inventor Joachim Hauk is deceased.

37 CFR 1.42 provides, "In case of the death of the inventor, the legal representative
(executor, administrator, etc.) of the deceased inventor may make the necessary oath or
declaration, and apply for and obtain the patent."

Effective 07 November 2000, 37 CFR 1.497(b)(2) specifies that, where a person making
the declaration is the legal representative of a deceased inventor, the declaration shall state the
following: (1) the relationship of the person to the inventor, (2) the facts the inventor would have
been required to state, upon information and belief, (3) that the person is the legal representative
of the deceased inventor, and (4) the citizenship, residence, and mailing address of the legal
representative.

The declaration filed 28 January 2011 is improper. Specifically, it is not acceptable to
combine pages of different declarations into a single document for submission. It is clear from a
comparison of the execution dates of declarations filed on 04 December 2011 and 28 January
2011 that the declaration filed 28 January 2011 was improperly formed by combining pages 1-5
of the 04 December 2011 declaration executed by inventors Binzer and Steinbuch with page 5 of
the 04 December 2011 declaration executed by the legal representatives of inventor Hauk.
Applicant must furnish the complete declaration that was presented to and executed by the legal
representatives of inventor Hauk.

CONCLUSION

For the reasons above, the renewed request for status under 37 CFR 1.42 is DISMISSED
without prejudice.

If reconsideration on the merits of the request is desired, a proper response must be filed
within TWO (2) MONTHS from the mail date of this decision. Failure to timely file a proper
response will result in ABANDONMENT of the application. Extensions of time are
available under 37 CFR 1.136(a). Any reconsideration request should include a cover letter
entitled "Renewed Request for Status Under 37 CFR 1.42".

Any further correspondence with respect to this matter may be filed electronically via
EFS-Web selecting the document description "Petition for review and processing by the PCT
Legal Office" or by mail addressed to Mail Stop PCT, Commissioner for Patents, Office of PCT
Legal Administration, P.O. Box 1450, Alexandria, Virginia 22313-1450, with the contents of the
letter marked to the attention of the Office of PCT Legal Administration.

Bryan Lin

PCT Legal Examiner
PCT Legal Office
Telephone: 571-272-3303
Facsimile: 571-273-0459
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PCT LEGAL ADMINISTRATION

In re Application of BINZER et al
U.S. Application No.: 12/812,528
PCT Application No.: PCT/EP2008/067901 :
Int. Filing Date: 18 December 2008 : DECISION
Priority Date Claimed: 16 January 2008 H
Attorney Docket No.: 10191/6315
For: MONOSTATIC MULTIBEAM RADAR
SENSOR DEVICE FOR MOTOR VEHICLE

This is in response to applicant's renewed request for status under 37 CFR 1.42 filed
18 May 2011.

BACKGROUND

On 18 December 2008, applicant filed international application PCT/EP2008/067901,
which claimed priority of an earlier Germany application filed 16 January 2008. A copy of the
international application was communicated to the USPTO from the International Bureau on 23
July 2009. The thirty-month period for paying the basic national fee in the United States expired
on 16 July 2010.

On 12 July 2010, applicant filed national stage papers in the United States
Designated/Elected Office (DO/EO/US). The submission was accompanied by, inter alia, the
basic national fee required by 35 U.S.C. 371(c)(1).

On 16 August 2010, the DO/EO/US mailed a Notification of Missing Requirements
Under 35 U.S.C. 371 (Form PCT/DO/EO/905), which indicated that an oath or declaration in
compliance with 37 CFR 1.497 must be filed.

On 04 October 2010, applicant filed a request for status under 37 CFR 1.42.

On 19 November 2010, this Office mailed a decision dismissing the 04 October 2010
request for status. ’

On 28 January 2010, applicant filed a renewed request for status under 37 CFR 1.42.
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" On 30 March 2011, this Office mailed a decision dismissing the 28 January 2010 request
for status.

On 18 May 2011, applicant filed the instant renewed request for status under 37 CFR
1.42.

DISCUSSION

"The declaration states that joint inventor Joachim Hauk is deceased.

37 CFR 1.42 provides, "In case of the death of the inventor, the legal representative
(executor, administrator, etc.) of the deceased inventor may make the necessary oath or
declaration, and apply for and obtain the patent."

Effective 07 November 2000, 37 CFR 1.497(b)(2) specifies that, where a person making
the declaration is the legal representative of a deceased inventor, the declaration shall state the
following: (1) the relationship of the person to the inventor, (2) the facts the inventor would have
been required to state, upon information and belief, (3) that the person is the legal representative
of the deceased inventor, and (4) the citizenship, residence, and mailing address of the legal
representative. '

The declaration filed 18 May 2011 is in compliance with 37 CFR 1.42 and 1.497(d).

CONCLUSION

For the reasons above, the renewed request for status under 37 CFR 1.42 is GRANTED.

‘The application has an International Filing Date under 35 U.S.C. 363 of 18 December
2008, and a date under 35 U.S.C. 371(c)(1), (c)(2), and (c)(4) of 18 May 2011.

This application is being forwarded to the United States Designated/Elected Office
(DO/EO/US) for further processing in accordance with this decision.

'BA/(C(A/)CM\A
Bryan Lin

PCT Legal Examiner
PCT Legal Office

Telephone: 571-272-3303
Facsimile: 571-273-0459



PTO/SB/83

Doc Code: PET.AUTO U.S. Patent and Trademark Office
Document Description: Petition automatically granted by EFS-Web Department of Commerce

Electronic Petition Request REQUEST FOR WITHDRAWAL AS ATTORNEY OR AGENT AND CHANGE OF

CORRESPONDENCE ADDRESS

Application Number 12812553

Filing Date 16-Aug-2010

First Named Inventor Gregory Buckner

Art Unit 3747

Examiner Name

Attorney Docket Number 1096-08-009-US1

Title FUEL INJECTION DEVICE FOR AN INTERNAL COMBUSTION ENGINE, AND ASSOCIATED

METHOD

Please withdraw me as attorney or agent for the above identified patent application and
the practitioners of record associated with Customer Number: 75499

®

The reason(s) for this request are those described in 37 CFR:

10.40(c)(5)

Certifications

I/We have given reasonable notice to the client, pricr to the expiration of the response period, that the practitioner(s)
intend to withdraw from employment

X

I/We have delivered to the client or a duly authorized representative of the client all papers and property (including funds)
X to which the client is entitled

[X] 1/We have notified the client of any responses that may be due and the time frame within which the client must respond

Change the correspondence address and direct all future correspondence to the first named inventor or assignee that has
properly made itself of record pursuant to 37 CFR 3.71:

Name North Carolina State University
Address Campus Box 8210

City Raleigh

State NC

Postal Code 27695

Country us




| am authorized to sign on behalf of myself and all withdrawing practitioners.

Signature

/Christopher B. Lee/

Name

Christopher B. Lee

Registration Number

58793




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

Decision Date: July 15,2011
DECISION ON REQUEST TO WITHDRAW AS

ATTORNEY/AGENTOF RECORD

In re Application of :

Gregory Buckner

ApplicationNo: 12812553

Filed : 16-Aug-2010
Attorney Docket No:  1096-08-009-US1

This is an electronic decision on the Request to Withdraw as attorney or agent of record under 37 CFR § 1.36(b), filed July 15,2011
The request is APPROVED.
The request was signed by Christopher B. Lee (registration no. 58793 ) on behalf of all attorneys/agents

associated with Customer Number 75499 . All attorneys/agents associated with Cusotmer Number 75499 have

been withdrawn.

Since there are no remaining attorneys of record, all future communications from the Office will be directed to the first named
inventor or assignee that has properly made itself of record pursuant to 37 CFR 3.71, with correspondence address:

Name North Carolina State University
Name2

Address 1 Campus Box 8210

Address 2

City Raleigh

State NC

Postal Code 27695
Country us

As a reminder, requester is required to inform the first named inventor or assignee that has properly made itself of record
pursuant to 37 CFR 3.71 of the electronically processed petition.

Telephone inquiries concerning this decision should be directed to the Patent Electronic Business Center (EBC) at 866-217-9197.

Office of Petitions
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.0O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

MICHAEL P. MORRIS

BOEHRINGER INGELHEIM USA CORPORATION
900 RIDGEBURY RD '

P O BOX 368

RIDGEFIELD CT 06877-0368

In re Application of
VAUGHN, Eric, et al. :
Application No.: 12/812,590 : DECISION
PCT No.: PCT/US2008/088678 :
Int. Filing Date: 31 December 2008 : ON PETITION UNDER
Priority Date: 31 December 2007 : '
Docket No.: 10-0079/US/4 : 37 CFR 1.137(b)
For: PCV2 ORF2 VIRUS LIKE PARTICLE
WITH FOREIGN AMINO ACID
INSERTION

Applicant’s Petition For Revival Under 37 CFR 1.137(b), filed in the above-captioned
application on 12 July 2010 is GRANTED.

Applicant states that “the entire delay in filing the required reply from the due date for
the required reply until the filing of a grantable petition under 37 CFR 1.137(b) was
unintentional,” as required by 37 CFR 1.137(b)(3). The basic national fee and petition fee have
been paid. A terminal disclaimer is not required as the application was filed on or after 08 June
1995. Accordingly, all requirements under 37 CFR 1.137(b) have been satisfied.

The surcharge for late filing of the search fee, examination fee or oath or declaration will
be charged to deposit account no. 50-1662, as authorized.

This application is being forwarded to the National Stage Processing Branch of the
Office of Patent Application Processing for further action consistent with this decision.
/Erin P. Thomson/
Erin P. Thomson
Attorney Advisor

PCT Legal Administration

Telephone:  571-272-3292



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

Reches Patents
211 North Union St. MAILED
Suite 100 DEC 2 1 2011
Alexandria VA 22314

‘ PCT LEGAL ADMINISTRATION
In re Application of
SHARVIT et al. :
Application No.: 12/812,602 o DECISION ON PETITION

PCT No.: PCT/IL2008/001616 : UNDER 37 CFR 1.137(b)
Int. Filing Date: 17 December 2008 :

Priority Date: 22 January 2008

Attorney Docket No.: P-8141-US

For: DRUG PORT VERIFICATION VALVE

The petition to revive under 37 CFR 1.137(b) filed 24 November 2011 in the above-
captioned application is hereby GRANTED as follows: :

Applicants’ statement that "the entire delay'in filing the required reply from the due date
for the reply until the filing of a grantable petition under 37 CFR 1.137(b) was
unintentional” meets the requirements of 37 CFR 1.137(b)(3).

A review of the application file reveals that applicants have submitted the required reply
(declaration, search fee, examination fee and surcharge under 37 CFR 1.492(h)) and the
requirements of 37 CFR 1.137(b) have been satisfied. Therefore, the request to revive the
application abandoned under 35 U.S.C. 371(d) is granted as to the National stage in the
United States of America.

This application is being forwarded to the United States Designated/Elected Office
(US/DO/EO) for continued processing in accordance with this decision.

- didtony B~

Anthony Smith

Attorney-Advisor

Office of PCT Legal Administration
Telephone: (571) 272-3298
Facsimile: (571) 273-0459



Doc Code: PPH.PCT.6562
Document Description: Petition to make special under PCT-Patent Pros Hwy PTOISBI20PCT-EP (05-10)
Approved for use through 01/31/2012. OMB 0651-0058
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HIGHWAY (PCT-PPH) PiLoT PROGRAM BETWEEN THE EUROPEAN PATENT OFFICE (EPO) AND
THE USPTO

Application No: 12/812,616 Filing date: | ),y 13, 2010

First Named Inventor: Andreas FLACHENECKER

Title of the _ .
invention: Reinforced Hose

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP://IWWW.USPTO.GOV/EBC/EFS_HELP.HTML

e
APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM. ;

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

The corresponding PCT
application number(s) is/are:
PCT/EP2008/067835

The international date of the corresponding
PCT application(s) is/are: December 18. 2008

I. List of Required Documents:

a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above-identified
corresponding PCT application(s)

Is attached

D Is not attached because the document is aiready in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

D Is attached.

Is not attached because the document is already in the U.S. application.

c. English translations of the documents in a. and b. above are attached (if the documents are not in the English
language). A statement that the English translation is accurate is attached for the document in b. above.

[Page 1 of 2]
This coliection of information is required by 35 U.S.C. 118, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain a benefit by the public, which is to file (and by
the USPTO to process) an application. Confidentiality is govemed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete, including gathering,
preparing, and submitting the ication form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to compiete this
form and/or suggestions for reducing this burden should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.Q. Box 1450,
Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS.




PTO/SB/20PCT-EP (05-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S.Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unfess it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM
BeTweeN THE EPO AND THE USPTO

(continued)

Application No.. 12/812,616
First Named Inventor] Andreas FLACHENECKER

d. (1) An information disclosure statement listing the documents cited in the international work products (ISR,
WO/ISA, WO/IPEA, IPER) of the corresponding PCT application.
Is attached

September 14, 2010

Has already been filed in the above-identified U.S. application on
(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)
D Are attached.

Have already been filed in the above-identified U.S. application on September 14, 2010

ll. Claims Correspondence Table:

Patentable Claims

Claims in US Application in the corresponding Explanation regarding the correspondence
PCT Application
Claims 1-9 Claims 1-9 Claims in the US application were amended in the

August 17, 2010 Preliminary Amendment for clarity and to
remove muitiple dependencies. None of the amendments
to the claims in the US application aiter the scope of the claims
in the corresponding PCT application.

1Il. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

Signature /S@rah Lhymn/ Date  SePtember 24, 2010
Name -~ .
(Print/Typed) Sarah Lhymn for William P. Berridge Registration Number 65,041

[Page 2 of 2]



Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records
may be disclosed to the Department of Justice to determine whether disclosure of these records is required
by the Freedom of information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the
course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting
a request involving an individual, to whom the record pertains, when the individual has requested
assistance from the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to
comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42
U.S.C. 218(0)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or hisfher designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under
authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA
regulations governing inspection of records for this purpose, and any other relevant (  i.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C.
151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the
pubiic if the record was filed in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open to
public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.



PATENT COOPERATION TREATY

PCT

NOTIFICATION OF TRANSMITTAL
OF COPIES OF TRANSLATION
OF THE INTERNATIONAL PRELIMINARY REPORT
ON PATENTABILITY
(CHAPTER I OR CHAPTER I
OF THE PATENT COOPERATION TREATY)

(PCT Rules 44bis.3(c) and 72.2)

o L /ErLJuo/uo {009

From the INTERNA [TONAL BUREAU

-

Date of mailing (day/month/vear)
19 August 2010 (19.08.2010)

To:

4 5

| LAL
OBERLEIN, (Gerriet
CPW GmbH _
Kasinostrasse 1 9-27 I !
42103 Wuppertat* *|
ALLEMAGNE..... ... .| ) '

PR S

Applicant’s or agent's file reference

CPD 2744 WO1

IMPORTANT NOTIFICATIO! A —

International application No.

PCT/EP2008/087835

International filing date (day/month/year)
18 December 2008 (18.12.2008)

Applicant

POLYAMIDE HIGH PERFORMANCE GMBH et al

1. Transmittal of the translation to the applicant.

x patentability (Chapter I).

O

patentability (Chapter II).

elected Offices requiring such translation:

None

UA, UG, US, UZ, VC, VN, ZA, ZM, ZW

The International Bureau transmits herewith a copy of the English translation of the international preliminary report on

The International Bureau transmits herewith a copy of the English translation of the international preliminary report on

2. Transmittal of the copy of the translation to the designated or elected Offices.

The International Bureau notifies the applicant that copies of that translation have been transmitted to the following designated or

The following designated or elected Offices, having waived the requirement for such a transmittal at this time, will receive copies of
that translation from the International Bureau only upon their request:

AE, AG, AL, AM, AO, AP, AT, AU, AZ, BA, BB, BG, BH, BR, BW, BY, BZ, CA, CH, CN, CO, CR, CU, CZ, DE, DK,
DM, DO, DZ, EA, EC, EE, EG, EP, ES, FI, GB, GD, GE, GH, GM, GT, HN, HR, HU, ID, IL, IN, IS, JP, KE, KG, KM,
KN, KP, KR, KZ, LA, LC, LK, LR, LS, LT, LU, LY, MA, MD, ME, MG, MK, MN,

NZ, OA, OM, PG, PH, PL, PT, RO, RS, RU, SC, SD, SE, SG, SK, SL, SM, ST, 8V, 8Y, TJ, TM, TN, TR, TT, TZ,

MW, MX, MY, MZ, NA, NG, NI, NO,

3. Reminder regarding translation into (one of) the official language(s) of the elected Office(s).

The applicant is reminded that, where a translation of the international application must be furnished to an elected Office, that
translation must contain a translation of any annexes to the international preliminary report on patentability (Chapter II).

It is the applicant’s responsibility to prepare and furnish such transiation directly to each elected Office concerned within the
applicable time limit (Rule 74.1). See Volume IT of the PCT Applicant’s Guide for further details.

The International Bureau of WIPO
34, chemin des Colombettes
1211 Geneva 20, Switzerland

Facsimile No. +41 22 338 82 70

Authorized officer
Yolaine Cussac

e-mail: pt0S.pct@wipo.int

Form PCT/IB/338 (Jamuary 2004)



PATENT COOPERATION TREAT™

PCT . )

INTERNATIONAL PRELIMINARY REPORT ON PATEN TABEITY
' (Chapter I of the Patent Cooperation Treaty)

(PCT Rule 44bis)
Applicant’s or agent’s file reference FOR FURTHER ACTION See item 4 below
CPD 2744 WO1
International a%)lication No. International filing date (day/month/year) Priority date (day/month/year)
PCT/EP2008/067835 18 December 2008 (18.12.2008) 23 Janhuary 2008 (23.01.2008)

International Patent Classification (8th edition urdess older edition indicated)
See relevant information in Form PCT/ISA/237

Applicant
POLYAMIDE HIGH PERFORMANCE GMBH

1. This international preliminary report on patentability (Chapter I) is issued by the International Bureau on behalf of the
International Searching Authority under Rule 44 bis.1(a).
2. This REPORT consists of a total of 6 sheets, including this cover sheet.

In the attached sheets, any reference to the written opinion of the International Searching Authority should be read as a
reference to the international preliminary report on patentability (Chapter I) instead.

3. This report contains indications relating to the following items:

X Box No. T Basis of the report

D Box No. II Priority

D Box No. I Non-establishment of opinion with regard to novelty, inventive step and industrial
applicability

[] Box No. IV Lack of unity of invention

g Box No. V Reasoned statement under Article 35(2) with regard to novelty, inventive step or
industrial applicability; citations and explanations supporting such statement

D Box No. VI Certain documents cited

D Box No. VI Certain defects in the international application

D Box No. VII Certain observations on the international application

4. The International Bureau will communicate this report to designated Offices in accordance with Rules 44bis.3(c) and 93bis.1
but not, except where the applicant makes an express request under Article 23(2), before the expiration of 30 months from
the priority date (Rule 44bis .2).

Date of issuance of this report
10 August 2010 {10.08.2010)
The Inte;‘national Bureau of WIPO Authorized officer
34, chemin des Colombettes :
1211 Geneva 20, Switzerland Yolaine Cussac
Facsimile No. +41 22 338 82 70 e-mail: pt05.pct@wipo.int

Form PCT/IB/373 (January 2004)



From the
INTERNATIONAL SEARCHING AUTHORITY
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" PCT 2
20y,

WRITTEN OPINION OF THE
INTERNATIONAL SEARCHING AUTHORITY

PATENT COOPERATION TREATY }Qq |
Vs,

(PCT Rule 43bis.1)

e maes, See form PCT/ISA/210
Applicant's or agent's file reference FOR FURTHER ACTION
CPD 2744 WO1 See paragraph 2 below
International application No. International filing date (daymonth/year) Priority date (day/month/year)
PCT/EP2008/067835 18.12.2008 23.01.2008

International Patent Classification (IPC) or both national classification and IPC

B32B1/08 B32B25/02 B32B25/10 F01P11/04 F16L11/08 B29C47/02

Applicant
POLYAMIDE HIGH PERFORMANCE GMBH

L This opinion contains indications relating to the following items:
X
ZN  Box No.l Basis of the opinion

Box No. I Priority
Box No. III Non-establishment of opinion with regard to novelty, inventive step and industral applicability

Box No. IV Lack of unity of invention

Box No. V Reasoned statement under Rule 43bis.1(a)(i) with regard to novelty, inventive step or industrial
applicability; citations and explanations supporting such statement

Box No. VI Certain documents cited

Box No. VI Certain defects in the international application

00O KOO0

Box No. VIII  Certain observations on the international application

2. FURTHER ACTION

If a demand for international preliminary examination is made, this opinion will be considered to be a written opinion of the
International Preliminary Examining Authority ("IPEA") except that this does not apply where the applicant chooses an Authority other
than this one to be the IPEA and the chosen IPEA has notified the International Burcau under Rule 66.1bis(b) that written opinions of
this International Searching Authority will not be so considered.

If this opinion is, as provided above, considered to be a written opinion of the IPEA, the applicant is invited to submit to the IPEA a
written reply together, where appropriate, with amendments, before the cxpiration of 3 months from the date of mailing of Form
PCT/ISA/220 or before the expiration of 22 months from the priority date, whichever expires later.

For further options, see Form PCT/ISA/220.

3. For further details, see notes to Form PCT/ISA/220.

Name and mailing address of the ISA/EP Date of completion of this opinion | Authorized officer

Facsimile No. Telephone No.

Form PCT/ISA/237 (cover sheet) (April 2007)



International application No.
'WRITTEN OPINION OF THE :
INTERNATIONAL SEARCHING AUTHORITY PCT/EP2008/067835
Box No. I Basis of this opinion

1. Withregard to the language, this opinion has been established on the basis of:
@ the international application in the language in which it was filed

D a translation of the international application into , which is the tanguage of a
translation furnished for the purposes of international search (Rules 12.3(a) and 23.1(b)).

2. This opinion has been established taking into account the rectification of an obvious mistake authorized by or notified to this
Authority under Rule 91 (Rule 43bis.1())

3. With regard to any nucleotide and/or amino acid sequence disclosed in the international application and necessary to the claimed
invention, this opinion has been established on the basis of:

a. type of material
D a sequence listing
D table(s) related to the sequence listing
b. format of material
[:] on paper
D in electronic form
c. time of filing/furnishing
D contained in the international application as filed
D filed together with the international application in electronic form

D furnished subsequently to this Authority for the purposes of search

4. E:I In addition, in the case that more than one version or copy of a sequence listing and/or table(s) relating thereto has been filed or
furnished, the required statements that the information in the subsequent or additional copies is identical to that in the application as
filed or does not go beyond the application as filed, as appropriate, were furnished.

5.  Additional comments:

Form PCT/ISA/237 (Box No. I) (April 2007)
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WRITTEN OPINION OF THE International application No
INTERNATIONAL SEARCHING AUTHORITY PCT/EP2008/067835
Box No. V Reasoned statement nnder Rule 43bis.1(a)(i) with regard to novelty, inventive step or industrial applicability;

citations and explanations supporting such statement

1.  Statement

Novelty (N) Claims 1~ 9 YES
Claims No

Inventive step (IS) Claims 1-9 YES
Claims NO

Industrial applicability 1A)  cpaims 1—9 YES
Claims NO

2.  Citations and explanations:

1 Reference is made to the following documents, in

particular to the passages of text in these

documents that are listed in the search report:
D1: DE 101 40 774 Al

D2: US 5 372 163 A

D3: DE 20 63 641 Al

2 Document D1 is considered to be the closest prior
art and discloses a hose comprising an inner layer
(11) of an elastomeric material, a reinforcing
layer (12) of a textile knit applied to said inner
layer and an outer layer (13) of an elastomeric
material, wherein the textile knit of the
reinforcing layer (12) consists of a polyethylene

naphthalate (PEN) yarn,

from which the subject matter of independent claim
1 differs in that the fibres of the textile
reinforcement consist of an aliphatic polyamide

which has a hot air shrinkage of less than 2.5%.

Form PCTASA/237 (Box No. V) (April 2007)



ITTE i lication No.

‘ WR N OPINION OF THE ‘ International application No .
INTERNATIONAL SEARCHING AUTHORITY PCT/EP2008/067835
Box No. V Reasoned statement under Rule 43bis.1(a)(i) with regard to novelty, inventive step or industrial applicability;

citations and explanations supporting such statement

2.1 The subject matter of claim 1 is therefore novel
(PCT Article 33(2)).
The problem addressed by the present invention can
therefore be considered that of providing a hose
which has improved hydrolysis resistance of its
textile reinforcement and which has a more uniform
surface than known low-shrinkage aliphatic
polyamide yarns (page 2, paragraph beginning "the
problem addressed by the present invention...";

page 3, paragraphs 3 and 4).

2.2 The solution to this problem, as proposed in claim
1 of the present application, involves an inventive
step (PCT Article 33(3)) for the following reasons:
the use of aliphatic polyamide fibres with a hot
air shrinkage less than 2.5% was not suggested to a
person skilled in the art by either D2 or D3.
Although D2 discloses hoses with a textile
reinforcement (layers 2 and 4) of fibres with a
shrinkage of from 0% to 0.5%, these fibres do not
consist of an aliphatic polyamide. D3 gives no
indication of the shrinkage of the polyamide fibres
that are used. The yarns used in fhe hoses
according to D1 also have a hot air shrinkage at
180°C/15 min of from 3.5 to 0.8 (paragraph 10), but

D1 is exclusively concerned with PEN yarns.

2.3 If claim 1 (product) is regarded as novel and
inventive, the subject matter of independent claims
6 (use) and 7 (method) would appear to be novel and

inventive.

Form PCT/ISA/237 (Box No. V) (April 2007)



International application No.

WRITTEN OPINION OF THE .
INTERNATIONAL SEARCHING AUTHORITY PCT/EP2008/067835
Box No.V Reasoned statement under Rule 43bis.1(a)(i) with regard to novelty, inventive step or industriat applicability;

citations and explanations supporting such statement

2.4 Dependent claims 2-5, 8 and 9 likewise meet the

requirements of the PCT in respect of novelty and

inventive step.

Form PCT/ISA/237 (Box No. V) (April 2007)
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

OLIFF & BERRIDGE, PLC
P.0. BOX 320850
ALEXANDRIA VA 22320-4850

In re Application of : _

FLACHENECKER, ANDREAS : DECISION ON REQUEST TO
Application No. 12/812,616 : PARTICIPATE IN PATENT

Filed: July 13,2010 . : PROSECUTION HIGHWAY
Attorney Docket No. 146143 :  PILOT PROGRAM AND PETITION

For: REINFORCED HOSE . TOMAKE SPECIAL UNDER
: 37 CFR 1.102(a)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) program
and the petition under 37 CFR 1.102(a), filed Sep. 24, 2010 to make the above-identified
application special.

The request and petition are granted.

A grantable request to participate in the PPH program and petition to make special require:

(1) The U.S. application must disclose an eligible relationship to one or more PCT applications
filed in the JPO, EPO, KIPO or USPTO;

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the PCT
application(s) latest international work product (the written opinion or the IPER) along with an
English translation thereof and a statement that the English translation is accurate;

(3) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the allowable/patentable claim(s) in the PCT application(s);

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of the latest international work product from the PCT
application containing the allowable/patentable claim(s) along with an English translation thereof
and a statement that the English translation is accurate; and

(6) Applicant must submit an IDS listing the documents cited by the PCT examiner in the
international work product along with copies of documents except U.S. patents or U.S. patent-
application publications.



In light of the petition being properly submitted, the request to participate in the PPH program
and the petition comply with the above requirements. Accordingly, the above-identified
application has been accorded “special” status.

The applicant is encouraged to cite and submit all relevant prior art references, if any, to
facilitate examination in this application.

All other inquiries concerning the examination or status of the application should be directed to
Kevin Shaver, the SPE of Art Unit 3754 and (571)272-4720 for Class 138/118 and also
accessible in the PAIR system at http://www.uspto.gov/ebc.index.html.

All other inquiries concerning the examination or status of the application should be directed to
the Patent Application Information Retrieval (PAIR) system.

This application will be forwarded and docketed to an examiner for action on the merits
commensurate with this decision.

Telephone inquiries concerning this decision should be directed to Henry C. Yuen, at 571-272-
4856.

The petition is granted.

" /Henry C. Yuen/

Henry C. Yuen, Special Programs Examiner
Technology Center 3700 — Mechanical Engineering,
Manufacturing and Products

571-272-4856



Doc Code: PPH.PCT.652

Document Description: Petition to make special under PCT-Patent Pros Hwy PTO/SB/20PCT-EP (05-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HiGHwAY (PCT-PPH) PiLoT PROGRAM BETWEEN THE EUROPEAN PATENT OFFICE (EPO) AND
THE USPTO

Application No: 12/812,670 Filing date: July 13,2010

First Named Inventor: Richard L. Dunn

Title of th , Lo . .
|n'\,2n(iion:e Low Viscosity Liquid Polymeric Delivery System

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP://WWW.USPTO.GOV/EBC/EFS_HELP.HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

The corresponding PCT PCT/US2009/030853
application nhumber(s) is/are:

The international date of the corresponding
PCT application(s) is/are: 13.01.2009

l. List of Required Documents:

a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above—-identified
corresponding PCT application(s)

Is attached

|:| Is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

Is attached.

|:| Is not attached because the document is already in the U.S. application.

c. English translations of the documents in a. and b. above are attached (if the documents are not in the English
language). A statement that the English translation is accurate is attached for the document in b. above.

[Page 1 of 2]
This collection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain a benefit by the public, which is to file (and by
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this
form and/or suggestions for reducing this burden should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450,
Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS.




PTO/SB/20PCT-EP (05-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S.Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PCT-PPH PiLOT PROGRAM
BeETweEEN THE EPO AND THE USPTO

(continued)

Application No.: 12/812,670

First Named Inventor] Richard L. Dunn

d. (1) An information disclosure statement listing the documents cited in the international work products (ISR,
WOI/ISA, WO/IPEA, IPER) of the corresponding PCT application.
Is attached

|:| Has already been filed in the above-identified U.S. application on

(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)

Are attached.

|:| Have already been filed in the above-identified U.S. application on

Il. Claims Correspondence Table:

Claims in US Application Patentable Claims

in the corresponding Explanation regarding the correspondence
PCT Application
1-13 1-13 US claims identical to PCT Art. 34 claims
14 14 Amended to remove "and analogs thereof"
15-30 15-30 US claims identical to PCT Art. 34 claims

lll. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

Signature /Kristine M. Strodthoff/ Date 2010-10-19
Name ‘ot
(Print/Typed) Kristine M. Strodthoff Registration Number?’4259

[Page 2 of 2]



Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records
may be disclosed to the Department of Justice to determine whether disclosure of these records is required

by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the
course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting
a request involving an individual, to whom the record pertains, when the individual has requested
assistance from the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to
comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42
U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under
authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA
regulations governing inspection of records for this purpose, and any other relevant ( i.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C.
151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the
public if the record was filed in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open to
public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):

ptomailbox@whdlaw.cbm
jpolmatier@whdlaw.com
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450

DEC 2 3 2010 Alexandria, VA 22313-1450

WHYTE HIRSCHBOECK DUDEK S C
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In re Application of : . '

DUNN, RICHARD L. : DECISION ON REQUEST TO
Application No. 12/812,670 : PARTICIPATE IN PCT-PATENT
Filed: October 19, 2010 : - PROSECUTION HIGHWAY PILOT

Attorney Docket No. DUN-34981-A-A-US PROGRAM AND PETITION
| : TO MAKE SPECIAL UNDER
37 CFR 1.102(d)

This is a decision on the request to participate in the PCT-Patent Prosecution Highway (PPH)
Pilot program and the petition under 37 CFR 1. 102(d) filed October 19, 2010, to make the

above-identified application spec1a1
The request and petition are GRANTED.

“A grantable request to part1c1pate in the PCT- PPH Pilot program and petition to make special
require:

(1) The U.S. application is a national stage entry of the corresponding EPO PCT apphcatlon
(2) The latest work product in the international phase of the PCT application corresponding to
the US application, namely the WO/ISA, or the WO/IPEA, or the IPER, indicates at least one
claim in the PCT claim has novelty, inventive step and industrial applicability.

(3) Applicant must submit a copy of the allowable/patentable claim(s) from the corresponding
PCT application(s);

(4) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the allowable/patentable claim(s) in the PCT application;

(5) Examination of the U.S. application has not begun; '

(6) Unless already filed in the U.S. application for which participation in the PCT-PPH pilot
program is requested, applicant must submit a copy of the latest international work product,
WOV/ISA, or WO/IPEA or IPER, which indicated that the claim(s) has/have novelty, inventive
step and industrial applicability along with an English translation thereof; and

(7) Applicant must submit an IDS listing the documents cited international work product,
WOV/ISA, or WO/IPEA or IPER along with copies of documents except U.S. patents or U.S.
patent application publications.

www.uspio.gov



The request to participate in the PCT-PPH Pilot program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded “special” status.

Telephone inquiries concerning this decision should be directed to Ram R. Shukla at 571-272-
0735.

All other inquiries concerning the examination or status of the application should be directed to
Patent Application Information Retrieval (PAIR) system at the
http:/www.uspto.gov/ebc/index.html.

The application is being forwarded to the examiner for action on the merits commensurate with
this decision. :

w%,@f’e |

Ram R. Shukla, Ph.D.
Supervisory Patent Examiner
TC 1600
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P.O. BOX 55874

BOSTON MA 02205 MAILED

In re Application of | . DpECcision on MART1 zo1
Knop et ?11 : PCT LEGAL ADMINISTRATION
Application No.: 12/812,671 : ‘

Filed: 13 July 2010 . PETITION UNDER

Attorney's Docket No.: 68764(50189)
For: RECOMBINANT VIRUS PRODUCTION USING
CELLS IN SUSPENSION :  UNDER 37 CFR 1.181

This is in response to applicants’ submission, “RESPONSE TO NOTICE OF
INSUFFICIENT BASIC NATIONAL FEE REQUIRED,” which is being treated as a
petition under 37 CFR 1.181 to recognize the application as an application filed under 35
USC 111(a) ,” filed 08 September 2010. The petition requests the above referenced
application be treated as a 111(a) because it has been incorrectly treated as a filing under
35 USC 371.

BACKGROUND

On 13 July 2005, applicants filed the instant application. The transmittal letter
indicated that it is a “Utility patent application” and the specification indicated that it is a
continuation application of International Application No: PCT/US2009/000577.
However, the “Electronic Acknowledgement Receipt” indicated the application type as a
“U.S. National Stage under 35 USC 371.”

The apf)lication was processed as a filing under 35 U.S.C. § 371 rather than a
filing under 35 U.S.C. §111(a) by USPTO.

On 06 August 2010, the USPTO mailed a “NOTICE OF INSUFFICIENT BASIC
NATIONAL FEE...” (FORM PCT/DO/EO/912).

On 08 September 2008, petitioner filed the instant petition to correct the above
application filing from an application processed under 35 USC §371 to an application
processed under 35 USC §111(a).



PO

Application No.: 12/812,671 ' ' 2

DISCUSSION

Any intended filing of an international application as a national stage application
must clearly and unambiguously be identified as such and must satisfy all of the

- conditions set forth in 35 U.S.C. 371(c); otherwise the submission will be treated as being

filed under 35 U.S.C. 111(a). A conflicting instruction will be treated as a filing under
35U.S.C. 111(a). Note 37 CFR 1.494(f), 1.495(g) and MPEP 1893.03(a).

A review of the file reveals that 35 U.S.C. 371 processing by the USPTO was
improper for this application because it was properly filed as continuation under 35
U.S.C. §111(a). The transmittal letter, and the specification filed with the
aforementioned application papers identified the application as a continuation under 35
USC §111(a). Only the “Electronic Acknowledgement Receipt” indicates the application
as a “U.S. National Stage under 35 USC 371.”

The result of the above application shows that there is a conflicting instruction as
to whether the application should be treated as a continuation under- 35 USC 111(a) or
under 35 USC 371. As aresult, the application is treated as a filing under 35 USC
111(a).

Accordingly, it would be appropriate to consider the conversion of the application
to an application under 35 U.S.C. 111(a) at this time.

The “Notice of Insufficient Basic National Fee required...” (FORM
PCT/DO/EO/912) mailed on 06 August 2010 is VACATED with the mailing of this
decision. :

CONCLUSION

The petition under 37 CFR 1.181 for reasons noted above is GRANTED.
Application 12/812,671 will be treated as a continuation of international application no.:
PCT/US2009/000577 under 35 USC 111(a).

This application is being forward to Initial Processing Division (IPD) for
continued processing. ,

PCT Legal Office
Telephone: (571) 272-3276
Facsimile: (571) 273-0459
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Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):
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Commissioner for Patents
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DRINKER BIDDLE & REATH (DC)
1500 K STREET, N.W.

SUITE 1100

WASHINGTON DC 20005-1209

In re Application of : DECISION ON REQUEST TO
ISHIBASHI et al. : PARTICIPATE IN THE PATENT

Application No.: 12/812,697 : PROSECUTION HIGHWAY

Filed: 13 July 2010 : PROGRAM AND PETITION

Attorney Docket No.: 205299-0001 (450815) : TO MAKE SPECIAL UNDER

For: NITRIDE SEMICONDUCTOR : 37 CFR 1.102(d)

WAFER

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) program
and the petition under 37 CFR 1.102(d), filed 13 July 2010, to make the above-identified
application special.

The request and petition are GRANTED.
Discussion

A grantable request to participate in the PPH pilot program and petition to make special require:
1. The U.S. application is

a. aParis Convention application which either
1. validly claims priority under 35 U.S.C. 119(a) and 37 CFR 1.55 to one or
more applications filed in the JPO, or
il. validly claims priority to a PCT application that contains no priority
claims, or
b. anational stage application under the PCT (an application which entered the
national stage in the U.S. from a PCT international application after compliance
with 35 U.S.C. 371), which PCT application
1. validly claims priority to an application filed in the JPO, or
ii. validly claims priority to a PCT application that contains no prlonty
claims, or
ili. contains no priority claim, or
c. aso-called bypass application filed under 35 U.S.C. 111(a) which validly
: claims benefit under 35 U.S.C. 120 to a PCT application, which PCT
application
1. validly claims priority to an application filed in the JPO, or



. -

1. validly claims priority to a PCT application that contains no priority
claims, or '
ili. contains no priority claim;
2. Applicant must submit a copy of:
a. The allowable/patentable claim(s) from the JPO application(s);
-b. An English translation of the allowable/patentable claim(s) and
c. A statement that the English translation is accurate;
3. Applicant must:
~ a. Ensure all the claims in the U.S. application must sufficiently correspond or be
amended to sufficiently correspond to the allowable/patentable claim(s) in the
JPO application(s) and
b. Submit a claims correspondence table in English;
4. Examination of the U.S. application has not begun;
5. Applicant must submit:
a. Documentation of prior office action:

1. acopy of the office action(s) just prior to the ‘“Decision to Grant a Patent”
from each of the JPO application(s) containing the allowable/patentable
claim(s) or

1. if the allowable/patentable claims(s) are from a “Notification of Reasons
for Refusal” then the Notification of Reasons for Refusal or
i1 if the JPO application is a first action allowance then no office action from
the JPO 1s necessary should be indicated on the request/petition form;
b. An English language translation of the JPO Office action from (5)(a)(i)-(ii) above
c. A statement that the English translation is accurate;
6. Applicant must submit:
a. An IDS listing the documents cited by the JPO examiner in the JPO office action
(unless already submitted in this application)
b. Copies of the documents except U.S. patents or U.S. patent application
publications (unless already submitted in this application);

The request to participate in the PPH pilot program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded “special” status.

Inquiries concerning this decision should be directed to Lee W. Young at 571-272-4549.

All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc.index.html.

This application will be forwarded to the examiner for action on the merits commensurate with
this decision.

ln

Lee W. Yotn
TQAS
Technology Center 2800
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APPLICATION NO. FILING DATE FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. l CONFIRMATION NO. |
12/812,707 07/13/2010 William C. Ross 001001.2007-1P-001260 1179
25214 7590 12/29/2010
EXAMINER
HOWARD L SPEIGHT I l
9601 Katy Freeway, Suite 280 '
HOUSTON, TX 77024 | arrowr [ rarernummer |
2123 .
I NOTIFICATION DATE l DELIVERY MODE l
12/29/2010 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):
howard@hspeight.com

PTOL-90A (Rev. 04/07)



. UNITED STATES PATENT AND TRADEMARK OFFICE

HOWARD L SPEIGHT
9601 Katy Freeway, Suite 280
HOUSTON TX 77024

In re Application of: William C. ROSS
Application No. 12/812,707

Atty Docket #: 001001.2007-IP-001260
Filed: July 13, 2010

For: HYBRID STRATIGRAPHIC LAYERING
USING PSEUDO-WHEELER SPACE

Commissioner for Patents
United States Patent and Trademark Office

Alexandria,

DECISION ON REQUEST TO
PARTICIPATE IN PATENT
PROSECUTION HIGHWAY
PROGRAM AND PETITION TO
MAKE SPECIAL UNDER 37 CFR
1.102(a)

This is a decision on the request to participate in the PCT- Patent Prosecution Highway (PCT-
PPH) pilot program and the petition under 37 CFR 1:102(a), filed November 17, 2010 to make

the above- identified application special.

The petition is GRANTED.

A grantable request to participate in the PPH program and petition to make special require:

(1) The U.S. application is

(a) a national stage entry of the corresponding PCT application

Or

(b) a national application which forms the basis for the priority claim in the

corresponding PCT application
Or

(c) a national stage entry of another PCT application (which can be filed in any
competent receiving office) which claims priority to the corresponding PCT

application

Or

(d) a national application claiming foreign domestic pi'iority to the corresponding PCT

application.

Applications subject to a secrecy order (35U.S.C. 181) are excluded and not subject

to participation in the PCT-PPH pilot program.

Or

(e) a continuing application (continuation, divisional, or continuation-in-part) of the

U.S. application which satisfies one of the above (a) to (d) scenarios.

P.O. Box 1450
VA 22313-1450
www.usplo.gov
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(2) The latest work product in the international phase of the PCT application corresponding to the U.S.
application, namely the WO/ISA, or the WO/IPEA, or the IPER, indicates at least one claim in the PCT
application has novelty, inventive step and industrial applicability. In case any observation is described
in Box VIII of the WO/ISA, or the WO/IPEA, or the IPER which forms the basis for the PCT-PPH
request, applicant must identify and explain why the claim(s) is/are not subject to any observation
described in Box VIII irrespective of whether an amendment is submitted to correct the observation
described in Box VIII. The U.S. application will not be eligible to participate in the PCT-PPH pilot
program if applicant does not identify and explain why the claim(s) is/are not subject to the observation
described in Box VIII.

Applicant may not file a request to participate in the PCT-PPH pilot program on the basis of an
International Search Report (ISR) only.

(3) Applicant must: ,
a. Ensure all the claims in the U.S. application sufficiently correspond or be amended to
sufficiently correspond to one or more of those claims indicated as having novelty,
inventive step and industrial applicability and free of any observation described in Box

 VIII in the latest work product of the corresponding PCT application and

b. Submit a claims correspondence table in English;

The USPTO will accept claims written in dependent form in the U.S. application which are
narrower in scope than the claims indicated as having novelty, inventive step and industrial
applicability and free of any observation described in Box VIII in the latest work product of the
corresponding PCT application.

(4) Substantive Examination of the U.S. application has not begun,;

(5) Applicant must submit a copy of:

a. the latest international work product, WO/ISA, or WO/IPEA or PER, which indicated
that the claim(s) has/have novelty, inventive step and industrial applicability along with
an English translation thereof if the copy of the latest international work product is not
in the English language, unless the U.S. application.and the corresponding PCT
application satisfy the relationship noted in (1 )(a) above. ,

(6) Applicant must submit a copy of:
a. the claims from the corresponding PCT application which were indicated as having novelty,
inventive step and industrial applicability in the latest work product of the PCT application,
b. an English translation of the claims and '
c. astatement that the English translation is accurate.

If the claims in the U.S. application are identical to-the claims from the corresponding PCT application,
and are in the English language, applicant may just indicate such in the PCT-PPH request and it will
not be necessary for applicant to submit a copy of the claims from the corresponding PCT application.

(7) Applicant must submit:



Application SN 12/812,707
Decision on Petition

a. An IDS listing the documents cited in the work products in the international phase of the PCT
application corresponding to the U.S. application, namely the WO/ISA, or the WO/IPEA, or
the IPER,(unless already submitted in this application)

b. Copies of the documents except U.S. patents or U.S. patent application
publications (unless already submitted in this application);

The request to participate in the PPH pilot program and petition are found to comply with the
above requirements. Accordingly, the above-identified application has been accorded "special”
status.

Telephone inquiries concerning this decision should be directed to Mano Padmanabhan at 571-
272-4210.

All other inquiries concerning the examination or status of the application 1s accessible in the
PAIR system at http://www.uspto.gov/ebc/index.html.

The application is being forwarded to the examiner for action on the merits commensurate with
this decision.

»/Mano Padmanabhan/

Mano Padmanabhan
Quality Assurance Specialist, Technology Center 2100, Workgroup 2180
571-272-4210



UNITED STATES PATENT AND TRADEMARK OFFICE

. Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
© www.uspto.gov

Fennemore Craig MA“—ED
3003 North Central Avenue e
Suite 2600 DEC 63 01U
Phoenix, AZ 85012 PCT LEGAL ADMINISTRATION

In re Application of:

MONSONEGO et al.
U.S. Application No.: 12/812,712 :
PCT Application No.: PCT/IL2009/000066 : DECISION ON PETITION

International-Filing Date: 15 January 2009 : UNDER 37 CFR 1.182
Priority Date: 16 January 2008 :

Attorney’s Docket No.: 15872.233

For: VACCINE FOR ALZHEIMER’S DISEASE

This decision is issued in response to applicant’s “Petition under 37 CFR 1.182” filed
12 November 2010. The petition seeks to correct the bibliographic data for the national
stage application papers filed 13 July 2010, so as to allow such materials to be treated as
the U.S. national stage of PCT/IL2009/000066.

BACKGROUND

On 13 July 2010, applicant filed electronically a U.S. national stage application in
the United States Designated/Elected Office (DO/EO/US). The submission included, inter
alia, a Transmittal Letter to the United States Designated Office (DO/EOQ/US) Concerning
a Submission under 35 U.S.C. 371 (Form 1390) identifying international application
number PCT/IL2009/000066; a preliminary amendment; and an application data sheet.

Based on United States Patent and Trademark Office (USPTO) processing
procedures, the application file was initiated in the USPTO PALM system as a U.S.
national PCT/US2009/000066 the international application number set forth in the
bibliographical data provided by applicant when filing the electronic application.

On 12 August 2010, the United Stated Designated/Elected Office mailed a -
Notification of Missing Requirements under 35 U.S.C. 371 (Form PCT/DO/EQ/905)
indicating that an oath or declaration in compliance with 37 CFR 1.497(a) and (b) must be
filed. The notification set a two-month time limit in which to respond. (The Notification
indicated the application as a national stage of PCT/US2009/000066.)

On 12 November 2010, applicant filed the petition considered herein.
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DISCUSSION

Applicant confirms that the correct international application is PCT/IL2009/000066.
An examination of the originally filed papers finds that the correct international
application number was listed on the Transmittal Letter and Application Data Sheet filed
13 July 2010. Applicant’s present submission included the required petition fee to correct
applicant’s clerical error. Accordingly, these materials satisfy the requirements for a
grantable petition to correct applicant’s error in the bibliographical data filed 13 July 2010
and to permit such materials to be treated as having been directed to international
application PCT/IL2009/000066.

CONCLUSION

Applicant’s petition under 37 CFR 1.182 is GRANTED.

As requested, the international application number, title of invention, and
continuity data have been corrected and are now associated with PCT/IL2009/000066.

This application is being forwarded to the United States Designated/Elected Office
for further processing.

Ao —

Anthony Smith

Attorney-Advisor

Office of PCT Legal Administration -
Tel.: 571-272-3298
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Commissioner for Patents

United States Patent and Trademark Office
P.0. Box 1450

Alexandria, VA 22313-1450

www.usplo.gov

MARJAMA MULDOON BLASIAK & SULLIVAN LLP
250 SOUTH CLINTON STREET

SUITE 300 y

SYRACUSE NY 13202

In re Application of: WARREN, Scott, et al.
U.S. Application No.: 12/812,714 " : DECISION ON PETITION
PCT Application No.: PCT/US2009/030860 : (37 CFR 1.182)
International Filing Date: 13 January 2009
Priority Date: 14 January 2008
Attorney’s Docket No.: 1258_4282US
For: ORDERED POROUS
MESOSTRUCTURED MATERIALS
FROM NANOPARTICLE-BLOCK
COPLOYMER SELF-ASSEMBLY

This decision is issued in response to the “Petition Under 37 CFR § 1.182” filed 07
September 2010. The required petition fee has been paid.

BACKGROUND

On 01 September 2010, this Office mailed a communication indicating that a petition
under 37 CFR 1.182 was required to clarify the record as to the correct international application
number for the present national stage application. The communication noted that the original
application submission on 13 July 2010 referenced two different international applications.
Specifically, while the application data sheet (ADS) and preliminary amendment filed by
applicants referred to international application PCT/US2009/030860, the Form PTO-1390
Transmittal Letter and the information provided by applicant during the electronic filing process
identified the international application as PCT/US09/30830.

On 07 September 2010, applicant filed the “Petition Under 37 CFR § 1.182” considered
herein.

DISCUSSION

The petition confirms that the correct international application number for the present
national stage application is PCT/US2009/030860. Applicants note that the correct international
application number was listed in several places within the materials filed 13 July 2010, including
the ADS and the preliminary amendment. The petition also includes payment of the applicable
$400 petition fee.
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The present submission satisfies the requirements for a grantable petition to correct the
inadvertent typographical errors in the international application number listed on the Form PTO-
1390 and provided during the electronic filing process. Accordingly, the materials filed herein
on 13 July 2010, including the payment of the basic national fee, will be treated as having been
directed to PCT/US2009/030860. It is noted that such materials, including payment of the U.S.
basic national fee, were filed prior to the expiration of thirty months from the priority date of
such application, thereby avoiding abandonment of the international application with respect to
the United States. ‘

CONCLUSION

The “Petition Under 37 CFR § 1.182” is GRANTED.
The present application will be treated as the U.S. national stage of PCT/US2009/030860.

The application is being referred to the National Stage Processing Branch of the Office of
PCT Operations for further processing in accordance with this decision, including the mailing of
a “Notification Of Missing Requirements” (Form PCT/DO/EO/905). It is noted that applicant
has not submitted an oath or declaration in compliance with 37 CFR 1.497.

Richard M. Ross

Attorney Advisor

Office of PCT Legal Administration
Telephone:  (571) 272-3296
Facsimile: (571) 273-0459
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UNITED STATES PATENT and TRADEMARK OFFICE

COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.O Box 1450

ALEXANDRIA, VA 22313-1450

www.uspto.gov

LAW OFFICES OF ERIC KARICH
2807 ST. MARK DR.
MANSFIELD TX 76063

In re Application of :  DECISION ON
VAN STRIEN, Adrianus Cornelis ;

Application No.: 12/812,721

PCT No.: PCT/NL2008/050790 :

Int. Filing Date: 10 December 2008 . PETITION UNDER
Priority Date: 10 December 2007 ;

Attorney's Docket No.: 0585-42UA ;

For: WELDING METHOD... MOTOR VEHICLES . 37 CFR 1.137(b)

This decision is in response to applicant’s “PETITION FOR REVIVAL OF AN
APPLICATION FOR PATENT ABANDONED UNINTENTIONALLY UNDER 37 C.F.R.
1.137(b),” filed on 13 July 2010.

BACKGROUND

" On 10 December 2008, this international application was filed, claiming an earliest
priority date of 10 December 2007.

The deadline for paying the basic national fee in the United States under 35 U.S.C. 371
and 37 CFR 1.495 was 10 June 2010. This international application became abandoned with
respect to the United States at midnight on 10 June 2010 for failure to pay the required basic
national fee.

On 13 July 2010, applicant filed the instant petition under 37 CFR 1.137(b) and a
Transmittal letter for entry into the national stage in the United States, which was accompanied
by the basic national fee, and the petition fee.

DISCUSSION

A grantable petition to revive an abandoned application under 37 CFR 1.137(b) must be
accompanied by (1) the required reply, unless previously filed. In a nonprovisional application
abandoned for failure to prosecute, the required reply may be met by the filing of a continuing
application; (2) the petition fee as set forth in § 1.17(m); and (3) a statement that the entire delay
in filing the required reply from the due date for the reply until the filing of a grantable petition
pursuant to this paragraph was unintentional. The Commissioner may require additional
information where there is a question whether the delay was unintentional; and (4) any terminal
disclaimer (and fee as set forth in § 1.20 (d)) required pursuant to paragraph (c) of this section.

Petitioner has provided: (1) the proper reply by submitting the basic national filing fee,
(2) the petition fee set forth in §1.17(m) and (3) the proper statement under 137(b)(3). In this
application, no terminal disclaimer is required.
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Acéordingly, the petition is deemed to satisfy requirements (1), (2), (3), and (4) under 37
CFR 1.137(b). :

DECISION
The petition under 37 CFR 1.137(b) is GRANTED.

This application is being returned to the United States Designated/Elected Office
(DO/EO/US) for continued processing.

%@M

PCT Legal Examiner

PCT Legal Office
Telephone: (571) 272-3276
Facsimile: (571) 273-0459
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UNITED STATES PATENT and TRADEMARK OFFICE

COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.O Box 1450

ALEXANDRIA, VA 22313-1450

WWW.Uspto.gov

SUGHRUE MION, PLLC

2100 PENNSYLVANIA AVENUE, N.W.
SUITE 800

WASHINGTON DC 20037

In re Application of . DECISION ON
ZHOU '

Application No.: 12/ 812,731

PCT No.: PCT/CN2008/070438 :

Int. Filing Date: 07 March 2008 : PETITION UNDER
Priority Date: 07 March 2007 ‘

Attorney's Docket No.: Q119526 X

For: TRANSGENIC RODENTS... MUTANT PROTEINS 37 CFR 1.137(b)

This decision is in response to applicant’s “PETITION FOR REVIVAL OF AN
INTERNATIONAL APPLICATION FOR PATENT DESIGNATING THE U.S.
ABANDONED UNINTENTIONALLY UNDER 37 CF.R. 1.137(b),” filed on 13 July 2010.

BACKGROUND

On 07 March 2008, this international application was filed, claiming an earliest prlonty
date of 07 March 2007.

The deadline for paying the basic national fee in the United States under 35 U.S.C. 371
and 37 CFR 1.495 was 7 September 2009. This international application became abandoned
with respect to the United States at midnight on 7 September 2009 for failure to pay the required
basic national fee.

On 13 July 2010, applicant filed the instant petition under 37 CFR 1.137(b) and a
Transmittal letter for entry into the national stage in the United States, which was accompanied
by the basic national fee, a declaration, and the petition fee.

DISCUSSION

A grantable petition to revive an abandoned application under 37 CFR 1.137(b) must be
accompanied by (1) the required reply, unless previously filed. In a nonprovisional application
abandoned for failure to prosecute, the required reply may be met by the filing of a continuing
application; (2) the petition fee as set forth in § 1.17(m); and (3) a statement that the entire delay
in filing the required reply from the due date for the reply until the filing of a grantable petition
pursuant to this paragraph was unintentional. The Commissioner may require additional
information where there is a question whether the delay was unintentional; and (4) any terminal
disclaimer (and fee as set forth in § 1.20 (d)) required pursuant to paragraph (c) of this section.

Petitioner has provided: (1) the proper reply by submitting the basic national filing fee,
(2) the petition fee set forth in §1.17(m) and (3) the proper statement under 137(b)(3). In this
application, no terminal disclaimer is required.
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Accordingly, the petition is deemed to satisfy requirements (1), (2), (3), and (4) under 37
CFR 1.137(b).

DECISION
The petition under 37 CFR 1.137(b) is GRANTED.

This application is being returned to the United States Designated/Elected Office
(DO/EO/US) for continued processing.

%res

PCT Legal Examiner

PCT Legal Office
Telephone: (571) 272-3276
Facsimile: (571) 273-0459



Doc Code: PPH.PCT.652
Document Description Petition to make special under PCT-Patent Pros Hwy PTO/SBR0PCT-KR (06-10)
Approved for use through 01/31/2012. OMB 0851-0058
U.8. Patent and Trademark Office; U. 8. DEPARTMENT OF COMMERCE
Under the Pepenvork Reduction Act of 1895, no persons are required 1o respond to a colfection of information unless it displays a valid OMB caontrol nurmber.

RequesT FOrR PARTICIPATION IN THE PaTENT COOPERATION TREATY - PATENT PROSECUTION
HicHwAY (PCT-PPH) PiLot PrOGRAM BETWEEN THE KOREAN INTELLECTUAL PROPERTY
OrrFice (KIPO) Anp Tue USPTO

Agplication Ne: 12/812.799 Filing date: | 07/14/2010

First Named inventor: i Maureen L. Mulvihill

Title of the
HEe ST e

wmvention: 1 ransdermal Micro-Patch

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WER IS AVAILABLE AT
HTTPIAWW . USPTO.GOV/EBGIEFS _HELP HTWML

ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application. or {2) a national stage entry
of ancther PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestie! foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (8) a continuing application of a U.S. application that satisfies one of (1)
i {4) above, or (8) a U.8. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

The corresponding PCT PCTAUS20009/034038
application number{s} isfare:

The international date of the corresponding
PCT application(s) isfare: 02/13/2009

i, List of Required Documents:

4. A copy of the latest international work product (WONSA, WOIIPEA, or IPER)} in the above~identified
__corresponding PCT application(s)
s attached.

E:j s not attached because the document is already in the U.S. application.

b. A copy of al claims which were indicated as having novelly, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

[j is not attached because the dosument is already in the U.S. application.

C. English transiations of the documents in a. and b. above afe attached (if the documents are not in the English
fanguage). A statement that the English translation is accurate is attached for the document in b. above.

tPage 1 of 2}
This coltection of inforrmaton is fequired by 38 US.C. 118, 37 CFR 1.55, and 37 CFR 1.102(d). The information i required to obiain or retain & benefit by the public, which is to file {(and by
the USPTO to process) an application Confidantiality is-govemed by 35U,.8.C; 122 and 37 CFR 1.41 and 1.14. This collection is estimated to take 2 hours {0 complete, including gathering,
preparing, and submitting the completed application Torm to the USPTO. Time will vary depending upon:the individual case. Any comments on the amount.of tme you reguire to complete this
form and/or suggestions for reducing this burden should be sent to the Chief information Officer, U.S. Patent and Trademark Offics; U.S. Department of Commerce, P.O. Box 1450,
Alexandria; VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS.
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Approved for use through 01/31/2012. OMB 065100358

U.S.Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required 1o respond to a coltection of information unless it displays a valid OMB confrol aumber.

ReEQUEST FOR PARTICIPATION IN THE PCT-PPH PiLoT PROGRAM
ZeTweeN THE KIPO AnD THE USPTO

{continued)

Application No.: 12/812 799

First Named Inventord Mayreen L. Mulvihil

d. {1y An information disclosura statement fisting the documents cited in the international work products (ISR,
WOISA, WOAPEA, IPER) of the corresponding PCT application.
is altachad

07/14/2010

Has already been filed in the above-identified U.S. application on

{2) Copies of all documents {except) for U.8. patents or U.S. patent application publications)
[] Are attached.

07/14/2010
Have aifready been filed in the above-identified U.S. application on

#. Claims Correspondence Table:

Pateniable Claims

Claims in US Application .1 in the corresponding Explanation regarding the correspondence .
PCT Application
1-16 1-18 Claims are identical befween applications

fil. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

Rl ot
Ji? v‘”‘\ il a‘c
y,»;;:.,v x5 ,»;"’ $ ]
Signature  * ﬁ’ ,»“3;;»*{{{“, J’ \; . ] Date  08/24/2010

Name Machaei 3. Crilly, Esqmre

(Print/Typed) 44 631

Registration Number

[Page 2 of 2}



CLAIMS
PCT APPLICATION NO. PCT/US2009/034038

Claims indicated as having novelry, inventive step, and industrial applicability

1. A transdermal micro-patch for use on a living tissue comprising:
{a) a first membrane being permeable so as to allow passage of a fluid;
{b} a reservoir which stores said fluid;
{¢) a micro-pump which communicates said fluid between said reservoir and said
first membrane;
{d) at least one flextensional transducer which independently generate ultrasonic
waves that are separately communicated into said living tissue and increase the
permeability of said living tissue so as to facilitate transport of said fluid between
said living tissue and said first membrane; and
(e} a microelectronics circuit which controls functionality of said at least one
flextensional transducer and said micro-pump, said reservoir, said micro-pump,
said at least one flextensional transducer, and said microelectronics disposed
along one side of said first membrane.
2. The transdermal micro-patch of claim 1, further comprising:
(fy an adhesive dispose along said first membrane opposite of said at least one
flextensional transducer.
3. The transdermal micro-patch of claim 1, further comprising:
{f) a second membrane with said micro-pump, said reservoir, said at least one
flextensional transducer, and said microelectronics circutt disposed between said
first membrane and said second membrane.
4. The transdermal micro-patch of claim 1, further comprising:
{f} a matrix disposed about said at least one tlextensional transducer.
5. The transdermal micro-patch of claim 1, wherein said transdermal micro-patch delivers
said fluid into said living tissue and/or removes said fluid from said living tissue.
6. The transdermal micro-patch of claim 1, wherein at least two of said flextensional
transducers communicate separate waves into said living tissue which interact along at
least one mteraction zone.

7. The transdermal micro-patch of claim 1, further comprising:



() a sensor which monitors at least one condition within said transdermal micro-
patch or said living tissue so as to facilitate adjustments to the performance of said
at least one flextensional transducer and/or said micro-pump when said at least
one condition is indicative of damage or irritation to said living tissue.

8. A method of delivering or extracting a fluid between a tissue and a transdermal micro-
patch including a reservoir, a micro-pump, at least one flextensional transducer, a
membrane, and a microelectronics circuit comprising the steps oft

{a) actuating said micro-pump to communicate said fluid between said reservoir
and said membrane;

(b} actuating said at least one flextensional transducer to separately generate
ultrasonic waves within said wound area, said ultrasonic waves increase the
permeability within said tissue; and

{¢) transporting said fluid between said membrane and said tissue, said actuating
steps conirolled by said microelectronics circuit.

9. The method of claim &, wherein a large quantity of said fluid is extracted or delivered

uninterrupted.

10. The method of claim 8, wherein said micro-pump has a removable cartridge that

facilitates continuous transdermal fluidic delivery or extraction without adjustment,

removal, or reconfiguration of said reservoir, said micro-pump, said at least one
flextensional transducer, said membrane, and/or said microelectronics circuit, said
transdermal micro-patch attached to said tissue so that said membrane acts as a barrier
until the transdermal fluidic transfer is safe to continue.

11, The method of claim 8, wherein said actuating step is performed at a frequency in the

range of 10 to 100 kHz.

12. The method of claim 8, wherein said transporting step moves said fluid from said

tissue to said transdermal micro-~patch and/or from said transdermal micro-patch to said

tissue.

13. The method of claim 8, wherein said actuating step communicates at least two

separate waves into said tissue which interact to enhance the performance of said

transdermal micro-patch.

14, The method of claim 8, {urther comprising the steps of:



{d) sensing a condition within said transdermal micro-patch and/or said tissue;
and

(e} adjusting the performance of said at least one flextensional transducer and/or

said micro-pump when said condition is indicative of damage or irritation to said

tissue.
15, The method of claim 14, wherein said condition is flow rate, pressure, temperature,
voltage, current, frequency, or amplitude. '
16. The method of claim 8, wherein a digital controlled piezo-transformer and a
piezoelectric pump mechanism are electrically interconnected in a feedback arrangement
so as to enable the highly efficient transfer of said fluid between said tissue and said

membrane and between said membrane and said reservoir in a manner that is highly

compact and Hightweight.
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1. DMovelty and Inventive Step
1.1 Concerning claims 1-7 and 8-16

D1, which is considered to represent the most relevant state of the art, discloses a wound treatment
device comprising: a housing; at least one ultrasonic transducer contamed m said housing; a drver
contained in said housing and electncally coupled to said at least one ultrasome transdiicer and providing
an excitation signal having alternating first and second wavefonm portions having different waveform
shapes; and, a cap detachably coupled to said housing and containing at Jeast one wound carc substance
1o be dehivered, said at least one wound care substance being within a functional proximity o said
transdncers when said cap is attached to said housing: wherein, when the cap is attached to the housing
and positioned adiacent 1o wounded tissue, said at least one transducer emits ultrasound responsively to
said excitation signal that impinges the substance and wounded tissue.

Claims 1-7 relaic to a transdermal micro-patch for use on a Hving tissue. Claims 8-16 relate to a method
of delivering or extracting a fluid between a tissue and a transdermal micro-patch according to claims 1-
7.

The subject matters of claims 1 and 8 differ from D1 in that a mucro-pump communicates a fluid
between a reservoir and a first membrane. And i is not obvious to a person skifled in the art by the
documents, taken alone or in combination. Therefore, claims | and 8 meet the requirements of PCT
Article 33(2) and {3) with respect to novelty and inventive step.

Being dependent on claim 1, claims 2-7 also meet the requirements of PCT Article 33(2) and (3). Being
cpendent on claim §, clammg 9-16 are also novel and mvolve an inventive step under PCT Article 33(2)
and (3}).

2. Industrial Appheability

Claims 1-16 are mdustrially applicable under PCT Article 33(4).

Forp: PCTASAZI7 (Box No. Vy{(Apsil 2007)
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Commissioner for Patents

United States Patent and Trademark Office
. P.O. Box 1450
Alexandria, VA 22313-1450
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Law Offices of Michael Crilly
104 South York Road
Hatboro PA 19040

In re Application of :

MULVIHILL, MAUREEN L. et al : DECISION ON REQUEST TO
Application No. 12/812,799 : PARTICIPATE IN PATENT
Filed: July 14, 2010 : PCT/PROSECUTION HIGHWAY
Attorney Docket No. PR200904NP : PROGRAM AND PETITION
Title: TRANSDERMAL MICRO-PATCH : 37 CFR 1.102(d)

This is a decision on the renewed request to participate in the Patent Prosecution Highway (PPH)
program and the petition under 37 CFR 1.102(d), filed August 24, 2010 to make the above-
identified application special.

The request and petition are granted.

A grantable request to participate in the PPH program and petition to make special require:

(1) The U.S. application must disclose an eligible relationship to one or more PCT applications
filed in the KIPO, JPO, EPO or USPTO;

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the PCT
application(s) latest international work product (the written opinion or the IPER) along with an
English translation thereof and a statement that the English translation is accurate;

(3) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the allowable/patentable claim(s) in the PCT application(s);

(4) Examination of the U.S. application has not-begun;

(5) Applicant must submit a copy of the latest international work product from the PCT
application containing the allowable/patentable claim(s) along with an English translation thereof
and a statement that the English translation is accurate; and

(6) Applicant must submit an IDS listing the documents cited by the PCT examiner in the
international work product along with copies of documents except U.S. patents or U.S. patent
application publications.



In light of the petition being properly submitted, the request to participate in the PPH program
and the petition comply with the above requirements. Accordin gly, the above-identified
application has been accorded “special” status.

The applicant is encouraged to cite and submit all relevant prior art references, if any, to
facilitate examination in this application.

Other inquiries concerning the examination or status of the application should be directed to
Kevin Sirmons, the SPE of Art Unit 3767 and 571-272-4965 for Class 604/022 and also
accessible in the PAIR system at http://www.uspto.gov/ebc.index.html.

All other inquiries concerning the examination or status of the application should be directed to
the Patent Application Information Retrieval (PAIR) system.

This application will be docketed to an examiner for action on the merits commensurate with this
decision.

Telephone inquiries concerning this decision should be directed to Henry C. Yuen, at 571-272-
4856.

The petition is granted.

/Henry C. Yuen/

Henry C. Yuen, Special Programs Examiner
Technology Center 3700 — Mechanical Engineering,
Manufacturing and Products

571-272-4856
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In re Application of
HIRATA, Takeshi, et al.
Application No.: 12/812,810
PCT No.: PCT/IB2009/000020 :
Int. Filing Date: 05 January 2009 : NOTIFICATION
Priority Date: 16 January 2008 :
Attorney Docket No.: NNA-489-B
For: DRIVE CONTROL APPARATUS AND
DRIVE CONTROL METHOD FOR
HYBRID VEHICLE

This is a decision on applicants’ petition under 37 CFR 1.182, filed in the United States
Patent and Trademark Office on 31 January 2011.

BACKGROUND

On 14 January 2011, the Office mailed Notification, informing applicants that their
national phase entry had identified multiple international applications and that a national phase
entry is the national phase of only a single application. It required applicants to identify the
correct international application and to furnish a petition under 37 CFR 1.182. It set a two month
time period for response.

On 01 April 2011, applicants filed a petition under 37 CFR 1.182 to correct the national
phase data. .

~

DISCUSSION
A filing under 35 USC 371 is the national phase entry of only one international
application. Applicant indicates that this application was intended to be the national phase of
PCT/IB2009/000020. Applicant has paid the required petition fee. The indications in this
application will be corrected to indicate that this is a national phase of PCT/IB2009/000020.
CONCLUSION

For the reasons discussed above, applicant’s petition under 37 CFR 1.182 is GRANTED.

Commissioner for Patents
United States Patent and Trademark Office
9P.0. Box 1450
Alexandria, VA 22313-1450
WWW.

.uspto.gov



Application No. 12/812,810 -2-

This application is being returned to the National Stage Processing Branch of the Office
of Patent Application Processing for further action consistent with this decision.

/Erin P. Thomson/

Erin P. Thomson
Attormey Advisor

PCT Legal Administration

Telephone:  571-272-3292
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HESLIN ROTHENBERG FARLEY & MESITI PC
5 COLUMBIA CIRCLE |
ALBANY NY 12203 MAILED

0CT 22 2010
. OFFICE OF PETITIONS
In re Application of
Didier TOUBIA, et al T :
Application No. 12/812,819 : DECISION ON PETITION
Filed: September 29, 2010 _ : TO MAKE SPECIAL UNDER
Attorney Docket No. 3152.011A - : 37 CFR 1.102(c)(1)

This is a decision on the petition under 37 CFR 1.102(c)(1), filed September 30, 2010, to make the above-
identified application special based on applicant’s age as set forth in M.P.E.P. § 708.02, Section IV.

The petition is GRANTED.
A grantable petition to make an application special under 37 CFR 1.102(c)(1) and MPEP § 708.02,
Section I'V: Applicant’s Age must be accompanied by evidence showing that at least one of the applicants

is 65 years of age, or more, such as a birth certificate or a statement by applicant. No fee is required

The instant petition includes a copy of Applicant Alexander Levin drivers license and passport.
Accordingly, the above-identified application has been accorded “special” status.

This application is being referred back to the Office of Data Management for further processing. This
application will be accorded “special” status when pre-examination processing is done.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-6735.
All other inquiries should be directed to the Office of Data Management at (571) 272-4000.

/DCG/

Diane C. Goodwyn

Petitions Examiner
Office of Petitions
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CARLSON, GASKEY & OLDS, P.C."
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In re Application of : |
MUCIG et al . PCT LEGAL ADMINISTRATION

U.S. Application No.: 12/812,845
PCT No.: PCT/FR2009/050043 ;
Int. Filing Date: 13 January 2009 ) DECISION
Priority Date: 15 January 2008 o
Docket No.: PAOO08006US;67036356PUS1
For. PRESSURISED AIR PICK DEVICE
WITH VARIABLE CONTRO

This decision is in response to applicants’ petition under 37 CFR 1.47(a) filed on
06 October 2010. . :

BACKGROUND

On 10 August 2010, a Notification of Missing Requirements (Form
PCT/DO/EO/905) was mailed requesting an oath or declaration in compliance with 37
CFR 1.497(a) and (b) and a surcharge fee. Applicants were given two months to
respond with extensions of time available under 37 CFR 1.136(a).

On 06 October 2010, applicants filed the subject petition which was
accompanied by, inter alia, a declaration signed by an inventor on behalf of the two
nonsigning inventors; a $130.00 petition fee; a $130.00 surcharge fee; and
‘documentary evidence in support of the petition (Exhibits A - C).

DISCUSSION

Applicants claim that co-inventors, Julien LIOTIER and Patrice CHARLAT, “have
effectively refused to execute this application” and have filed the subject petition in
response to the Form PCT/DO/EQO/905.

A petition under 37 CFR 1.47(a) requires: (1) the petition fee; (2) factual proof
that the missing joint inventors cannot be located or refuse to cooperate; (3) a
statement of the last known addresses of the nonsigning joint inventors; (4) and an oath
or declaration executed by the signing joint inventor on their behalf and on behalf of the
nonsigning joint inventors.



12/812,845 Page 2

ltems (1), (3) and (4) of 37 CFR 1.47(a) are satisfied in the initial petition.’

Regarding ltem (2) of 37 CFR 1. 47(a) petitioners provided a declaration by
Christine Mattingly who states that she received emails from co-inventor, Alain MUCIG
and Sullair's Europe Human Resources department regarding the two nonsigning
inventors. Ms. Mattingly concludes that she has not been able to obtain contact
information for the nonsigning inventors. Counsel states in the petition that a complete
copy of the above-captioned application along with a request to join were sent to the
last known addresses of the nonsigning inventors on 15 September 2010. Copies of
the cover letters were provided. No other evidence was submitted.

There is no evidence that co-inventors, Julien LIOTIER and Patrice CHARLAT,
received the letters mailed 15 September 2010. No receipts from Federal Express
were provided. For this reason the subject petition is belng treated as if the lnventors
" cannot be reached.

Applicants' burden in showing that an inventor cannot be located is explained in
MPEP § 409.03(d)(l) which states, in relevant part: ’

Where inability to find or reach a nonsigning inventor 'after diligent effort’
is the reason for filing under 37 CFR 1.47, a statement of facts should be
submitted that fully describes the exact facts which are relied on to
establish that a diligent effort was made.

The statement of facts must be signed, where at all possible, by a person
having firsthand knowledge of the facts recited therein. Statements
based on hearsay will not normally be accepted. Copies of
documentary evidence such as internet searches, certified mail
return receipts, cover letters of instructions, telegrams, that support
a finding that the nonsigning inventor could not be found or reached
should be made part of the statement. The steps taken to locate the
whereabouts of the nonsigning inventor should be included in the
statement of facts. It is important that the statement contain facts as
opposed to conclusions.

Here, a statement of facts by Ms. Mattingly was provided who indicates that she
recelved email responses from co-inventor, Alain MUCIG, and the former employer of

! Applicants submitted a $130.00 petition fee. The fee for a petition under 37 CFR 1.47(a) is $200.00 pursuant to 37 CFR
1.17(g). The appropriate fee has been charged to Deposit Account No. 08-0385 as authorized. The last known addresses of the
nonsigning inventors are listed in the petition. The declaration signed by one of the three named inventors is in compliance with 37 CFR
1.47(a) and (b), and meets the requirements of section 409.03(a)(A). of the MPEP.
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the nonsigning inventors. The emails apparently were of no assistance in contacting
either nonsigning inventor. However, petitioners did not provide copies of the emails
as required. All relevant documents regarding the nonsigning inventors must be
provided in any renewed petition.

Moreover, there is no indication that petitioners attempted to locate the current
addresses, or telephone numbers of the nonsigning inventors. For these reasons,
petitioners have not shown that a diligent effort was made to contact the nonsigning
inventors. »

Item (2) of 37 CFR 1.47(a) is not yet complete.

CONCLUSION

Applicants’ petition under 37 CFR 1.47(a) is DISMISSED without prejudice.

If reconsideration on the merits of this petition is desired, a proper response
must be filed within TWO (2) MONTHS from the mail date of this decision. No
additional petition fee is required. Extensions of time under 37 CFR 1.136(a) are
available.

Any further correspondence with respect to this matter deposited with the United
States Postal Service should be addressed to the Mail Stop PCT, Commissioner for
Patents, Office of PCT Legal Administration, P.O. Box 1450, Alexandria, Virginia
22313-1450, with the contents of the letter marked to the attention of the Office of PCT
Legal Administration. '

| %@nsom

ames Thomson
Attorney Advisor - _
Office of PCT Legal Administration

Tel.: (571) 272-3302
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In re Application of : PCT LEGAL ADMINISTRATION
MUCIG et al :

U.S. Application No.: 12/812,845
PCT No.:. PCT/FR2009/050043 ;
Int. Filing Date: 13 January 2009 : DECISION
Priority Date: 15 January 2008 ;
Docket No.: PA0O008006US;67036356PUS1
For: PRESSURISED AIR PICK DEVICE
WITH VARIABLE CONTROL

This decision is in response to applicants’ renewed petition under 37 CFR
1.47(a) filed on 26 January 2011.

BACKGROUND

On 08 December 2010, a decision dismissing applicants’ petition pursuant to 37
CFR 1.47(a) was mailed. Applicants were given two months to respond with extensions
of time available.

On 26 January 2011, applicants filed the subject response which was
accompanied by documentary evidence in support of the petition (Exhibits D - 1).

DISCUSSION

The 37 CFR 1.47(a) applicants claim that co-inventors, Julien LIOTIER and
Patrice CHARLAT, cannot be located or refuse to cooperate.

Applicants satisfied all requirements of 37 CFR 1.47(a) in the initial petition
except item (2), i.e., factual proof that the missing joint inventors cannot be located or
refuse to cooperate. Specifically, applicants did not provide copies of all relevant
documents discussed in the statement of facts of Ms. Mattingly. Moreover, applicants
provided no evidence showing that a search was made to locate the current addresses,
or telephone numbers of the nonsigning inventors.

In the renewed petition, the 37 CFR 1.47(a) applicants provided copies of the
emails discussed in the original petition (Exhibit D) between Ms. Mattingly and co-
inventor, Alain MUCIG and Sullair's Europe Human Resources department as
requested. Applicants also provided copies of the FedEX receipts for the documents
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mailed to the last known addresses of the two nonsigning inventors on 15 September
2010. Applicants state in the renewed petition that no reply has been received to date.

A review of the relevant evidence (Exhibit F) shows that Patrice CHARLAT
signed for the documents delivered by FedEx on 17 September 2010. These
documents included a complete copy of the subject application (Exhibit C). This is
sufficient to show a refusal by conduct for Patrice CHARLAT as contemplated by MPEP
§ 409.03(d)(ll). Item (2) of 37 CFR 1.47(a) is satisfied for Patrice CHARLAT.

However, there is no such evidence for the documents delivered to the last
known address of Julien LIOTIER. The FedEx receipt was delivered on 17 September
2010, but there no indication who signed for the documents.' Accordingly, there is no
direct evidence that Julien LIOTIER received the documents. As such, a refusal by
conduct can not be shown.

Nonetheless, applicants have provided sufficient evidence to show that a diligent
effort was made to locate Julien LIOTIER. Applicants included a statement of facts in
the renewed petition describing the steps taken to locate the nonsigning inventors using
certain internet search tools. Applicants also provided documentary evidence of these
searches (Exhibits G - 1) as required. This evidence meets the requirements of MPEP §
409.03(d)(1). Item (2) of 37 CFR 1.47(a) is also satisfied for Julien LIOTIER.

All requirements of 37 CFR 1.47(a) are complete.

CONCLUSION

Applicants’ renewed petition under 37 CFR 1.47(a) is GRANTED.

Applicants have completed the requirements for acceptance under 35 U.S.C.
371(c). The application has an international filing date of 13 January 2009 under 35
U.S.C. 363, and a 35 U.S.C. 371 date of 06 October 2010.

As provided in 37 CFR 1.47(a), a notice of the filing of this application will be
forwarded to the non-signing inventor at his last known address of record and will be
published in the Official Gazette.

This application is being forwarded to the National Stage Processing Division of

: The FedEx receipt (Tracking No. 793914960464) lists the person who signed for the documents as “C.F.

SIGNATURE."
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the Office of PCT Operations for continued processing.

y/

ames Thomson
Attorney Advisor
Office of PCT Legal Administration

Tel.: (571) 272-3302
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Patrice Charlat
Le Poyet

F-42111 Saint Didier sur Rochefort
France MAILED

In re Application of APR U4 2011
MUCIG et al PCT LEGAL A
U.S. Application No.: 12/812,845 PMINISTRATION
PCT No.:. PCT/FR2009/050043
Int. Filing Date: 13 January 2009
Priority Date: 15 January 2008
Docket No.: PA0008006US;67036356PUS1
For: PRESSURISED AIR PICK DEVICE
WITH VARIABLE CONTROL

Dear Ms. Charlat:

You are named as an inventor in the above-captioned United States national stage
application, filed under the provisions of 37 CFR 1.47(a) and 35 U.S.C. 116. Should a
patent be granted, you will be designated as an inventor.

As a named inventor, you are entitied to inspect any paper in the file wrapper of the
application, order copies of all or any part thereof (at a prepaid cost per 37 CFR 1.19)
or to make your position of record in the application. Alternatively, you may arrange to
do any of the preceding through a registered patent agent or attorney presenting written
authorization from you. The counsel for the applicant is listed below. Joining in the
application would entail the filing of an appropriate oath or declaration by you pursuant
to 37 CFR 1.63.

N —

ames Thomson
ttorney Advisor
Office of PCT Legal Administration

Tel.: (671) 272-3302

CARLSON, GASKEY & OLDS, P.C.
400 West Maple Road

Suite 350

Birmingham, M| 48009



UNITED STATES PATENT AND TRADEMARK OFFICE
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Julien Liotier

8 place Bouvier MA"—ED
F-42600 Montbrison AP
France R 042011

PCT LEGAL ADMINISTRATION

In re Application of

MUCIG et a/

U.S. Application No.: 12/812,845

PCT No.: PCT/FR2009/050043

Int. Filing Date: 13 January 2009

Priority Date: 15 January 2008

Docket No.: PA0O008006US;67036356PUS1

For: PRESSURISED AIR PICK DEVICE
WITH VARIABLE CONTROL

Dear Mr. Liotier:

You are named as an inventor in the above-captioned United States national stage
application, filed under the provisions of 37 CFR 1.47(a) and 35 U.S.C. 116. Should a
patent be granted, you will be designated as an inventor.

As a named inventor, you are entitled to inspect any paper in the file wrapper of the
application, order copies of all or any part thereof (at a prepaid cost per 37 CFR 1.19)
or to make your position of record in the application. Alternatively, you may arrange to
do any of the preceding through a registered patent agent or attorney presenting written
authorization from you. The counsel for the applicant is listed below. Joining in the
application would entail the filing of an appropriate oath or declaration by you pursuant
to 37 CFR 1.63.

o

ames Thomson
Attorney Advisor
Office of PCT Legal Administration

Tel.: (671) 272-3302

CARLSON, GASKEY & OLDS, P.C.
400 West Maple Road

Suite 350

Birmingham, MI 48009



UNITED STATES PATENT AND TRADEMARK OFFICE

Rabin & Berdo, PC

1101 14th Street, NW
Suite 500

Washington, D.C. 20005

In re Application of

SHAN, YI

Application No.: 12/812,852

PCT No.: PCT/CN2008/002041

Int. Filing Date: 22 December 2008

Priority Date: 21 December 2007

Attorney Docket No.: CSC-119NP

For: DEVICE FOR ELECTROSTATIC
DISCHARGE AND METHOD OF
MANUFACTURING THEREOF

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

MAILED
APR 05 2017
PCT LEGAL ADMINISTRATION

DECISION ON PETITION
UNDER 37 CFR 1.137(b)

The petition to revive under 37 CFR 1.137(b) filed 28 March 2012 in the above-captioned

application is hereby GRANTED as follows:

Applicant’s statement that "the entire delay in filing the required reply from the due date
for the reply until the filing of a grantable petition under 37 CFR 1. 137(b) was
unintentional” meets the requirements of 37 CFR 1.137(b)(3).

A review of the application file reveals that applicant has submitted the required reply
(petition to revive) and the requirements of 37 CFR 1.137(b) have been satisfied.
Therefore, the request to revive the application abandoned under 35 U.S.C. 371(d) is
granted as to the National stage in the United States of America.

This application is being returned to the United States Designated/Elected Office for

processing in accordance with this decision.

Anthony Smith
Attorney-Advisor
Office of PCT Legal Administration

Tel: (571) 272-3298
Fax: (571) 273-0459
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UNITED STATES PATENT and TRADEMARK OFFICE

COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.O Box 1450
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MICHAEL BEST & FRIEDRICH LLP
100 EAST WISCONSIN AVENUE
MILWAUKEE WI 53202

In re Application of . DECISION ON
Wegner et al :

Application No.: 12/ 812,861

PCT No.. PCT/EP2008/063925 :

Int. Filing Date: 16 October 2008 : PETITION UNDER
Priority Date: 12 December 2007 ;

Attorney's Docket No.: Q22862-1217-US00 :

For: WINDSHIELD WIPER DRIVE . 37CFR 1.137(b)

This decision is in response to applicant’s “PETITION FOR REVIVAL OF AN
- INTERNATIONAL APPLICATION FOR PATENT DESIGNATING THE U.S.
ABANDONED UNINTENTIONALLY UNDER 37 C.F.R. 1.137(b),” filed on 14 July 2010.

BACKGROUND

On 07 March 2008, this international application was filed, claiming an earliest priority
date of 07 March 2007.

The deadline for paying the basic national fee in the United States under 35 U.S.C. 371
and 37 CFR 1.495 was 12 June 2010. This international application became abandoned with
respect to the United States at midnight on 12 June 2010 for failure to pay the required basic
national fee.

On 14 July 2010, applicant filed the instant petition under 37 CFR 1.137(b) and a
Transmittal letter for entry into the national stage in the United States, which was accompanied
by the basic national fee, and the petition fee.

DISCUSSION

A grantable petition to revive an abandoned application under 37 CFR 1.137(b) must be
accompanied by (1) the required reply, unless previously filed. In a nonprovisional application
abandoned for failure to. prosecute, the required reply may be met by the filing of a continuing
application; (2) the petition fee as set forth in § 1.17(m); and (3) a statement that the entire delay
in filing the required reply from the due date for the reply until the filing of a grantable petition
pursuant to this paragraph was unintentional. The Commissioner may require additional
information where there is a question whether the delay was unintentional; and (4) any terminal
disclaimer (and fee as set forth in § 1.20 (d)) required pursuant to paragraph (c) of this section.

Petitioner has provided: (1) the proper reply by submitting the basic national filing fee,
(2) the petition fee set forth in §1.17(m) and (3) the proper statement under 137(b)(3). In this
application, no terminal disclaimer is required.



T Application No.: 12/812,861 2

Accordingly, the petition is deemed to satisfy requirements (1), (2), (3), and (4) under 37
CFR 1.137(b).

DECISION
The petition under 37 CFR 1.137(b) is GRANTED.

This application is being returned to the United States Designated/Elected Office
(DO/EO/US) for continued processing.

RafaétBacares

PCT Legal Examiner

PCT Legal Office
Telephone: (571) 272-3276
Facsimile: (571) 273-0459
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Commissioner for Patents

United States Patent and Trademark Office
. P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

UNITED STATES PATENT AND TRADEMARK OFFICE

W.R. GRACE & CO.-CONN.
7500 GRACE DRIVE
COLUMBIA MD 21044

- In re Application of
SUN, Q4i, et al.
Application No.: 12/812,880 :
PCT No.: PCT/US2008/012179 : DECISION
Int. Filing Date: 27 October 2008 :
Priority Date: 04 December 2007
Att. Docket No.: W9819-01
For:  ABRASION RESISTANT MEDIA

Applicant’s petition under 37 CFR 1.137(b), filed in the United States Patent and
Trademark Office on 14 July 2010, is GRANTED.

Applicant states that the entire delay in filing the required reply from the due date for the
required reply until the filing of a grantable petition under 37 CFR 1.137(b) was unintentional, as
required by 37 CFR 1.137(b)(3). The appropriate national fee and petition fee have been
submitted. A terminal disclaimer is not required as the application was filed on or after 08 June
1995. Accordingly, all requirements under 37 CFR 1.137(b) have been satisfied.

The fee for filing the search fee, examination fee or oath or declaration after 30 months
will be charged to deposit account no. 07-1770, as authorized.

This application is being referred to the National Stage Processing Branch of the Office
of Patent Application Processing for continued processing in accordance with this decision.
/Erin P. Thomson/

Erin P. Thomson
Attorney Advisor

PCT Legal Administration

Telephone:  571-272-3292
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APPLICATION NO. l FILING DATE I FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. | CONFIRMATION NO. —l
12/812,958 07/15/2010 Gerry Mavin 0005178.2275 2553
34755 7590 09/14/2010
EXAMINER |
ADAM K. SACHAROFF |

MUCH SHELIST DENENBERG AMENT & RUBENSTEIN
191 N. WACKER DRIVE, Suite 1800 : | ART UNIT [ rapernuMBER ]
CHICAGO, IL 60606-1615

3781

LNOT[FICATION DATE l DELIVERY MODE |

09/14/2010 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):

ipdocket@muchshelist.com

PTOL-90A (Rev. 04/07)
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
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ADAM K. SACHAROFF

MUCH SHELIST DENENBERG AMENT & RUBENSTEIN
191 N. WACKER DRIVE, Suite 1800

CHICAGO IL 60606-1615

In re Application of -

MAVIN, GERRY et al : DECISION ON REQUEST TO
Application No. 12/812,958 : PARTICIPATE IN PATENT
Filed: July 15, 2010 : - PROSECUTION HIGHWAY
Attorney Docket No. 0005178.2275 : PROGRAM AND PETITION
For CLOSURE WITH SAFETY FEATURE : 37 CFR 1.102(d)

This 1s a decision on the renewed request to participate in the Patent Prosecution Highway (PPH)
program and the renewed petition under 37 CFR 1.102(d), filed July 15, 2010 to make the above-
identified application special.

The request and petition are dismissed.
A grantable request to participate in the PPH pilot program and petition to make special require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or more
applications filed in the EPO; : '
(2) Applicant must submit a copy of the allowable/patentable claim(s) from the EPO
application(s) along with an English translation thereof and a statement that the English
translation is accurate; :

(3) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the allowable/patentable claim(s) in the EPO application(s);

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of all the office actions from each of the EPO application(s)
containing the allowable/patentable claim(s) along with an English translation thereof and a
statement that the English translation is accurate;

(6) Applicant must submit an IDS listing the documents cited by the EPO examiner in the EPO
office action along with copies of documents except U.S. patents or U.S. patent application
publications.




The request to participate in the PPH program and petition met all conditions except Items #3
and #6 above.

With regard to Item #3, the claims in the U.S. application must sufficiently correspond or be
amended to sufficiently correspond to the allowable/patentable claims in the EPO/PCT
application. The Claims Correspondence Table in the petition is deficient. Current US
application contains claims 1-11 (a total of 11 claims) which are not sufficiently corresponding
to allowable claims 6, 10, 10 of EPO/PCT search opinion. It must be noted the rejected claims 1-
5, 7-8 and 11 must be cancelled before the petition can be granted. Thus, Item #3 is not satisfied
and for this reason the petition can not be granted.

With regard to Item #6, the request to participate in the PPH pilot program and petition fail to
include 1. a copy of JP 2002 293358 A (CROWN CORK JAPAN) 9 October 2002 (2002-10-
09); JP 2005 193914 A (ALCOA CLOSURE SYSTEMS JAPAN) 21 July 2005; GB-A-1 407
806 (COORS CO ADOLPH) 24 September 1975 (1975-09-24); DE 198 03 520 A1 (ROTH
WERKE GMBH [DE]) 5§ August 1999 (1999-08-05) and NL-A-8 602 016 (REMIGIUS
VINCENT HENDRIKX) 1 March 1988 (1988-03-01). These patent documents were cited in the
International Search Report and a copy is required.

Applicant is encouraged to cite and submit all relevant prior art references, if any, to facilitate
examination in this application.

Applicant is given a time period of ONE MONTH or THIRTY DAYS, whichever is longer,
from the mailing date of this decision to correct the deficiencies. NO EXTENSION OF TIME
UNDER 37 CFR 1.136 IS PERMITTED. If the deficiencies are not corrected with the time
period given, the application will await action in its regular turn.

Response must be filed via EFS-Web. Telephoné inquiries concerning this decision should be
directed to Henry C. Yuen, at 571-272-4856.

/Henry C. Yuen/

Henry C. Yuen

Special Programs Examiner
Technology Center 3700
Tel: 571-272-4856
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Document Description: Petition to make special under PCT-Patent Pros Hwy Approved for use through 01/31/2012. OMB 0651-0058
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HIGHWAY (PCT-PPH) PILOT PROGRAM BETWEEN THE JAPAN PATENT OFFICE (JPO) AND

THE USPTO
Application No.: 12/812,959 Filing Date: | July 15, 2010
First Named Inventor: | Tadahiro KATO et ai.
Attorney Docket No.: 146098
Title of the WORKPIECE DOUBLE-DISC GRINDING APPARATUS AND WORKPIECE DOUBLE-DISC GRINDING METHOD

Invention:

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP://IWWW.USPTO.GOV/EBC/EFS_HELP.HTML.

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

The corresponding PCT
application number(s) is/are: PCT/JP2009/000247

The international date of the corresponding
PCT application(s) is/are: January 23, 2009

I List of Required Documents:
a. A copy of the latest international work product (WO/ISA, WOIIPEA, or IPER) in the above—identified

corresponding PCT application(s)
X Is attached.
[0 s not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in
the above-identified corresponding PCT application(s).

Is attached.

O Is not attached because the document is already in the U.S. application.

c. English translations of the documents in a. and b. above are attached (if the documents are not in the

English language). A statement that the English translation is accurate is attached for the document in
b. above.

[Page 1 of 3]
This coflection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain
or retain a benefit by the public, which is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C.
122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete, including gathering, preparing, and submitting
the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of
time you require to complete this form and/or suggestions for reducing this burden should be sent to the Chief Information Officer,
U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND
FEES OR COMPLETED FORMS TO THIS ADDRESS.
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Under the Paperwork Reduction Act of 1995, no persons are required to respond toa collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM
BETWEEN THE JPO AND THE USPTO

(continued)

Application No.:

12/812,959

First Named Inventor:

Tadahiro KATO et al.

d. (1) Aninformation disclosure statement listing the documents cited in the international work products
(ISR, WO/ISA, WO/IPEA, IPER) of the corresponding PCT application.

O s attached.
O Has already been filed in the above-identified U.S. application on July 15, 2010
(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)

[J Are attached.

[0 Have already been filed in the above-identified U.S. application on July 15, 2010

Il. Claims Correspondence Table:

Claims in US Application

Patentable Claims
in the corresponding
PCT Application

Explanation regarding the correspondence

1-10 are canceled

11,12, 21 and 22

1,2,6and7

Claims 11, 12, 21 and 22 of the U.S. application correspond identically
to claims 1, 2, 6 and 7, respectively, of the PCT application indicated as
having novelty, inventive step and industrial applicability in the PCT
application.

13 and 14

Claims 13 and 14 of the U.S. application correspond to claim 3 of the
PCT application indicated as having novelty, inventive step and
industrial applicability in the PCT application. Claim 3 of the PCT
application is a multiple dependent claim depending from claims 1 and
2. Claim 13 of the U.S. application depends from claim 11
(corresponding to PCT application claim 1). Claim 14 of the U.S.
application depends from claim 12 (corresponding to PCT application
claim 2). Claims 13 and 14 are thus individually dependent claims
corresponding to multiple dependent claim 3 of the PCT application.

15-18

Claims 15-18 of the U.S. application correspond to claim 4 of the PCT
application indicated as having novelty, inventive step and industrial
applicability in the PCT application. Claim 4 of the PCT application is a
multiple dependent claim depending from each of claims 1-3. Claim 15
of the U.S. application depends from claim 11 (corresponding to PCT
application claim 1). Claim 16 of the U.S. application depends from
claim 12 (corresponding to PCT application claim 2). Claim 17 of the
U.S. application depends from claim 13 (corresponding to PCT
application claim 3). Claim 18 of the U.S. application depends from
claim 14 (corresponding to PCT application claim 3). Claims 15-18 are
thus individually dependent claims corresponding to multiple dependent
claim 4 of the PCT application.

19 and 20

Claims 19 and 20 of the U.S. application correspond to claim 5 of the
PCT application indicated as having novelty, inventive step and
industrial applicability in the PCT application. Claim 5 of the PCT
application is a multiple dependent claim depending from each of claims
1-4. Claim 19 of the U.S. application depends from claim 11
(corresponding to PCT application claim 1). Claim 20 of the uU.S.
application depends from claim 18 (corresponding to PCT application
claim 4). Claims 19 and 20 are thus individually dependent claims
corresponding to multiple dependent claim 5 of the PCT application.

[Page 2 of 3]
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Claims 23 and 24 of the U.S. application correspond to claim 8 of the
PCT application indicated as having novelty, inventive step and
industrial applicability in the PCT application. Claim 8 of the PCT
application is a multiple dependent claim depending from claims 6 or 7.
Claim 23 of the U.S. application depends from claim 21 (corresponding
to PCT application claim 6). Claim 24 of the U.S. application depends
from claim 22 (corresponding to PCT application claim 7). Claims 23
and 24 are thus individually dependent claims corresponding to multiple
dependent claim 8 of the PCT application.

Claims 25-28 of the U.S. application correspond to claim 9 of the PCT
application indicated as having novelty, inventive step and industrial
applicability in the PCT application. Claim 9 of the PCT application is a
multiple dependent claim depending from each of claims 6-8. Claim 25
of the U.S. application depends from claim 21 (corresponding to PCT
application claim 6). Claim 26 of the U.S. application depends from
claim 22 (corresponding to PCT application claim 7). Claim 27 of the
U.S. application depends from claim 23 (corresponding to PCT
application claim 8). Claim 28 of the U.S. application depends from
claim 24 (corresponding to PCT application claim 8). Claims 25-28 are
thus individually dependent claims corresponding to multiple dependent
claim 9 of the PCT application.

23 and 24 8
25-28 9
29 and 30 10

Claims 29 and 30 of the U.S. application correspond to claim 10 of the
PCT application indicated as having novelty, inventive step and
industrial applicability in the PCT application. Claim 10 of the PCT
application is a multiple dependent claim depending from each of claims
6-9. Claim 29 of the U.S. application depends from claim 21
(corresponding to PCT application ciaim 6). Claim 30 of the u.S.
application depends from claim 28 (corresponding to PCT application
claim 9). Claims 29 and 30 are thus individually dependent claims
corresponding to multiple dependent claim 10 of the PCT application.

Il. All the claims in the US application sufficiently correspond to the patentable claims in the

corresponding P’CT application.

Date February 17, 2011

v P Yl
Signature (/W ﬁ/ /4”

Name
(Print/Typed) William P. Berridge

Registration Number 30,024

Name
(Print/Typed) Christopher W. Brown

Registration Number 38,025

OLIFF & BERRIDGE, PLC

P.O. Box 320850

Alexandria, Virginia 22320-4850
Telephone: (703) 836-6400

[Page 3 of 3)

DEPOSIT ACCOUNT USE
AUTHORIZATION
Please grant any extension
necessary for entry of this filing;
Charge any fee due to our
Deposit Account No. 15-0461




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by
the U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records
may be disclosed to the Department of Justice to determine whether disclosure of these records is required
by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the
course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting
a request involving an individual, to whom the record pertains, when the individual has requested
assistance from the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to
comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42
U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or hisfher designee, during an inspection of records conducted by GSA as part of that agency’s
responsibility to recommend improvements in records management practices and programs, under
authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA
regulations governing inspection of records for this purpose, and any other relevant (i.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35U.8.C.
151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the
public if the record was filed in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open to
public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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NO. 4957 P. 2
PCTIPZ009/000247

From the INTERNATIONAL BUREAU

To:

TRANSMITTAL OF COPY OF INTERNATIONAL YOSHIMIY. Mnuo
FRELIMINARY REPORT ON PATENTABILITY 1-} 1Shl5t-y= g _og Tatooks
(CHAPTER I OF THE PATENT COOPERATION B, s o Ta
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(PCT Rule 44bis.1(c))
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International on No. nissaational filing date dawmmm. 1) Priority date
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Applicant
&hin-Etsy Handotal Co., Ltd. et al
The International Bureau transmits herewith 2 copy of the international iminary report on patectabili (Chapter I of the Patent
Cooperation Treaty) i pee v
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1211 Omova 20, Switzecland YOBhIkO KUWﬂharﬂ
Facsimile No, +4] 22 338 8270 e-mall: pt07.pt@wipo.int

Form PCT/IB/326 (January 2004)
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PCT

INTERNATIONAL FRELIMINARY REPORT ON PATENTABILITY

(Chaptsr I of the Patent Cooperation Treaty)
(FCT Rule 44bi5)
% T ageal's fils roference “FOR FUR) TER ACTION See item 4 below
Taternational application No. Tremationa] filing daie W Frionty date ’M'
PCTN 00247 23 January 2009 (23.01. OOO)M“"’ 14 Ft%ruary( 08 (14.02.2008)

Intermational Patent C on unlesa oider edition indicated)
See raievant Information in Form PCT/ISA/23

t
. sg‘n-Etsu Handotal Co., Ltd.

I ty (Chaptes T is issued by the International Bureau behalf of the
In:uunﬂmalSwmnw uuderﬁle“bul(n) Dis by *

2. 'ThilREPORTcmsiltlofnatllof4xheeh,imh:dmgthisoomM .

In the attached shects, mymubdnmumcpimmdmmmmmﬂsMngAmmﬂtymldhmdun
nfmtome imternational preliminary report an petentabitity (Chapter T)

3. This report contains indications relating to the folloving items:
X Box No, Basis of the repor
0 BaxMNoI Pricrity
[] BaNex on-cstablishmen: af opinion with regand to novelty, inventive sicp and industrial
applmhzhty
[l BxNov Lack of unity of invention

X Box No. V nm!mzmmas(z)mmmmwmmzy, inventive step ar
industrial applicatility, citations and explanations tions supporting such statement

D Box No. VI Certain ciocumenty cited
O Box No. VI Cextain clefects in the interational epplioation
[] BexNovm Cestain cbservations on the international application

4. .The International Bureau will commmunicate: this repcrt to designated Office In accordance with Rules 44bis.3(c) and 93bl.1 1
but not, whmthenppﬂummknmexmmmﬂuﬂukﬁclewnbeﬁntheaqﬂuﬁmofw ths from
the pelority date (Ruls 44bis 2).

T Augun 8t 2010 (17 os"%“o)
i The International Burean giﬁv:mc Authorized offioer
Sy i e e tand " Yoshiko Kuwahara
Pacsimile No. +41 22 338 82 70 o-mail: W-W@Mva

Yorm PCI/B/373 (Jaruary 2004)



20115 28168 106445 e bl NO. 4957 P. 4

RITFHRAOEMH

REA EAENNT (ERMEMED
REA )
HEkE
®
HTH PCT
T110-0005 : MM O AN E
AABNTBANK L7 THO &1 1 B -T% (ERITHRLR 40 D 2)
EMBF . : (PCTHRMBD21)
R%A
(8, R.4) 10. 09, 2009
A XX MA . . .
KREmns T B ' 1.1:)
PCT/JP2009/000247 |["R.A.%) 23,01, 2009 (M.A.4) 14. 02, 2008

WIRSSM (1 PC) IeCL B2437/17(2006.01)4, B24B41/06(2008.01)1, B24D3/00(2006. 03) 1, B24D3/14(2008.01)4,
HO1L21/304(2008.21) i

A (B XA P5)
BRRWHEHRAQAE

1. TOARERRKOARESD,

WM RAROEN

wIm N

WIM SR, BSEX R EILEOR AT ISRV TORRORIEL

BVl REOM—EOXN

WVM PO T 43 0 2 1) (1) ICATET DML, WBME U R DR B AT IME IOV T DM,
2R HRHOIRERURA

HVIR HHROIATR

AN ERHNOTR

SN ERLRCHFORR

a0 ¥OOa%

2, SROFME
El*ﬂ#tom*ﬂsnku&m,wlAﬂ:oElltuuaulnéHlfﬂ!iﬂutiﬂb‘ma.%nﬂ
H*ﬁi!ﬂn%ch!Msannzmcﬂﬁﬂldwfﬂlﬂ!ﬂuolﬂt&!ﬂ*ﬁ'!ﬂﬂonﬂtea&
é&hﬁtﬂltt»ﬁﬁhbtwtﬁ&thhr\:o!ﬂldiﬁ*ﬂ#tﬂhotmolﬂta»aané.

COAMBRLED X 3 CERTNRERNORME L 52 SN WE. #RPC T/1SA/220%kBMLERN

53 ARMERANE 2 2AD D L ThiE{ WTTaMMBERT 5% Tic, HEANTRT-RBRREIC, Y
REARMERE L LIS, FARERHTEIENTED,

abLASARIHR, MAPCT/I1SA/220kBRTIC L,
3. EbASHMIE. MAPCT/ISA/2200R%ESRTHI L.

AREEHER LY A
26, 02, 2003
AHRUBTE WETEER EROHIME) 8C | 8747
BAENYT (18A/]P) Wk A
HELF100~89015
m#‘FREEI’)‘IIETEAG.#BE‘ "EES 03-3581—1101 Ak 3324

WMAPCT/I1SA/237 (RK) <2007H4A)



20115 2R168 108459 RENHERT NO. 4957 P 5

EEMENMND RS KW HMSE PCT/JP20098/000247

1N AMoEN

1. BRICHL. SOERERUTOLOLESEIMLE,
[~ Tl o DAY LB
[ HERSORES O ERNEORDCHETHD BBREAR, ©OESHNONRY
(P CT3RAILZ 3 () RT2S. 1(b))

2. T oORMER, PC TR O OB Y DNMAMKNTHL R I ERMERR B0 SR bNRRY O
UEESRLCHERLE (PCTARIA®D2,10)) .

8., COEBHECHERENLRY LAF ITRIRT £/ REACKELT, UTRESEANEEERLLE,

2 FA7 T EAx
I RARCKEYS7 -7
b, Za—eybh [ BBR
> srm
o. BHRM [T HEsoRKHEE SRR TOELD
7 CORBHNEACRFBRACL Y RHEARLO

[ Hmic, NEORbK, SONEMNERRIREINELO
4. [ EbR, EARTIEARCIRET 57 — A B L ASAIT, HIER IS LEREAR L AL TR

REFORHBRICRE LERNEF -T2 R, Xid, HEMOMREELSFRETE2FONREOMN
o,

5. MRER:

WMEXPCT/1S5A/237 (IM (2007TH4A)




2011% 2A168 10465 FENERA | NC. 4957 P. 6

RN %R BINEMER PCT/JP2008/000247
WV B, W XER L OF RN OV T O P C TARI4 @ 2. 1() (1) DD RN,
kR 5 XME VY
1. RAm
weE (N) frRO®EY 1-10 A
ROl ]
#g (1) HRORE 1-10 #
_ll‘*rbﬁll ]
BREONMBTHE (1A) IhROKE 1-10 &
RO%RH =
2, XRRUSH
fROWE1—-10
Wﬁﬂﬁﬁ%?ﬂméntwfnwiﬁubﬁﬁ%ﬁ&6&<\ﬁﬁga&ofﬁ
BRI TH R, ’

WAPCT/ISA/2387 (BYM) (200744A)



PATENT COOPERATION TREATY

INTERNATIONAL PRE

PCT
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07F00137WO

FOR FURTHER ACTION

See item 4 below

Tnternational application No.
PCT/JP2009/000247

International filing date (day/month/year)
23 January 2009 (23.01.2009)

Priority date (day/month/year)
14 February 2008 (14.02.2008)

International Patent Classification (8th edition unless older edition indicated)
See relevant information in Form PCT/ISA/237

Aﬁplicant
shin-Etsu Handotai Co., Ltd.

1. This international preliminary report

on patentability (Chapter I) is issued by the International Bureau on behalf of the
International Searching Authority under Rule 44 bis.1(a).

2. This REPORT consists of a total of 4 sheets, including this cover sheet.

In the attached sheets, any reference to the written opinion of the International Searching Authority should be read as a
reference to the international preliminary report on patentability (Chapter I) instead.

4. The International Bureau W

the priority date (Rule 44bis .2).

i1l communicate this report to designated Offices in accordance with Rules 44
but not, except where the applicant makes an express request un

3. This report contains indications relating to the following items:

Non-establishment of opinion with regard to novelty, inventive step and industrial

Lack of unity of invention

Reasoned statement under Article 35(2) with regard to novelty, inventive step or
industrial applicability; citations and explanations supporting such statement

Certain documents cited
Certain defects in the international application

Certain obscrvations on the international application

}vA{ Box No. I Basis of the report
D Box No. II Priority

D Box No. I applicability

D Box No. IV

g Box No. V

D Box No. VI

D Box No. VII

D Box No. VIII

bis.3(c) and 93bis.1
der Article 23(2), before the expiration of 30 months from

Date of issuance of this report
05 October 2010 (05.10.2010)

The International Bureau of WIPO
34, chemin des Colombettes
1211 Geneva 20, Switzerland

Facsimile No. +41 22 338 82 70

Authorized officer

Gijsbertus Beijer

e-mail: pt07.pet@wipo.int
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Applicant
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This opinion contains indications relating to the follow ing items:

Box No.1 Basis of the opinion
Box No. 1l Priority
Box No. il Non-establishment of opinion with regard to novelty, inventive step and industrial applicability

Box No. IV Lack of unity of invention

Box No. V Reasoned statement under Rule 43bis. 1{a)(i) withregard to novelty, inventive step or industrial
applicability; citations and explanations supporting such statement

Box No. VI Certain documents cited

Box No. VII Certain defects in the international application
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Box No. VIII  Certain observations on the international application

Facsimile No.

2. FURTHER ACTION
If a demand for international preliminary examination is made, this opinion will be considered to be a written opinion of the
International Preliminary Fxamining Authority (“IPEA”) except that this does not apply where the applicant chooses an Authority other
than this one to be the IPEA and the chosen IPEA has notified the International Bureau under Rule 66.1bis(b) that written opinions of
this International Searching Authority will not be so considered.
If this opinion is, as provided above, considered to be a written opinion of the IPEA, the applicant is invited to submit to the IPEA a
written reply together, where appropriate, with amendments, before the expiration of 3 months from the date of mailing of Form
PCT/ASA/220 or before the expiration of 22 months from the priority date, whichever expires later.
For further options, see Form PCT/ISA/220.
3. For further details, see notes to Form PCT/ISA/220.
Name and mailing address of the ISA/JP Date of completion of this opinion Authorized officer
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WRITTEN OPINION OF THE
INTERNATIONAL SEARCHING AUTHORITY PCT/JP2009/000247

Box No. I Basis of this opinion

1.  Withregard to the language, this opinion has been established on the basis of:

E the international application in the language in which it was filed
, which is the language of a

D a translation of the international application into
translation furnished for the purposes of international search (Rules 12.3(a) and 23.1(b)).

2. D This opinion has been established taking into account the rectification of an obvious mistake authorized by or notified to this

Authority under Rule 91 (Rule 43bis. 1(a))
nucleotide and/or amino acid sequence disclosed in the international application and necessary to the claimed

3. With regard to any
blished on the basis of:

invention, this opinion has been estal

a.  typc of material

E] a sequence listing

D table(s) related to the sequence listing

b. format of material

D on paper
E] in electronic form

c. time of filing/furnishing
D contained in the international application as filed
D filed together with the international application in electronic form
D furnished subsequently to this Authority for the purposes of search
in the case that more than one version or copy of a sequence listing and/ot table(s) relating thereto has been filed or
ies is identical to that in the application as

atements that the information in the subsequent or additional copi
d, as appropriate, were furnished.

4, In addition,
furnished, the required st
filed or does not go beyond the application as file

5. Additional comments:

Form PCT/ISA/237 (Box No. ) (April 2007)



WRITTEN OPINION OF THE International application No.
INTERNATIONAL SEARCHING AUTHORITY PCT/JP2009 /000247
Box No. V Reasoned statement under Rule 43bis.1(a)(i) with regard to novelty, inventive step or industrial applicability;

ditations and explanations supporting such statement

1. Statement

Novelty (N) Claims 1-10 YES
Claims NO

Inventive step (IS) Claims 1-10 YES
Claims NO

Industrial applicability 1A)  Claims 110 YES
Claims NO

2. Citations and explanations:

Claims 1-10

The inventions as in claims 1-10 are not described or
suggested in any of the documents cited in the ISR, and would

not be obvious to a person skilled in the art.

Form PCT/ISA/237 (Box No. V) (April 2007)
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Commissioner for Patents
P.O. Box 1450
Alexandria, VA 223 13-1450

Sir:
Attached hereto is a copy of the Japanese language claims of corresponding PCT application
PCT/JP2009/000247 indicated to have novelty, inventive step and industrial applicability in the

[PRP. Also attached is an English-language translation of the claims. On information and belief, the

English-language translation is an accurate translation of the PCT application claims.

Respectfully submitted,

(Lo e A

William P. Berridge
Registration No. 30,024

Christopher W. Brown
Registration No. 3 8,025

WPB:CWB/rav

Date: February 17,2011
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CLAIMS

1. A workpiece double-disc grinding apparatus
comprising at least: a workpiece holder that supports a
thin-plate-like workpiece from an outer peripheral side
along a radial direction and is able to rotate; a pair
of static pressure support members that are positioned
on both sides of the workpiece holder and support the
workpiece holder from both sides along an axial
direction of the rotation thereof in a contactless
manner based on a static pressure of a fluid; and a pair
of grinding stones that simultaneously grind both
surfaces of a workpiece supported by the workpiece
holder,

wherein an interval petween the workpiece holder
and the static pressure support member is not greater
than 50 upm, and the static pressure support members
support the workpiece holder pased on the static

pressure of the fluid that is not lower than 0.3 MPa.

2. The workpiece double-disc grinding apparatus
according to claim 1, wherein the workpiece holder has
parallelism of 5 pm or below and flatness of 5 pm or

below.

3. The workpiece double-disc grinding apparatus
according to claim 1 or claim 2, wherein at least a
surface of the workpiece holder that is supported in the

contactless manner is formed of alumina ceramics.

4. The workpiece double-disc grinding apparatus
according to any one of claims 1 to 3, wherein a surface

of the static pressure support member that supports the



workpiece holder in the contactless manner has flatness

of 20 pm or below.

5. The workpiece double-disc grinding apparatus
according to any one of claims 1 to 4, wherein the
grinding stone is formed of diamond abrasive grains
having an average grain size of 1 pm or below and a

vitrified bond material.

6. A workpiece double-disc grinding method comprising
at least: using a workpiece holder to support a thin-
plate-like workpiece from outer peripheral side along a
radial direction and rotate the same&; supporting the
workpiece holder from both sides along an axial
direction of rotation in a contactless manner based on a
static pressure of a fluid by a pair of static pressure
support members positioned on poth sides of the
workpiece holder; and simultaneously grinding both
surfaces of the workpiece supported by the workpiece
holder by a pair of grinding stones,

wherein an interval between the workpiece holder
and the static pressure support member is set to not
greater than 50 um and the static pressure of the fluid
is set to not lower than 0.3 MPa to grind both the

surfaces of the workpiece.

7. The workpiece double-disc grinding method

according to claim 6, wherein the workpiece holder has
parallelism of 5 pm or below and flatness of 5 pm oOr

below.

8. The workpiece double-disc grinding method

according to claim 6 or claim 7, wherein at least a



surface of the workpiece holder that is supported in the

contactless manner is formed of alumina ceramics.

9. The workpiece double-disc grinding method
according to any one of claims 6 to 8, wherein a surface
of the static pressure support member that supports the

workpiece holder in the contactless manner has flatness

of 20 um or below.

10. The workpiece double-disc grinding method

according to any one of claims 6 to 9, wherein the
grinding stone is formed of diamond abrasive grains
having an average grain size of 1 um or below and a

vitrified bond material.



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. |  CONFIRMATION No. |
12/812,959 07/15/2010 C Tadahiro Kato 146098 2554
25944 7590 02/23/2011
EXAMINER
OLIFF & BERRIDGE, PLC l ]
P.O. BOX 320850
ALEXANDRIA, VA 22320-4850 l ART UNIT I PAPER NUMBER J
3723
I NOTIFICATION DATE | DELIVERY MODE |

02/23/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):

OfficeAction25944@oliff.com U
jarmstrong@oliff.com

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

OLIFF & BERRIDGE, PLC
P.O. BOX 320850
ALEXANDRIA VA 22320-4850

In re Application of :
KATO, TADAHIRO : DECISION ON REQUEST TO
Application No. 12/812,959 : PARTICIPATE IN PATENT
Filed: July 15, 2010 : PCT/PROSECUTION HIGHWAY
Attorney Docket No. 146098 : PROGRAM AND PETITION
Title: WORKPIECE DOUBLE-DISC GRINDING : TO MAKE SPECIAL UNDER
APPARATUS AND WORKPIECE DOUBLE- : 37 CFR 1.102(a)
DISC GRINDING METHOD

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) program
and the petition under 37 CFR 1.102(a), filed Feb. 17, 2011 to make the above-identified
application special.

The request and petition are granted.

A grantable request to participate in the PPH program and petition to make special require:
(1) The U.S. application must disclose an eligible relationship to one or more PCT applications
filed in the KIPO, JPO, EPO or USPTO;
(2) Applicant must submit a copy of the allowable/patentable claim(s) from the PCT
application(s) latest international work product (the written opinion or the IPER) along with an

- English translation thereof and a statement that the English translation is accurate;
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In light of the petition being properly submitted, the request to participate in the PPH program
and the petition comply with the above requirements. Accordingly, the above-identified
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The applicant is encouraged to cite and submit all relevant prior art references, if any, to
facilitate examination in this application.

This application will be forwarded and docketed to an examiner for examination commensurate
with the petition decision.

Telephone inquiries concerning this decision should be directed to Henry C. Yuen at 571-272-
4856. All other inquiries concerning the examination or status of the application should be
directed to Joe Hail, the SPE of Art Unit 3723, and 571-272-4485 for Class 451/63 and also
accessible in the PAIR system at http://www.uspto.gov/ebc.index.html.

Petition is granted.

/Henry C. Yuen/

Henry C. Yuen, Special Programs Examiner
Technology Center 3700 — Mechanical Engineering,
Manufacturing and Products

571-272-4856
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USPTO

Application No: 12/81 2,971 Filing date: |7 /15/2010
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e orne Window Glass Breakage Detector

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP:/IWWW.USPTO.GOV/EBC/EFS_HELP.HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5} a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

The corresponding PCT PCT/JP2008/073336

application number(s) is/are:

The international date of the corresponding

c . = i .
PCT application(s) is/are 12/22/2008

l. List of Required Documents:

a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above—identified
corresponding PCT application(s)

Is attached.

I:] Is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

Is attached.

I:l Is not attached because the document is already in the U.S. application.

c. English translations of the documents in a. and b. above are attached (if the documents are not in the English
language). A statement that the English translation is accurate is attached for the document in b. above.
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Application No.: 12/812,971

First Named Inventor] Tsuneo SUZUKI

d. (1) Aninformation disclosure statement listing the documents cited in the international work products (ISR,
WOI/ISA, WO/IPEA, IPER) of the corresponding PCT application.

Is attached
Has already been filed in the above-identified U.S. application on 1 O/ 1 5/ 2010

(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)

Are attached.
L] 10/15/2010

Have already been filed in the above-identified U.S. application on

ll. Claims Correspondence Table:

Claims in US Application P atentable Claim§ . ;
in the corresponding Explanation regarding the correspondence
PCT Application
1 1
2 2
3 3 Claims 1-8 in the U.S. Application are based upon and sufficiently
4 4 correspond to the similarly numbered claims which were indicated
5 5 as having novelty, inventive step and industrial applicability in the
6 6 above-identified corresponding PCT application except for
7 7 changes to eliminate multiple claim dependency, to improve clarity,
8 8 grammar and syntax, as well as to eliminate language informalities.
9 4 Claims 9-14 in the U.S. application correspond to claims 4, 5, 7 and 8
10 5 in the corresponding PCT application and have been added
11 5 in order to compensate for the elimination of multiple claim dependency.
12 5 Further, dependent claims 2-14 further limit the independent claim and
13 7 thus "sufficiently correspond” to the allowed claim of the corresponding PCT application
14 8

Iil. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

somne AEPeei o/ Steven B. Pollicoff. 12/23/2011
:\:"al'mteﬁyped) Bruce H BernSte'n Reg. NO- 60,311 Registration Number 291027
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STATEMENT

I, Miho Ikegami, an employee with the firm of ONDA
TECHNO Intl. Patent Attys. having a business address of 12-
1, Omiya-cho 2-chome, Gifu-city 500-8731 JAPAN, hereby
state that I am the knowledgeable in the Japanese and
English languages and the attachment document is, to the
best of my knowledge and belief, a true and accurate
English translation of Written Opinion of the International
Searching Authority issued in the corresponding PCT
application PCT/JP2008/073336 and of the claims which were
indicated as having novelty, inventive step, and industrial
applicability in the corresponding PCT application
PCT/JpP2008/073336.
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From the

PATENT COOPERATION TREATY 7:%?
INTERNATIONAL SEARCHING AUTHORITY Yy

12-1, Ohmiya-cho 2-chome
Gifu-shi, Gifu 5008731

JAPAN WRITTEN OPINION OF THE
INTERNATIONAL SEARCHING AUTHORITY

Ay
T ONDA Hironori PCT (‘q"lb/‘,

(PCT Rule 93bis.1)
' mﬁi ,;';;j_';‘;‘gr) 27.01.2009
Applicant's or agent's file refevence FOR FURTHER ACTION
P3P2008453 Sec paragraph 2 below
Intecnational application No. Intemnational E-l-iﬁg Jate (daymontl/year) Priority date (doy/month/vear)
PCT/JP2008/073336 22.12.2008 25.02.2008

International Patent Classification (IPC) or both national elassification and IPC

Int.CL BSOR25/10(2006. 014, B8OJL/17(2006.01)i, GO8BI3/00(2006.01)i, GOBBL3/04(2006,01)1,
E06B7/28(2006. 01)n ’

Applicant
KABUSHIKI KAISHA TOYOTA JIDOSHOKKI

L This opinioa contgins indicalions relating to the following items:

BoxNo.I Basis of the opinion

BoxNo. IT Priority

BoxNo. It Nor-establishment ofopinic?n with regard to novety, inveative step and indusirial applicability

BoxNo.Iv Lack of unity ofinvention

Box No.V Reasoned statement ander Rude 4385 1(a)(D} withregard to novelty, inventive step or industrial
applicability; citations aud explanations supporting sech statement

Box Neo. VI Certzin decuments eited

Box No. VI Certain defects in the international application

L0000 XOOOK

BoxNo. VIl Certain observations on the international application

2  FURTHERACTION

If a demand for internationa! preliminary examination is made, this epirion will be considered to be a writfen opinion of the
International Preliminary Examining Authority ("IPEA™ except that this does oot apply where the applicant chooses an Aothority other
than this one to be the IFEA and the chosen IPEA has notified the International Burean nnder Rule 66.15is(b) that written opinions of
this International Searching Avthority will not be so considered.

Ifthis opinion is, as provided sbove, considered to be a written opinion of fhe IPEA. the spplicant is invited to submit to the IPEA a
wiitten reply together, where appropriate, with amendments, before the expiration of 3 months from the date of madliag of Form
PCTAS A/220 ar before the expleation of 22 moaths from the priority date, whichever expires later,

For forther options. sce Form PCT/ISA220,

3. For further details, see notes to Foem PCTASA220,

Name and mailing address of the ISASP Date of completion of this opinion {Autharized officer
Japan Patent Office .
Ryotaro Honio
(1ISA/JP) 3-4-3, Kasumigaseki 15.01.2009
Facsimile No, Telephone No, 03~3581- 1101 (Ext.3381)

Form PCT/ESA237 (cover sheet) (April 2007)
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WRITTEN OPINION OF THE Intemational application Neo.
INTERNATIONAL SEARCHING AUTHORITY PCT/JP2008/073336

Box No. I Basis of the opinion

1. With regard to the language, this icinion has been established on the basis of:
the international application in the language in which it was filsd.

B a translation of the international application into which is the Ia;lguage ofa
wanslation furnished for the purposes of international search (Rules 12.3(a) and 23.1(p)).

2. This opinion has been established taking into account the rectification of an obvious mistake authorized by or
notifiad to this Authority under Rule 91(Rule 43bis.1(a))

3. With regard to any nucleotide and/or amino acid sequence disclosed in the intemational application, this epinion
has been established on the basis of a sequence listing filad or fumished
a. type

L__] Sequence Listing
D Table relating to Sequence Listing

D on paper

D in slectronic form

D in the international application as filed
D togsther with the international application in electronic form
[:[ subsequently to this Authority for the purposes of search

4, D In addition, in the case that a sequence listing or a table relating to a sequence listing has been filed,

the required statements that the information in the subsequent or additionsl copies is identical to that in the
application as filed or does not go beyond the application as filed were furnishe.

5, Additional comments:

Torm PCTASA/Z3? (BoxNo.T) (Agril 2007)




WRITTEN OPINION OF THE

INTERNATIONAL SEARCHING AUTHORITY International
Sication o, PCT/JP2008/073336
BoxMNo. V Reasoned statement under Rule 43 bis.1(aXj) with regard to novslty, inventive step or

industrial applicability, citations and explanations supporting such statement

1. Statement

Novelty (19) Claims 1-8 YES ,
Ofajms NO

Inventive step (I S) Claims 1-8 YES
Claims NO

Industrial ) 1-8 ;

applicability (1 A) Claims YES :
Claims NO ’

2, Citations and explanations:
Citation 1:JP2005-4316A (SECOM KABUSHIKI KAISHA) 2005.01.06, [0009] no other patent family
Citation 2 JP10~167333A (SOGO KEIBI HOSYO CO LTD) 1998.07.31, Claim 1. no other patent family

Citation 3 Japanese Utility-Model Application No. 61-78608 (Japanese Utility~Model Laid-open Publication
62-189272) Microfilm imaging contents of the specification and drawings attached to the Regquest
(Kabushiki Kaisha Honda Lock) 1987.12.02, Fig.3, Fig. 4 and US4801 053A

Citation 4 JP11-321564A (MITSUBISHI MOTORS CORP) 1988.11.23, claim 1. no other patent family

The inventions of Claims 1-8 are not described in either of the cited references cited in the ISR or obvious to
those skilled in the art.

Form PCT/ISA/237 (Box No. V) (April 2007)




WRITTEN OPINION OF THE

INTERNATIONAL SEARCHING AUTHORITY International application No. PCT/JP2008/073336

Box VIII. Certain observations on the international application

Observations on clarity of claims, specification, and drawings or sufficient support of the claims based on the
specification are described below.

Claim 1

Claim 1 recites “breakage of the window glass is detected by breaking et least a part of the window glass apart
following the breakage of the window glass.”

However, how the breakage of the window glass breakage detector detects the breakage of the window glass
just by breaking at least a part of the window glass apart is unclear.

Claim 2

Claim 2 recites “breakage of the windovw glass is detscted by breaking at least & part of the window glass apart
following the breakage of the window glass.”

However, how the breekage of the window glass breakage detector detects the breakege of the window glass
just by breaking at least a part of the window glass apart is unclear.

Form PCT/ISA/237 (Box V) (Amvil 2007)




Japanese claims indicated as having novelty, inventive step and
industrial applicability
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English translation of the Japanese claims indicated as having
novelty, inventive step, and industrial applicability

CLAIMS

1. A window glass breakage detector, characterized in that the
detector is attached to a window glass of a vehicle, wherein
breakage of the window glass is detected by breaking at least
a part of the window glass apart following the breakage of the
window glass, wherein the detector biases a surface of the
window glass by elasticity of the detector in opposite
directions, in contact with the surface of the window glass at
offset positions on the window glass.

2. A window glass breakage detector, characterized in that the
detector clips to a window glass that selectively opens or
closes an opening of a vehicle at an end of the window glass,
wherein breakage of the window glass is detected by breaking
at least a part of the window glass apart following the
breakage of the window glass, wherein the detector includes a
first member and a second member that oppose each other,
wherein the first member and the second member are formed by
folding a steel plate for making a leaf spring, wherein the
first member and the second member are biased in a direction
to approach each other, in contact with a surface of the
window glass disposed between the first member and the second
member at offset positions on the window glass.

3. The window glass breakage detector of claim 2, :
characterized in that the detector further comprises a folded §
portion that connects the first member with the second member, :
wherein the folded portion is folded twice, wherein the width

of the second folded portion is narrower than the thickness of
the window glass, and the end of the window glass contacts the
first folded portion. |

4. The window glass breakage detector of claim 2 or 3,
characterized in that the contact portions of the first member
with the window glass are at two positions separated from one
another so that the contact portion of the second member with
the window glass is located between the two positions, wherein
a portion of the first member that faces the window glass
including the contact portions of the first member with the
window glass surrounds the contact portion of the second
member with the window glass.




5. The window glass breakage detector of any one of claims 2
to 4, characterized in that at least one of the first member
and the second member contacts the window glass at protrusions.

6. The window glass breakage detector of claim 1,
characterized in that the window glass selectively opens or
closes an opening of a vehicle.

7. The window glass breakage detector of claim 1 or 6,
characterized in that the detector includes a biasing arm and
a pair of contact portions connected to the biasing arm,
wherein the pair of contact portions are biased in opposite
directions from each other with respect to the surface of the
window glass on one side of the window glass, and are in
contact with the surface of the window glass at the offset
portions on the window glass.

8. The window glass breakage detector of claim 1 or 6,
characterized in that the window glass includes a through-hole,
wherein the detector clamps the window glass on both sides of
the window glass through the through-hole, wherein the

detector biases a first surface of the window glass and a
second surface of the window glass that opposes the first
surface in opposite directions at positions spaced apart from
the through-hole at different distances.

o e e
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Commissioner for Patents

- United States Patent and Trademark Office
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GREENBLUM & BERNSTEIN, P.L.C. ‘ MA"-ED
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RESTON, VA 20191 ‘

'OFFICE OF PETITIONS
In re Application of ‘ : DECISION ON REQUEST TO
Tusneo SUZUKI et al. : : PARTICIPATE IN THE PATENT
Application No.: 12/812,971 : PROSECUTION HIGHWAY
Filed: July 15, 2010 : PROGRAM AND PETITION
Attorney Docket No.: P38614 : TO MAKE SPECIAL UNDER
"For: Window Glass Breakage Detector : 37 CFR 1.102(a)

This is a decision on the request to participate in the PCT Patent Prosecution Highway (PCT-
PPH) pilot program and the petition under 37 CFR 1.102(a), filed on December 23, 2011, to
~ make the above-identified application special.

The request and petition are DISMISSED.
Discussion

A grantable request to partlmpate in the PCT-PPH pllot program and petltlon to make special
require:

(1) The U.S. application must have an eligible relationship to one or more PCT applications
where the ISA or IPEA are the JPO, EPO, KIPO, IPAU, Russia, Spaln Finland, Austria,or -
USPTO;

(2) At least one claim in the PCT application has novelty, inventive step, and industrial
applicability and must be free of any observations in Box VIII in the latest work product in the
international stage or applicant must identify and explain why the claim(s) is/are not subject to
the observation in Box VIII;

(3) Applicant must submit a copy of the claim(s) from the PCT application(s) that have novelty,
inventive step, and industrial applicability along with an English translation thereof and a
statement that the English translation is accurate, if the claims are not in the English language;

(4) All the claims in the U.S. applicatibn must sufficiently correspond or be amended to
sufficiently correspond to the claim(s) that have novelty, inventive step, and industrial
applicability in the PCT application(s);

(5) Examination of the U.S. application has not begun;

(6) Applicant must submit a éopy of the latest international work product from the PCT
application indicating that the claim(s) have novelty, inventive step, and industrial applicability



along with an English translation thereof.

(7) Applicant must submit an IDS listing the documents cited by the PCT examiner in the
international work product along with copies of documents except U.S. patents or U.S. patent
application publications.

(8) Applicant is required to submit a claims correspondence table in English which indicates how
all the claims in the U.S. application correspond to the claims indicated as having novelty,
inventive step and industrial applicability in the latest international work product.

Requirements (1, 3-8) above are considered to have been met. However, the request to
participate in the PPH pilot program and petition fail to meet requirements (2).

Regarding the requirement of condition (2), Box VIII in the latest work product has been
checked. Petitioner has not provide any explanation why the claim(s) is/are not subject to the
observation in Box VIII.

Applicant is given ONE opportunity within a time period of ONE MONTH or THIRTY
DAYS, whichever is longer, from the mailing date of this decision to correct the deficiencies.
NO EXTENSION OF TIME UNDER 37 CFR 1.136 IS PERMITTED. If the deficiencies are
not corrected with the time period given, the application will await action in its regular turn.

Response must be filed via the Electronic Filing System (EFS) using the document description:
Petition to make special under PCT — Patent Pros Hwy. Any preliminary amendments and IDS
submitted with the PPH documents must be separately indexed as a preliminary amendment and
IDS, respectively.

Telephone inquiries concerning this decision should be directed to Joanne Hama at (571) 272-
2911 or in her absence, the undersigned at (571) 272-7099.

-All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc/index.html.

Ofﬁge of Petitions
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OFFICE OF PETITIONS
In re Application of
Tusneo Suzuki, et al. : DECISION ON REQUEST TO
Application No.: 12/812,971 : PARTICIPATE IN THE PATENT
Filed: 15 July 2010 : PROSECUTION HIGHWAY
Attorney Docket No.: P38614 : PROGRAM AND PETITION
For: WINDOW GLASS BREAKAGE : TO MAKE SPECIAL UNDER
DETECTOR _ : 37 CFR 1.102(a)

v

This is a decision on the request to participate in the PCT Patent Prosecution Highway (PCT-
PPH) pilot program and the petition under 37 CFR 1.102(a), filed on 23 December 2011 and
renewed on 22, February 2012, to make the above-identified application special.

The request and petition are GRANTED.

DISCUSSION

A grantable request to participate in the PCT-PPH pilot program and petition to make special
require:

(1) The U.S. application must have an eligible relationship to one or more PCT applications
where the ISA or IPEA are the JPO, EPO, KIPO, NPI, NBPR, or USPTO;

(2) At least one claim in the PCT application has novelty, inventive step, and industrial
applicability and must be free of any observations in Box VIII in the latest work product in the
international stage or applicant must identify and explain why the claim(s) is/are not subject to
the observation in Box VIII;

(3) Applicant must submit a copy of the claim(s) from the PCT application(s) that have novelty,
inventive step, and industrial applicability along with an English translation thereof and a
statement that the English translation is accurate, if the claims are not in the English language;
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(4) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the claim(s) that have novelty, inventive step, and industrial
applicability in the PCT application(s);

(5) Examination of the U.S. application has not begun;

(6) Applicant must submit a copy of the latest international work product from the PCT
application indicating that the claim(s) have novelty, inventive step, and industrial applicability
along with an English translation thereof and a statement that the English translation is accurate
if the latest international work product is not in the English language;

(7) Applicant must submit an IDS listing the documents cited by the PCT examiner in the
international work product along with copies of documents except U.S. patents or U.S. patent
application publications.

The request to participate in the PCT-PPH pilot program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded “special” status.

Telephone inquiries concerning this decision should be directed to April M. Wise at (571) 272-
1642.

All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc.index.html.

This application will be forwarded to the examiner for action on the merits commensurate with
this decision once this application’s formality reviews have been completed.

/dab/

David Bucci
Petitions Examiner
Office of Petitions
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BLYNN L. SHIDELER
THE BLK LAW GROUP

3500 BROKKTREE ROAD )
SUITE 200 M:A“‘ED
WEXFORD PA 15090 NOV 0 4 2010
OFFICE OF PETITIONS
'In re Application of
Richard J. Arnott et al. :
Application No. 12/813,035 : DECISION ACCORDING STATUS

Filed: June 10, 2010 : UNDER 37 CFR 1.47(a)
Attorney Docket No. Arnott-1002 :

This is in response to the petition filed September 23, 2010 under 37 CFR 1.47(a).
The petition under 37 CFR 1.47(a) is GRANTED.

The above-identified application was filed on June 10, 2010 without an oath or
. declaration. Accordingly, on June 23, 2010, a “Notice To File Missing Parts Of
Nonprovisional Application” (“Notice To File Missing Parts”) was mailed, requiring, inter
alia, an executed oath or declaration in compliance with 37 CFR 1.63 and a surcharge
for its late filing.

In response, a one month extension of time request and the instant petitior.i, seeking
status under 37 CFR 1.47, was filed. Petitioner claims that joint inventors Cano and
Loebig refuse to execute the declaration.

A grantable petition under 37 CFR 1.47(a) requires: (1) proof that the non-signing
inventor cannot be reached or refuses to sign the oath or declaration after having been
presented with the application papers (specification, claims and drawings); (2) an
acceptable oath or declaration in compliance with 35 U.S.C. §§ 115 and 116; (3) the
petition fee; and (4) a statement of the last known address of the non-signing inventor.

The petition bears proof that the application papers were forwarded to the joint
inventors however, Attorney Randy Notzen has replied on behailf of joint inventors Cano
and Loebig that neither is interested in signing the declaration and both refuse to
cooperate with the filing of the instant application.

The above-identified application and papers have been reviewed and found in -
compliance with 37 CFR 1.47(a). In view thereof, this application is hereby accorded
Rule 1.47(a) status.
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Thus, as provided in Rule 1.47c, tﬁis Office will forward notice of this application's filing _
to the non-signing inventor at the address given in the petition. Notice of the filing of this
application will also be published in the Official Gazette.

The late filing surcharge, petition fee, filing fees and the extension of time fee have
been charged to deposit account no. 50-2800. '

This matter is being referred to the Office of Patent Application Processing for further
pre-examination processing.

Telephone inquiries concerning this matter may be directed to the undersigned

ﬁitions Attorney at (571) 272-3212.

Patricia Faison-Ball
Senior Petitions Attorney
Office of Petitions
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[ apeucationno. [ FiLinG DATE | FIRST NAMED INVENTOR rorNEY DOCKET NO.| CONFIRMATION NO. |
12/813,159 06/10/2010 Timo GALM 1001/0108PUS2 6371
7590 12/10/2010 I EXAMINER l
Muncy, Geissler, Olds & Lowe, PLLC NGUYEN, HA T
4000 Legato Road
Suite 310 [ ArTuni [ PaPer nUMBER |
FAIRFAX, VA 22033 | pwn
l MAIL DATE | DELIVERY MODE I
12/10/2010 PAPER

DECISION GRANTING PETITION UNDER 37 CFR 1.138(d)
The declaration of express abandonment is recognized

This is in response to the petition under 37 CFR 1.138(d), requesting for a refund of any previously paid
search fee and excess claims fee in the above-identified application.

The petition is granted.

The express abandonment is recognized. Any previously paid search fee and excess claims fee are
hereby refunded.

Telephone inquiries should be diregted to the Office of Data Management at (571) 272-4200.
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WWW,USpLo.gov

[ appucaTionno. | FiLING DATE FIRST NAMED INVENTOR rrTorNEY DOCKET NO.| CONFIRMATION NO. |
12/813,159 06/10/2010 Timo GALM 1001/0108PUS2 6371
7590 12/10/2010 [ EXAMINER |
Muncy, Geissler, Olds & Lowe, PLLC NGUYEN, HA T
4000 Legato Road
Suite 310 | ART UNIT [ ParerNUMBER |
FAIRFAX, VA 22033 pw
| MAIL DATE J DELIVERY MODE J
12/10/2010 PAPER

DECISION DISMISSING PETITION UNDER 37 CFR 1.138(c)
The declaration of express abandonment will not be recognized

This is in response to the petition under 37 CFR 1.138(c), for express abandonment to avoid publication
of the above-identified application. '

The petition is dismissed.

The expregs abandonment will not be recognized for the reason(s) indicated below:

1. 4 The petition under 37 CFR 1.138(c) was not filed in sufficient time to permit the appropriate
officials to recognize the abandonment and remove the application from the publication process.

2. O The petition was not signed by a party authorized by 37 CFR 1.33(b)(1), (3) or (4).

3. O The Application was published in compliance with 35 U.S.C. 122(b), and it is available on the
USPTO web site at http://www.uspto.gov/patft/index.html.

4. O Petition fee was not paid.

The application has/will be published as scheduled.
uiries should be djrected to the Office of Data Management at (571) 272-4200.

Ayl

Telephone i

Paten{ Publication Branch
Office of Data Management

Page 1 of 1
FORM PET650D (Rev. 08/07)
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L APPLICATION NO. I FILING DATE l FIRST NAMED INVENTOR |ATTORNEY DOCKET NO.| CONFIRMATION NO. l
12/813,195 06/10/2010 , Timo Galm 1001/0107PUS2 6461
7590 12/10/2010 r EXAMINER 1
Muncy, Geissler, Olds & Lowe, PLLC ZIMMERMAN, BRIAN A
4000 Legato Road
Suite 310 [ arTunt | PaperNUMBER |
FAIRFAX, VA 22033 P
i
| MAIL DATE ] DELIVERY MODE I
12/10/2010 PAPER

DECISION GRANTING PETITION UNDER 37 CFR 1.138(d)
The declaration of express abandonment is recognized

This is in response to the petition under 37 CFR 1.138(d), requesting for a refund of any previously paid
search fee and excess claims fee in the above-identified application.

The petition is g‘ ranted.

The express abandonment is recognized. Any previously paid search fee and excess claims fee are
hereby refunded. .

Telephone ingyiries should be djrected to the Office of Data Management at (571) 272-4200.

W Anel

2
Patept P blicétk))rz/éganch

Office of Bata Management

P ude el pdldl 1::.&5,59;;:_ Gmh
s . o sar 2wt s 2h ok | Bl o9y et
s S R ) ve Fuiiail ~ZZheed g-

ay R

) Page 1 of 1
FORM PET651G (Rev. 08/07)
R



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

Wwww.uspto.gov

I APPLICATION NO. | FILING DATE I FIRST NAMED INVENTOR IATTORNEY DOCKET NO.I CONFIRMATION NO. |
12/813,195 06/10/2010 Timo Galm 1001/0107PUS2 6461
7590 _ 12/10/2010 I EXAMINER I
Muncy, Geissler, Olds & Lowe, PLLC ZIMMERMAN, BRIAN A
4000 Legato Road -
Suite 310 I ART UNIT | - PAPER NUMBER ]
FAIRFAX, VA 22033 —
I MAIL DATE | DELIVERY MODE J
12/10/2010 PAPER

DECISION DISMISSING PETITION UNDER 37 CFR 1-.138(c)
The declaration of express abandonment will QQt be recognized

This is in response to the petition under 37 CFR 1.138(c), for express abandonment to avoid pubhcatlon
of the above-identified application.

The petltlon is dismissed.

The expresg’abandonment will not be recognized for the reason(s) indicated below:

The petition under 37 CFR 1.138(c) was not filed in sufficient time to permit the appropriate

officials to recognize the abandonment and remove the application from the publication process.

2. O The petition was not signed by a party authorized by 37 CFR 1.33(b)(1), (3) or (4).

3. O The Application was published in compliance with 35 U.S.C. 122(b), and it is available on the
USPTO web site at http://www.uspto.gov/patft/index.html.

4. O Petition fee was not paid.

The application has/will be published as scheduled.
iries should be diggcted to the Office of Data Management at (571).272-4200.

v W

Patgnt Publication Branch
Office of Data Management

Telephone,in

Page 1 of 1
FORM PET650D (Rev. 08/07)



o - Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

HARNESS, DICKEY & PIERCE, P.L.C. :

P.0. BOX 828 o " MAILED

BLOOMFIELD HILLS, Ml 48303
JAN 20 2011

OFFICE OF PETITIONS
In re Application of ‘ .
Douglas C. Comrie {
Application No.: 12/813,214 - B
Filed: June 10, 2010 W
Attorney Docket No.: 5146-000002/US/COF

ON PETITION

This is a decision on the petition, filed January 19,2011, under 37 CFR 1.313(c)(2) to withdraw the
above-identified application from issue after payment of the issue fee. The $130 petition fee is being
charged to counsel’s deposit account as authorized.

The petition is not signed by a registered patent attorney or patent agent of record. However, in
accordance with 37 CFR 1.34, the signature of Mr. Mark A. Frentrup appearing on the correspondence
shall constitute a representation to the United States Patent and Trademark Office that he is authorized to
represent the particular party on whose behalf he acts.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission under 37
CFR 1.114 (request for continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid on December 23, 2010, cannot be refunded. If, however,
this application is again allowed, petitioner may;request that it be applied towards the issue fee
required by the new Notice of Allowance.' Ldgtad,

- 3
BRI AN

o
Telephone inquiries relating to this decision should be directed to the undersigned at (571)
272-3204.

The application is being referred to Technology Center AU 1793 for further processing of the request for
continued examination under 37 CFR1.114 and for consideration of the concurrently filed Information
Disclosure Statement (IDS).

/SDB/
Sherry D. Brinkley

Petitions Examiner
Office of Petitions

' The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new Part B — Fee(s)
Transmittal Form (along with any balance due at the time of submission). Petitioner is advised that the Issue Fee Transmittal Form must be

completed and timely submitted to avoid abandonment of the application.
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

MAILED
ZIES WIDERMAN & MALEK .
1990 W. NEW HAVEN AVENUE, SUITE 201 MAY .0 42011

MELBOURNE FL 32904 | OFFICE OF PETITIONS

In re Application of

Smaidris et al. :

Application No. 12/813,223 : ON PETITION
Filed: June 10, 2010 : '

Attorney Docket No. 30.4128

This is a decision on the petition under 37 C.F.R. § 1.137(b), filed March 17, 2011, to revive the
above-identified application.

The petition is GRANTED.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of payment of the basic filing fee, search and examination fees, additional
claim fees and the late surcharge, (2) the petition fee of $810.00, and (3) a proper statement of
unintentional delay.

T;:(l)%phone inquiries concerning this decision should be directed to the undersigned at (571) 272-
3206.

This matter is being referred to the Office of Patent Ap{)lication Processing for further pre-
examination processing. Thereafter, the application will be referred to Technology Center AU
3751 for examination on the merits.

iana Walsh

Petitions Examiner
Office of Petitions



Doc Code: PPH.PCT.652

Document Description: Petition to make special under PCT-Patent Pros Hwy PTO/SBI20PCT-KR (06-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HiIGHWAY (PCT-PPH) PiLOT PROGRAM BETWEEN THE KOREAN INTELLECTUAL PROPERTY
OFFICE (KIPO) AND THE USPTO

Application No: 12/813,253 riing date: | June 10, 2010

First Named Inventor: DougIaS S H|It0n

Title of the

nventon: ONtological Filtering Using Spatial Boundary of 3D Objects

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP://WWW.USPTO.GOV/EBC/EFS_HELP.HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

The corresponding PCT PCT/US10/38188

application nhumber(s) is/are:

The international filing date of the corresponding
PCT application(s) is/are:
June 10, 2010

l. List of Required Documents:
a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above—identified
corresponding PCT application(s)

Is attached.

|:| Is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

|:| Is attached.

Is not attached because the document is already in the U.S. application.

€. English translations of the documents in a. and b. above are attached (if the documents are not in the English
language). A statement that the English translation is accurate is attached for the document in b. above.

[Page 1 of 2]
This collection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain a benefit by the public, which is to file (and by
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this
form and/or suggestions for reducing this burden should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450,
Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS.




PTO/SB/20PCT-KR (06-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S.Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM

BeTweEEN THE KIPO AND THE USPTO

(continued)

Application No.: 12/813.253

First Named Inventor] Douglas S. Hilton

Is attached

Are attached.

d. (1) An information disclosure statement listing the documents cited in the international work products (ISR,
WOI/ISA, WO/IPEA, IPER) of the corresponding PCT application.

|:| Has already been filed in the above-identified U.S. application on

(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)

I:l Have already been filed in the above-identified U.S. application on

Il. Claims Correspondence Table:

Claims in US Application

Patentable Claims
in the corresponding
PCT Application

Explanation regarding the correspondence

1-66

1-66 Claims are identical

lll. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

signatre /David E. Blau, #60,625/ pate March 30, 2011

(Print/Typed)

Narme DaV|d E Blau Registration Number 605625

[Page 2 of 2]



Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records
may be disclosed to the Department of Justice to determine whether disclosure of these records is required
by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the
course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting
a request involving an individual, to whom the record pertains, when the individual has requested
assistance from the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to
comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42
U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under
authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA
regulations governing inspection of records for this purpose, and any other relevant (  i.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C.
151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the
public if the record was filed in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open to
public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USpLo.gov

I APPLICATION NO. FILING DATE I FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. I CONFIRMATION NO. —I
12/813,253 06/10/2010 Douglas S. Hilton 2686/155 6581
2101 7590 04/26/2011
. . EXAMINER
Sunstein Kann Murphy & Timbers LLP | I
125 SUMMER STREET
BOSTON, MA 02110-1618 | ART UNIT | PAPER NUMBER J

2173

I NOTIFICATION DATE I DELIVERY MODE |

04/26/2011 ELECTRONIC

!
Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):
PATENTS@SUNSTEINLAW.COM

PTOL-90A (Rev. 04/07) ‘
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Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450
www.yspto.gov
Sunstein Kann Murphy & Timbers LLP
125 SUMMER STREET
BOSTON MA 02110-1618
In re Application of: HILTON et al. DECISION ON REQUEST TO
Application No. 12/813,253 PARTICIPATE IN PATENT
Atty Docket #: 2686/155 PROSECUTION HIGHWAY PROGRAM
Filed: June 10, 2010 AND PETITION TO MAKE SPECIAL
For: ONTOLOGICAL FILTERING USING UNDER 37 CFR 1.102(a)
SPATIAL BOUNDARY OF 3D OBJECTS

This is a decision on the request to participate in the PCT-Patent Prosecution Highway (PCT-
PPH) pilot program and the petition under 37 CFR 1.102(a), filed March 30, 2011 to make the
above- identified application special.

The petition is GRANTED.
A grantable request to participate in the PPH program and petition to make special require:

(1) The U.S. application is
(a) a national stage entry of the corresponding PCT application
Or
(b) a national application which forms the basis for the priority claim in the
corresponding PCT application
Or :
(c) a national stage entry of another PCT application (which can be filed in any
competent receiving office) which claims priority to the corresponding PCT

application
Or
(d) a national application claiming foreign domestic priority to the corresponding PCT
application.
Applications subject to a secrecy order (35U.S.C.181) are excluded and not subject
to participation in the PCT-PPH pilot program.
Or

(¢) a continuing application (continuation, divisional, or continuation-in-part) of'the
U.S. application which satisfies one of the above (a) to (d) scenarios.
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(2) The latest work product in the international phase of the PCT application corresponding to the U.S.
application, namely the WO/ISA, or the WO/IPEA, or the IPER, indicates at least one claim in the PCT
application has novelty, inventive step and industrial applicability. In case any observation is described
in Box VIII of the WO/ISA, or the WO/IPEA, or the IPER which forms the basis for the PCT-PPH
request, applicant must identify and explain why the claim(s) is/are not subject to any observation
described in Box VIII irrespective of whether an amendment is submitted to correct the observation
described in Box VIII. The U.S. application will not be eligible to participate in the PCT-PPH pilot
program if applicant does not identify and explain why the claim(s) is/are not subject to the observation
described in Box VIII.

Applicant may not file a request to participate in the PCT-PPH pilot program on the basis of an
International Search Report (ISR) only.

(3) Applicant must: -
a. Ensure all the claims in the U.S. application sufficiently correspond or be amended to
sufficiently correspond to one or more of those claims indicated as having novelty,
inventive step and industrial applicability and free of any observation described in Box
VIII in the latest work product of the corresponding PCT application and

b. Submit a claims correspondence table in English;

The USPTO will accept claims written in dependent form in the U.S. application which are
narrower in scope than the claims indicated as having novelty, inventive step and industrial
applicability and free of any observation described in Box VIII in the latest work product of the
corresponding PCT application.

(4) Substantive Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of:

a. the latest international work product, WO/ISA, or WO/IPEA or PER, which indicated
that the claim(s) has/have novelty, inventive step and industrial applicability along with
an English translation thereof if the copy of the latest international work product is not
in the English language, unless the U.S. application and the corresponding PCT

application satisfy the relationship noted in (1 )(a) above.

(6) Applicant must submit a copy of:
a. the claims from the corresponding PCT application which were indicated as having novelty,
inventive step and industrial applicability in the latest work product of the PCT application,
b. an English translation of the claims and
c. astatement that the English translation is accurate.

If tfle claims in the U.S. application are identical to the claims from the corresponding PCT application,
and are in the English language, applicant may just indicate such in the PCT-PPH request and it will
not be necessary for applicant to submit a copy of the claims from the corresponding PCT application.

(7) Applicant must submit:
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a. An IDS listing the documents cited in the work products in the international phase of the PCT
application corresponding to the U.S. application, namely the WO/ISA, or the WO/IPEA, or
the IPER,(unless already submitted in this application)

b. Copies of the documents except U.S. patents or U.S. patent application
publications (unless already submitted in this application);

The request to participate in the PPH pilot program and petition are found to comply with the

above requirements. Accordingly, the above-identified application has been accorded "special”
status. '

Telephone inquirieé concerning this decision should be directed to Mano Padmanabhan at 571-
272-4210.

All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc/index.html.

The application is being forwarded to the examiner for action on the merits commensurate with
this decision.

/Mano Padmanabhan/

Mano Padmanabhan
Quality Assurance Specialist, Technology Center 2100, Workgroup 2180
571-272-4210
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

Decision Date: February 13,2012
DECISION ON REQUEST TO WITHDRAW AS

ATTORNEY/AGENTOF RECORD

In re Application of :

James Brennan

ApplicationNo: 12813262

Filed : 10-Jun-2010
Attorney Docket No: 022720.0179PTUS

This is an electronic decision on the Request to Withdraw as attorney or agent of record under 37 CFR § 1.36(b), filed February 13,2012
The request is APPROVED.
The request was signed by  Scott Chambers (registration no. 37573 ) on behalf of all attorneys/agents

associated with Customer Number 32042 . All attorneys/agents associated with Cusotmer Number 32042 have

been withdrawn.

Since there are no remaining attorneys of record, all future communications from the Office will be directed to the first named
inventor or assignee that has properly made itself of record pursuant to 37 CFR 3.71, with correspondence address:

Name Prescient Medical, Inc.

Name2

Address 1 2005 South Easton Road, Suite 204
Address 2

City Doylestown

State PA

Postal Code 18901
Country us

As a reminder, requester is required to inform the first named inventor or assignee that has properly made itself of record
pursuant to 37 CFR 3.71 of the electronically processed petition.

Telephone inquiries concerning this decision should be directed to the Patent Electronic Business Center (EBC) at 866-217-9197.

Office of Petitions



PTO/SB/83

Doc Code: PET.AUTO U.S. Patent and Trademark Office
Document Description: Petition automatically granted by EFS-Web Department of Commerce

Electronic Petition Request REQUEST FOR WITHDRAWAL AS ATTORNEY OR AGENT AND CHANGE OF

CORRESPONDENCE ADDRESS

Application Number 12813262

Filing Date 10-Jun-2010

First Named Inventor James Brennan

Art Unit 2886

Examiner Name JONATHON COOK

Attorney Docket Number 022720.0179PTUS

Title OPTICAL APPARATUS FOR COMBINED HIGH WAVENUMBER RAMAN SPECTROSCOPY

AND SPECTRAL DOMAIN OPTICAL COHERENCE TOMOGRAPHY

Please withdraw me as attorney or agent for the above identified patent application and
the practitioners of record associated with Customer Number: 32042

®

The reason(s) for this request are those described in 37 CFR:

10.40(b)(4)
10.40(c)(5)

Certifications

I/We have given reasonable notice to the client, pricr to the expiration of the response period, that the practitioner(s)
intend to withdraw from employment

X

X I/We have delivered to the client or a duly authorized representative of the client all papers and property (including funds)
to which the client is entitled

[X] 1/We have notified the client of any responses that may be due and the time frame within which the client must respond

Change the correspondence address and direct all future correspondence to the first named inventor or assignee that has
properly made itself of record pursuant to 37 CFR 3.71:

Name Prescient Medical, Inc.
Address .
2005 South Easton Road, Suite 204
City Doylestown
State PA

Postal Code 18901




Country

uUs

| am authorized to sign on behalf of myself and all withdrawing practitioners.

Signature

/Scott A. Chambers/

Name

Scott Chambers

Registration Number

37573




Doc Code: PET.GREEN
Document Description: Petition for Green Tech Pilot

PTO/SB/420 (03-11)

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Attorney Docket

Number 91973-802157 (001510US) ﬁfplfr']'gfvtf)” Number 1 2/813,275 | Fiing date: June 1 0, 2010

menor . FREDERICK M. ESPIAU

Title: PLASMA LAMP WITH DIELECTRIC WAVEGUIDE HAVING A DIELECTRIC CONSTANT OF LESS THAN TWO

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABOVE-IDENTIFIED APPLICATION. See Instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electronic filing system, EFS-Web.
1. By filing this petition:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d) accompanies this request.

2. By filing this petition: applicant is agreeing to make an election without traverse in a telephonic interview and
elect an invention that meets the eligibility requirements for the Green Technology Pilot Program, if the
Office determines that the claims are not obviously directed to a single invention. See Instruction Sheet.

3. This request is accompanied by statements of special status for the eligibility requirement.
4. The application contains no more than three (3) independent claims and twenty (20) total claims.
5.  The application does not contain any multiple dependent claims.

6. Other attachments:

signatre /D@N-Bin Kao/ nae O€Ptember 29, 2011

Name Dah-Bin Kao 53,092

(Print/ Typed) Registration Number

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with
37 CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one
signature, see below™.

|i| *Total of1— forms are submitted.

If you need assistance in completing the form, call 1-800-PT0-9199 and select option 2.




PTO/SB/420 (03-11)

Instruction Sheet for

Petition to Make Special Under the Green Technology Pilot Program
(Not to be Submitted to the USPTO)

The following is a summary of the requirements (for more information see the notices (i)
“Pilot Program for Green Technologies Including Greenhouse Gas Reduction,” (ii)
“Elimination of Classification Requirement in the Green Technology Pilot Program,” and (iii)
“Expansion and Extension of the Green Technology Pilot Program,” available on the USPTO
web site at http://iwww.uspto.gov/patents/init_events/green_tech.jsp):

(1) The application must be a non-reissue, non-provisional utility application filed under 35 U.S.C. 111(a), or
an international application that has entered the national stage in compliance with 35 U.S.C. 371,
irrespective of the filing date of the application. Reexamination proceedings are excluded from this pilot
program.

(2) The application must contain three or fewer independent claims and twenty or fewer total claims. The
application must not contain any multiple dependent claims. For an application that contains more than
three independent claims or twenty total claims, or multiple dependent claims, applicant must file a
preliminary amendment in compliance with 37 CFR 1.121 to cancel the excess claims and/or the multiple
dependent claims at the time the petition to make special is filed.

(3) The claims must be directed to a single invention that materially enhances the quality of the environment,
or that materially contributes to: (1) the discovery or development of renewable energy resources; (2) the
more efficient utilization and conservation of energy resources; or (3) green house gas emission reduction
(see the eligibility requirements of sections Il and Il of the notice (i) cited above). The petition must
include a statement that, if the USPTO determines that the claims are directed to multiple inventions (e.g.,
in a restriction requirement), applicant will agree to make an election without traverse in a telephonic
interview, and elect an invention that meets the eligibility requirements in section Il or Il of the notice (i)
cited above.

(4) The petition to make special must be timely filed electronically using the USPTO electronic filing system,
EFS-Web, and selecting the document description of “Petition for Green Tech Pilot” on the EFS-Web
screen. Applicant should use form PTO/SB/420, which is available as a Portable Document Format (PDF)
fillable form in EFS-Web and on the USPTO Web site.

(5) The petition to make special must be filed at least one day prior to the date that a first Office action (which
may be an Office action containing only a restriction requirement) appears in the Patent Application
Information Retrieval (PAIR) system. Applicant may check the status of the application using PAIR.

(6) The petition to make special must be accompanied by a request for early publication in compliance with
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d).

Page 2



Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)}(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

Page 3

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records may
be disclosed to the Department of Justice to determine whether disclosure of these records is required by the
Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of
settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from
the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to comply
with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes
of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C.
218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency’s
responsibility to recommend improvements in records management practices and programs, under authority of
44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing
inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such
disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a
record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record
was filed in an application which became abandoned or in which the proceedings were terminated and which
application is referenced by either a published application, an application open to public inspection or an issued
patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.



PATENT
Docket No.: 91973-802157 (001510US)

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re application of:
FREDERICK M. ESPIAU ef al.

Application No.: 12/813,275

Filed: June 10, 2010

For: PLASMA LAMP WITH
DIELECTRIC WAVEGUIDE
HAVING A DIELECTRIC
CONSTANT OF LESS THAN
TWO

Customer No.: 20350

Confirmation No.: 6632

Examiner: Unassigned

Art Unit: 2821

PETITION TO MAKE SPECIAL

UNDER THE GREEN TECHNOLOGY
PILOT PROGRAM

Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

Commissioner:

Applicants hereby request to participate in the Green Technology Pilot

Program for the above-identified application.

Since this application was already published on August 25, 2011, 1t 1s

believed that there 1s no need to request early publication under 37 CFR 1.219 nor pay

the publication fee set forth in 37 CFR 1.18(d). However, if the Office determines that

another publication 1s necessary, the Commissioner 1s hereby authorized to charge

Deposit Account No. 20-1430 for the required amount.

By filing this petition, Applicants agree to make an election without

traverse in a telephonic interview and elect an invention that meets the eligibility

requirement and the classification requirement set forth in the Federal Register notice
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entitled “Pilot Program for Green Technologies Including Greenhouse Gas Reduction”

that was published in the Federal Register if the Office determines that the claims are not

obviously directed to a single invention.

STATEMENT OF SPECIAL STATUS FOR THE ELIGIBILITY REQUIREMENT

The basis for the special status is that the invention claimed in the above-
identified patent application materially contributes to the development of more efficient
utilization and conservation of energy recourses. The claimed invention relates generally
to highting techmiques, and provides a method and device using an electrodeless plasma
lighting device having a dielectric waveguide of a dielectric constant of less than two.
More particularly, the invention provides a method and apparatus having an electrodeless
plasma lighting device using a ceramic resonator structure of a diclectric constant of less
than two. The invention can be applied to a variety of applications including a warehouse
lamp, stadium lamp, lamps in small and large buildings, vehicle headlamps, aircraft
landing, bridges, warehouses, ultraviolet water treatment, agriculture, architectural
lighting, stage lighting, medical 1llumination, microscopes, projectors and displays, any

combination of these, and the like.

Benefits are achieved over pre-existing techniques using the present
invention. In a specific embodiment, the present invention provides a method and device
having configurations of input, output, and feedback coupling elements that provide for
electromagnetic coupling to the bulb whose power transfer and frequency resonance
characteristics that are largely dependent upon a waveguide body having at least two
materials. In a preferred embodiment, the present invention provides a method and
configurations with an arrangement that provides for improved manufacturability as well
as design flexibility. Other embodiments may include integrated assemblies of the output
coupling element and bulb that function in a complementary manner with the present
coupling element configurations and related methods for street lighting applications. Ina

preferred embodiment, the waveguide body comprises at least one dielectric material
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having a dielectric constant of two or less, which increases capacitance of the resonator
and reduces overall size of the plasma lamp apparatus. For example, the dielectric
material consists essentially of air (e.g., with a dielectric constant of about 1). In contrast,
various types of conventional electrodeless lamps utilize high dielectric constant material
in the waveguide to reduce the size of the waveguide. In certain embodiments of the
present invention, dielectric materials such as air or fluid are used. For example, a
portion or the entirety of a waveguide 1s filled with air. It is to be appreciated that air
filled portion of the waveguide, compared to waveguide filled by high-diclectric constant
material, has a reduced amount of RF loss (up to about 1 decibel} compared to
conventional waveguide with high dielectric constant material, thereby improving
performance. In addition, by filling a portion or an entirety of the waveguide with air
instead of matenial with high dielectric constant, the manufacturing costs and weight of
the waveguide are reduced. There are other benefits as well. In a specific embodiment,
the present method and resulting structure are relatively simple and cost effective to
manufacture for commercial applications. Depending upon the embodiment, one or more

of these benefits may be achieved.

A prelimmary amendment 1s filed herewith to reduce the number of
outstanding claims to no more than three (3) independent claims and twenty (20) total

claims.

Moreover, the application does not contain any multiple dependent claims.
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If the Examiner believes a telephone conference would expedite
prosecution of this application, please telephone the undersigned at 650-326-2400.
Further, the Commussioner 1s hereby authorized to charge any required fees or credit any

overpayment in connection with this paper to Deposit Account No. 20-1430.

Respectfully submitted,

/Dah-Bin Kao/

Dah-Bin Kao
Reg. No. 53,092

KILPATRICK TOWNSEND & STOCKTON LLP
Two Embarcadero Center, Eighth Floor

San Francisco, California 94111-3834

Tel: 650-326-2400

Fax: (415) 576-0300

DBK:dbk

63748494 v1



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USPLO. GOV

[ APPLICATION NO. J FILING DATE I FIRST NAMED INVENTOR ] ATTORNEY DOCKET NO. [ CONFIRMATION NO. I
12/813,275 06/10/2010 Frederick M. Espiau 91973-802157 (001510US) 6632
20350 7590 11/1012011 :
KILPATRICK TOWNSEND & STOCKTON LLP | EXAMINER |
TWO EMBARCADERO CENTER
EIGHTH FLOOR | ART UNIT l PAPER NUMBER J

SAN FRANCISCO, CA 94111-3834

The time period for reply, if any, is set in the attached communication.

Docket@kilpatricktownsend.com
ipefiling@kilpatricktownsend.com
jlhice@kilpatrick.foundationip.com

PTOL-90A (Rev. 04/07)

2821

| NOTIFICATION DATE I DELIVERY MODE

111072011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

KILPATRICK TOWNSEND & STOCKTON LLP
TWO EMBARCADERO CENTER

EIGHTH FLOOR

SAN FRANCISCO CA 94111-3834

In re Application of :
ESPIAU et al. : ~ DECISION ON PETITION

Application No. 12/813275 : TO MAKE SPECIAL UNDER
Filed: June 10, 2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 91973-802157 (001510US) ': PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed on September 29, 2011, to make the
above-identified application special under the pilot program for applications pertaining to Green
Technologies as set forth 74 Federal Register Notice 64666 (December 8, 2009) and amended by
75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is DISMISSED.

If reconsideration of this decision is desired, a petition for reconsideration must be filed within
ONE (1) MONTH OR THIRTY (30) DAYS from the mail date of this decision, whichever is
longer. No extension of this time limit can be granted under 37 CFR 1.136(a) or (b). The
petition for reconsideration should include an exhaustive attempt to provide the lacking item(s)
noted below, since, after a decision on the petition for reconsideration, no further reconsideration
or review of the matter will be undertaken by the Director.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications and
be filed prior to the date of the notice, December 8, 2009.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the



Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d). '

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

In regard to item 4, applicant’s statemerit pertaining to how the materiality standard is met does
not satisfy the requirements for this pilot. The petition alleges that the claimed invention
contributes to more efficient utilization and conservation of energy resources. The claims are
generally directed to a plasma lamp having a waveguide body, a power source, and a bulb having
a fill which forms a plasma. The materiality standard does not permit an applicant to speculate as
to how a hypothetical end-user might specially apply the invention in a manner that could
contribute to more efficient utilization and conservation of energy resources. Any argument that
the claimed invention can be used to provide more efficient utilization of energy resources is
considered speculate as to how a hypothetical end-user might specially apply the claimed
invention. The mere prediction of improved manufacturability and design flexibility does not
appear to result in more efficient utilization or conservation of energy resources.

Further, it is noted that in the “Statement of Special Status for Eligibility Requirement” section,
Applicant has misspelled resources as “recourses.”

Telephone inquiries concerning this decision should be directed to Colleen Dunn at 571-272-
1170.

The application is being forwarded to the appropriate Technology Center Art Unit for
action in its regular turn.

/Colleen Dunn/

Colleen Dunn
Quality Assurance Specialist
Technology Center 2800



PATENT
Docket No.: 91973-802157 (001510US)

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re application of: Confirmation No.: 6632
FREDERICK M. ESPIAU et al. Examiner: Unassigned
Application No.: 12/813,275 Art Unit: 2821
Filed: June 10,2010 REQUEST FOR RECONSIDERATION
OF DECISION ON PETITION TO
For:  PLASMA LAMP WITH MAKE SPECIAL UNDER THE
DIELECTRIC WAVEGUIDE GREEN TECHNOLOGY PILOT
HAVING A DIELECTRIC PROGRAM
CONSTANT OF LESS THAN
TWO
Customer No.: 20350

Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

Commissioner:

The Decision mailed on November 10, 2011 dismissed Applicants’
Petition to Make Special Under the Green Technology Pilot Program submitted on
September 28, 2011. The Decision states that the originally-filed Petition satisfies all
requirements under the Pilot program, with the exception that that Applicants’ statement
pertaining to how the materiality standard is met does not satisfy the requirements for this
pilot. Specifically, the Decision indicates that it is not readily apparent how the claimed
invention results in more efficient utilization of energy resources (which is item Bii of the

requirement cited in the Decisions).

Applicants respectfully request reconsideration because the claimed
invention relates to plasma lamps that are known in the art to be more energy efficient

than conventional lamps, thereby contributes to more efficient utilization of energy
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resources. See, for example, the Wikipedia article on Plasma Lamp

(http://en.wikipedia.org/wiki/Plasma_lamp), a portion of which is reproduced below for easy

reference.

“High-efficiency plasma lighting is the class of plasma lamps that have system
efficiencies of 90 lumens per watt or more. Lamps in this class are potentially the
most energy-efficient light source for outdoor, commercial and industrial lighting. This
is due not only to their high system efficiency but also to the small light source they
present enabling very high luminaire efficiency.

Luminaire Efficacy Rating (LER) is the single figure of merit the National Electrical
Manufacturers Association has defined to help address problems with lighting
manufacturers' efficiency claims [5] and is designed to allow robust comparison between

lighting types. . . .

Many modern plasma lamps, . . . have very small light sources—far smaller than HID
bulbs or fluorescent tubes—leading to much higher luminaire efficiencies also. High
intensity discharge lamps have typical luminaire efficiencies of 55%, and fluorescent

lamps of 70%. Plasma lamps typically have luminaire efficiencies exceeding 90%.”

Applicants submit that the claimed invention provides devices and
methods for improving plasma lamps, thereby contributes to more efficient utilization of
energy resources. Therefore, the claimed invention satisfies item Bii of the requirements
cited in the Decisions. According, Applicants believe that the petition is grantable and

respectfully request reconsideration of the petition.

If the Examiner believes a telephone conference would expedite
prosecution of this application, please telephone the undersigned at 650-326-2400.
Further, the Commissioner is hereby authorized to charge any required fees or credit any

overpayment in connection with this paper to Deposit Account No. 20-1430.

Respectfully submitted,
/Dah-Bin Kao/
Dah-Bin Kao, Reg. No. 53,092

KILPATRICK TOWNSEND & STOCKTON LLP
Two Embarcadero Center, Eighth Floor

San Francisco, California 94111-3834

Tel: 650-326-2400

Fax: (415) 576-0300

DBK:dbk

63856574 v1
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WWW.uspto.gov

[ APPLICATION NO. ] FILING DATE l FIRST NAMED INVENTOR —[ ATTORNEY DOCKETNO. | CONFIRMATION NO. I
12/813,275 06/10/2010 Frederick M. Espiau 91973-802157 (001510US) 6632
20350 7590 121272011
KILPATRICK TOWNSEND & STOCKTON LLP [ EXAMINER |
TWO EMBARCADERO CENTER
EIGHTH FLOOR | ART UNIT | PAPER NUMBER |
SAN FRANCISCO, CA 94111-3834 —

| NOTIFICATION DATE | DELIVERY MODE |
12/12/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, ifany, is set in the attached communication.

Notice of the Office communication was sent electi‘onically on above-indicated "Notification Date" to the

following e-mail address(es):

Docket@kilpatricktownsend.com
ipefiling@kilpatricktownsend.com
jlhice@kilpatrick.foundationip.com

PTOL-90A (Rev. 04/07)
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

KILPATRICK TOWNSEND & STOCKTON LLP- / ‘;‘/ / a'/”

TWO EMBARCADERO CENTER :

EIGHTH FLOOR

SAN FRANCISCO CA 94111-3834

In re Application of :

Frederick M. Espiau et al. : DECISION ON PETITION
Application No. 12/813,275 ’ : TO MAKE SPECIAL UNDER
Filed: June 10,2010 - : THE GREEN TECHNOLOGY

Attorney Docket No. 91973-802157 (001510US) : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed November 30, 2011, to make the
above-identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).
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The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status.

Telephone inquires concerning this decision should be directed to Blaine Copenheaver at 571-
272-1156. '

The application is being forwarded to the examiner for action on the merits
commensurate with this decision.

/Blaine Copenheaver/

Blaine Copenheaver
Quality Assurance Specialist
Technology Center 1700
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OFFICE OF PETITIONS

In re Application of

ESPIAU, et al. :

Application No. 12/813,275 : DECISION ON PETITION

Filed: June 10, 2010 : UNDER 37 CFR 1.137(b)

Attorney Docket No. 91973-802157 :

(001510US)

This is a decision on the petition, filed September 29, 201 1, which is being treated as a petition under 37
CFR 1.137(b) to revive the instant nonprovisional application for failure to timely notify the U.S. Patent
and Trademark (USPTO) of the filing of an application in a foreign country, or under a multinational
treaty that requires publication of applications eighteen months after filing. See 37 CFR 1.137(f).

The petition is GRANTED.

Petitioner states that the instant nonprovisional application is the subject of an application filed in an
eighteen-month publication country on March 28, 2011. However, the USPTO was unintentionally not
notified of this filing within 45 days subsequent to the filing of the subject application in an eighteen-
month publication country.

In view of the above, this application became abandoned pursuant to 35 U.S.C. § 122(b)(2)(B)(iii) and 37
CFR 1.213(c) for failure to timely notify the Office of the filing of an application in a foreign country or
under a multilateral international agreement that requires publication of applications 18 months after
filing.

A petition to revive an application abandoned pursuant to 35 U.S.C. 122(b)(2)(B)(iii) for failure to notify
the USPTO of a foreign filing must be accompanied by:

(1) the required reply which is met by the notification of such filing in a foreign country
or under a multinational treaty;

(2) the petition fee as set forth in 37 CFR 1.17(m); and

(3) a statement that the entire delay in filing the required reply from the due date of the
reply until the filing of a grantable petition was unintentional.
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The instant petition has been found to be in compliance with 37 CFR 1.137(b). Accordingly, the failure
to timely notify the USPTO of a foreign or international filing within 45 days after the date of filing of
such foreign or international application as provided by 35 U.S.C. § 122(b)(2)(B)(iii) and 37 CFR
1.213(c) is accepted as having been unintentionally delayed.

The previous Request and Certification under 35 U.S.C. § 122(b)(2)(B)(i) has been rescinded. A Notice
was mailed on May 19, 2011 and the application was published on August 25, 2011.

The file does not indicate a change of address has been submitted, although the address given on
the petition differs from the address of record. If appropriate, a change of address should be filed
in accordance with MPEP 601.03. A courtesy copy of this decision is being mailed to the
address given on the petition; however, the Office will mail all future correspondence solely to
the address of record.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-3208.

This application is being referred to Technology Center Art Unit 2821 for examination in due course.

/KOC/

Karen Creasy
Petitions Examiner
Office of Petitions

Cc:
DAH-BIN KAO

1080 MARSH ROAD
MENLO PARK, CA 94025
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In re Application of : QFFICE OF PETITIONS

Eric T. Marple et al. : :

Application No. 12/813,312 ' : DECISION ON PETITION
Filed: June 10, 2010 : TO WITHDRAW

Attorney Docket No. 022720.0178PTUS : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R. §
1.36(b), filed February 10, 2012.

~ The request is NOT APPROVED.

The Office will no longer accept address changes to a new practitioner or law firm filed with a
Request, absent the filing of a power of attorney to the new representative. The Office will
either change the correspondence address of record to the most current address information
provided for the assignee of the entire interest who properly became of record under 37 CFR
3.71 or, if no assignee of the entire interest has properly been made of record under 37 CFR 3.71,
the most current address information provided for the first named inventor.

Accordingly, the request to withdraw from record cannot be approved because a proper
forwarding address was not provided. The request to change the correspondence address should -
be that of the: (1) the first named signing inventor; or (2) an assignee of the entire interest under
37 CF.R 3.71. If an assignee has intervened in this application then a Statement under 37 CFR
3.73(b), or a copy of the actual assignment must be submitted with a renewed request.

According to the records an assignment was recorded on August 23, 2010. In order to change
the correspondence address and grant the request to withdraw from record, a copy of the actual
assignment or a statement under 37 CFR 3.73(b), must be submitted.

All future communications from the Office will continue to be directed to the above-identified
address until otherwise properly notified.
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Telephone inquiries concerning this decision should be directed to the undersigned at 571-272-
4618.

/Kimberly Inabinet/

Kimberly Inabinet
Petitions Examiner
Office of Petitions
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I APPLICATION NO. l FILING DATE l FIRST NAMED INVENTOR | ATTORNEY DOCKETNO. | CONFIRMATION NO. I
12/813,342 06/10/2010 Andras Tantos 3382-84206-02 ’ 6750
26119 7590 10/0172010 —
EXAMINER
KLARQUIST SPARKMAN LLP l I
121 S.W. SALMON STREET TSAI HENRY
SUITE 1600
PORTLAND, OR 97204 [ arunT | parernummer |
. 2184
l NOTIFICATION DATE I DELIVERY MODE J
10/01/2010 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):

tanya.harding@klarquist.com
docketing@klarquist.com
valerie.sullivan@klarquist.com

PTOL-90A (Rev. 04/07)
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KLARQUIST SPARKMAN LLP

121 S.W. SALMON STREET

SUITE 1600

PORTLAND OR 97204

In re Application of: TANTOS et al. :

Serial No.: 12/813,342 :  DECISION ON PETITION TO
Filed: June 10, 2010 : : :  MAKE SPECIAL FOR NEW
Docket: 3382-84206-02 : APPLICATION UNDER 37
Title: CONFIGURABLE CONNECTORFOR : CFR.§1.102& MP.EP. §

SYSTEM-LEVEL COMMUNICATION 708.02

This is a decision on- the petition filed on June 10, 2010 to make the above-identified
application special for accelerated examination procedure under 37 C.F.R. § 1.102(d).

The petition to fnake the application special is GRANTED.

The application is eligible for accelerated examination and the petition complies with the
conditions for granting the application special status pursuant to the “Change to Practice for
Petitions in Patent Applications to Make Special and for Accelerated Examination”
published June 26, 2006, in the Federal Register. (71 Fed. Reg. 36323).

The prosecution of the instant application will be conducted expeditiously according to the
following guidelines.

1. The application will be docketed to an examiner and taken up for action within two
weeks of the date of this decision.

2. Restriction Practice:

If the examiner determines that the claims are not directed to a single invention, a
telephone request to elect one single invention will be made pursuant to MPEP
812.01. As a prerequisite to the grant of this petition, the applicant has agreed to
make an oral election, by telephone, without traverse. If the applicant refuses to
make an election without traverse, or the examiner cannot reach the applicant after
a reasonable effort, the examiner will treat the first claimed invention (invention
defined by claim 1) as having being constructively elected without traverse for
examination.
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3. Office action:

If it is determined that, after appropriate consultation, there is a potential rejection
or any other issue to be addressed, the examiner will telephone the applicant and
arrange an interview to discuss and resolve the issue. An Office action, other than a
Notice of Allowance and Fee(s) Due (Notice of Allowance), will not be issued
unless either: 1) an interview was conducted but did not result in agreed to action
that places the application in condition for allowance, or, 2) a determination is made
that an interview would be unlikely to result in the application being placed in
condition for allowance, and 3) an internal conference has been held to review any
rejection of any claim.

4. Time for Reply:
An Office action other than a Notice of Allowance or a final Office action will set a
shortened statutory period of one month or thirty days, whichever is longer, for
reply with no extension of time available under 37 CFR 1.136(a). Failure to timely
file a reply within this non-extendible period for reply will result in the
abandonment of the application.

5. Reply by Applicant:

A timely reply to an Office action other than the Notice of Allowance must be
submitted electronically via EFS or EFS-web and limited to addressing the .
rejections, objections and requirement made. Any amendment that attempts to: 1)
add claims which would result in more than three pending independent claims or
more than twenty pending total claims; 2) present claims not encompassed by the
pre-examination search or an updated accelerated examination support document;
or 3) present claims that are directed a non-elected invention or an invention other
than that previously claimed and examined in the application, will be treated as not
fully responsive and will not be entered.

For any amendment to the claims (including any new claim) that is not
encompassed by the accelerated examination support document, applicant must
provide an updated accelerated examination support document that encompasses the
amended or new claims at the time of filing of the amendment.

To proceed expeditiously with the examination, it is recommended that a reply with
amendments made to any claim or with any new claim being added be accompanied
by an updated accelerated examination support document or a statement explaining
how the amended or new claim is supported by the original accelerated examination
support document.

6. Information Disclosure Statement (IDS):
Any IDS filed during prosecution must be submitted electronically via EFS or EFS-
web, accompanied by an updated accelerated examination support document, and
be in compliance with 37 CFR 1.97 and 1.98.

7. Post-Allowance Processing:
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To expedite processing of the allowed application into a patent, the applicant must:
1) pay the required fees within one month of the date of the Notice of Allowance,
and 2) not file any post allowance papers not required by the Office. In no event
may the issue fee be paid and accepted later than three months from the date of the
Notice of Allowance.

8. After-Final and Appeal Procedures: -
To expedite prosecution, after receiving the final Office action, applicant must: 1)
promptly file a notice of appeal, an appeal brief and appeal fees; and 2) not request
a pre-appeal brief conference.

Any amendment, affidavit or other evidence filed after final Office action must
comply with applicable rules and the requirements outhned in numbered paragraphs
5 and 6 above.

On appeal, the application will proceed according to normal appeal procedures.
After appeal, the application will again be treated special.

9. Proceedings Outside the Normal Examination Process:
If the application becomes involved in a proceeding that is outside the normal
examination process (e.g., a secrecy order, national security review, interference
proceeding, petitions under 37 CFR 1.181, 182 or 183), the application will be
treated special before and after such proceeding.

10. Final Disposition:
The twelve-month goal of this accelerated examination procedure ends with a final
disposition. The mailing of a final Office action, a Notice of Allowance, the filing
of a Notice of Appeal, or the filing of a Request for Continued Examination (RCE)
is the final disposition.

If, during prosecution, a paper is not filed electronically using EFS-web, a reply is filed but
is not fully responsive, the application is involved in an appeal, or a proceeding outside
normal examination process, the application will still be examined expeditiously, however,
the final disposition may occur more than twelve months from the filing of the application.

Any inquiry regarding this decision should be directed to Mano Padmanabhan at (571) 272-
4210. If attempts to reach the undersigned by telephone are unsuccessful, Kakali Chaki,
Quality Assurance Specnahst can be reached at (571) 272-3719.

/Mano Padmanabhan/

Mano Padmanabhan,

Quality Assurance Specialist

Technology Center 2100

Computer Architecture, Software and Information Security
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PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Altorney Docket Application Number - - X ]
Number: 83142445 {if known}: 12/813,343 Fiing date: gg.10-2010
First Named

fest Named

frventor

Titte: VEHICLE STEERABILITY AND STABIITY CONTROL VIA INDEPENDENT WHEEL TORQUE CONTROL ITCH INFORMATION

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABQVE-IDENTIFIED APPLICATION. See Instruction Sheet on page 2.

This pelition must be timely filed electronically using the USPTQO slsctronic filing system, EFS-Web.
1 By filing this petition;

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1,219 and the publication fee set forth in 37 CFR 1.18{d) accompanies this request.
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| APPLICATION NO. FILING DATE l FIRST NAMED INVENTOR | ATTORNEY DOCKETNO. | CONFIRMATION NO. |
12/813,343 06/10/2010 Hai Yu 83142445 6752
77327 7590 04/11/2011
EXAMINER
ANGELA M. BRUNETTI, PLLC I : —l
3233 Lake Forest Dr. TRAN, KHOI' H

Sterling Heights, MI 48314

I ART UNIT I PAPER NUMBER —l

3664

l NOTIFICATION DATE | DELIVERY MODE I

04/11/2011 ELECTRONIC
Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

ANGELA@I3LAW.COM
LISA@I3LAW.COM

PTOL-90A (Rev. 04/07)
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ANGELA M. BRUNETTI, PLLC
3233 Lake Forest Dr.
Sterling Heights MI 48314

In re Application of :

Hai YU et al. : DECISION ON PETITION
Application No. 12/813,343 : TO MAKE SPECIAL UNDER
Filed: June 10,2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 83142445 : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed March 21, 2011 to make the above-
identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended by 75
Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049 (November 10,
2010).

The petition is DISMISSED.

If reconsideration of this decision is desired, a petition for reconsideration must be filed within ONE
(1) MONTH OR THIRTY (30) DAYS from the mail date of this decision, whichever is longer. No
extension of this time limit can be granted under 37 CFR 1.136(a) or (b). The petition for
reconsideration should include an exhaustive attempt to provide the lacking item(s) noted below, since,
after a decision on the petition for reconsideration, no further reconsideration or review of the matter
will be undertaken by the Director.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as set
forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC 111(a) or be
a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application must
have no more than 3 independent claims and no more than 20 total claims. 2) The application must not
contain any multiple dependent claims. 3) The petition must state the basis for seeking special status,
i.e., the claimed invention either: A) materially enhances the quality of the environment or B)
materially contributes to: i) the discovery or development of renewable energy resources, ii) the more
efficient utilization and conservation of energy resources, or iii) greenhouse gas emission reduction. 4)
If the disclosure is not clear on its face that the claimed invention materially contributes under category
(A) or (B), the petition must be accompanied by a statement by the applicant, assignee, or an
attorney/agent registered to practice before the Office explaining how the materiality standard is met.
5) A statement that applicant will agree to make an election without traverse in a telephonic interview
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if a restriction requirement is made by the examiner. 6) The petition to make special must be filed
electronically. 7) The petition must be filed at least one day prior to the date that a first Office Action
appears in the Patent Application Information Retrieval (PAIR) system. 8) The petition must be
accompanied by a request for early publication in compliance with 37 CFR 1.219 and include the
publication fee as set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of the petition to make special for applications pertaining
to Green Technologies has been waived.

As set forth at numeral 8 in the Requirements section of the Notice, the petition to make special must
be accompanied by a request for early publication and the publication fee set forth in 37 CFR 1.18(d).
Petitioner’s deposit account has been charged the $300 early publication fee in accordance with this
notice.

The petition lacks item 4.

In regard to item 4, the disclosure of the application does not explain how a wheel torque control and
method for controlling a vehicle to enhance the stability and steerability of a hybrid/electric vehicle
would reduce fuel consumption. There is nothing in the disclosure of the application that explains how
the claimed system and method materially enhances the quality of the environment, or materially
contributes to the more efficient utilization and conservation of energy resources. As stated in the
notice, the materiality standard does not permit an applicant to speculate as to how a hypothetical end-
user might specially apply the invention in a manner than could materially contribute to category (A)
or (B). Also see MPEP § 708.02 (VI). Accordingly, as there is no materiality statement, it is unclear
as to how the claimed invention would materially contribute to category (A) or (B), and it is not agreed
that the application on its face meets that materiality standard.

Any reconsideration of this decision should be submitted through the USPTO electronic filing system,
EFS-Web, and selecting the document description of “Petition for Green Tech Pilot” on the EFS-Web
screen.

Telephone inquiries concerning this decision should be directed to Lanna Mai at 571-272-6867.

The application is being forwarded to the Technology Center Art Unit 3664 for action in its

regular turn.

/Lanna Mai/

Lanna Mai
Quality Assurance Specialist
Technology Center 3600
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I APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ] ATTORNEY DOCKET NO. I CONFIRMATION NO. ]
12/813,354 067102010 Gregory T. Grefenstette A1320Q-US-CNTI 6783
25453 7590 03/3012012
PATENT DOCUMENTATION CENTER I EXAMINER |
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03/30/2012 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

usa.ogc.docket@xerox.com
OfficeAction@xerox.com

PTOL-90A (Rcv. 04/07)
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Timothy E. Bianchi

Patent Documentation Center
Xerox Corporation

100 Clinton Ave, South

Mail Stop: XRX2-020
Rochester, NY 14644

Inre Appl!ication of: :

Gre%OQ . GREFENSLETTE et al. :

Appl. No.: 12/813,354 :  DECISION ON PETITION
Filed: June 10, 2010 . UNDER 37 CFR 1.59

For: (S)\((J%’l}“{l%El\:/fSFOR AUTOMATICALLY GENERATING :

This is a decision on the petition under 37 CFR 1.59(b), filed on 08 February 2012, to expunge
the materials submitted pursuant to MPEP § 724.02.

The petition is GRANTED.

Petitioner requests that the materials in a sealed envelopes submitted on 08 February 2012 be
expunged from the record. Petitioner states that the materials are trade secret. The petition fee
set forth in 37 CFR 1.17(g) has been paid.

Applicant is required to retain a copy of the expunged materials for the life of any patent, which
issues on the above-identified application.

The expunged materials have been removed from the official file and will be forwarded to the
shred room to be shredded. The petition and support document have been closed from public
view.

Any inquiry concerning this decision should be directed to the undersigned whose
telephone number is (571) 272-3613.

/Vincent N. Trans/
Vincent N. Trans, QAS
Technology Center 2100
Computer Architecture and Software
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Doc Code: PET.AUTO U.S. Patent and Trademark Office
Document Description: Petition automatically granted by EFS-Web Department of Commerce

Electronic Petition Request REQUEST FOR WITHDRAWAL AS ATTORNEY OR AGENT AND CHANGE OF

CORRESPONDENCE ADDRESS

Application Number 12813374

Filing Date 10-Jun-2010

First Named Inventor Brian Russell

Art Unit 2612

Examiner Name THOMAS MULLEN

Attorney Docket Number ZEP-106

Title

Electric field sensing device

Please withdraw me as attorney or agent for the above identified patent application and
the practitioners of record associated with Customer Number: 64713

®

The reason(s) for this request are those described in 37 CFR:

10.40(c)(5)

Certifications

I/We have given reasonable notice to the client, pricr to the expiration of the response period, that the practitioner(s)
intend to withdraw from employment

X

I/We have delivered to the client or a duly authorized representative of the client all papers and property (including funds)
X to which the client is entitled

[X] 1/We have notified the client of any responses that may be due and the time frame within which the client must respond

Change the correspondence address and direct all future correspondence to the first named inventor or assignee that has
properly made itself of record pursuant to 37 CFR 3.71:

Name Zephyr Technology Corporation
Address 1 Annapolis Street, Suite 200
City Annapolis

State MD

Postal Code 21401

Country us




| am authorized to sign on behalf of myself and all withdrawing practitioners.

Signature

/Melvin Barnes/

Name

Melvin Barnes

Registration Number

38375
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

Decision Date: March 20, 2012
DECISION ON REQUEST TO WITHDRAW AS

ATTORNEY/AGENTOF RECORD

In re Application of :
Brian Russell
Application No: 12813374

Filed : 10-Jun-2010
Attorney Docket No: ZEP-106

This is an electronic decision on the Request to Withdraw as attorney or agent of record under 37 CFR § 1.36(b), filed March 20, 2012
The request is APPROVED.
The request was signed by ~ Melvin Barnes (registration no. 38375 ) on behalf of all attorneys/agents

associated with Customer Number 64713 . All attorneys/agents associated with Cusotmer Number 64713 have

been withdrawn.

Since there are no remaining attorneys of record, all future communications from the Office will be directed to the first named
inventor or assignee that has properly made itself of record pursuant to 37 CFR 3.71, with correspondence address:

Name Zephyr Technology Corporation
Name2

Address 1 1 Annapolis Street, Suite 200
Address 2

City Annapolis

State MD

Postal Code 21401
Country us

As a reminder, requester is required to inform the first named inventor or assignee that has properly made itself of record
pursuant to 37 CFR 3.71 of the electronically processed petition.

Telephone inquiries concerning this decision should be directed to the Patent Electronic Business Center (EBC) at 866-217-9197.

Office of Petitions
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Commissioner for Patents

United States Patent and Trademark Office
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WASHINGTON DC 20036

Jur 21201
OFFICE OF PETITIONS
In re Application of
CHARNEAU et al. :
Application No. 12/813,375 : DECISION DISMISSING PETITION
Filed: June 10, 2010 : UNDER 37 CFR 1.78(a)(3)

Attorney Docket No. DI96-69-D : AND 37 CFR 1.55(¢c)

This is a decision on the petitions under 37 CFR 1.78(a)(3) and 37 CFR 1.55(c), filed May 13,
2011, to accept an unintentionally delayed claim under 35 U.S.C. §§ 120 and 365(c) for the
benefit of priority to prior-filed nonprovisional and PCT applications, and under 35 U.S.C. §
119(a)-(d) for the benefit of priority to a prior-filed foreign application, as set forth in the
concurrently filed amendment.-

The petition is DISMISSED AS MOOT.

The petition is accompanied by an amendment to the first sentence of the specification (page 1,
line 1), following the title to include a reference to the prior-filed nonprovisional applications
and a prior-filed foreign application. While a reference to the prior-filed nonprovisional
applications and prior-filed foreign application was net included in an Application Data Sheet
(ADS) or in the first sentence of the specification following the title as required by the rules, a
reference, nevertheless, was made in the transmittal letter filed with the application.

Where a claim for priority under 37 CFR § 1.78(a)(3) is not included in the first sentence of the
specification or in an ADS but does appear either in the oath or declaration or a transmittal letter
filed with the application and the Office notes the claim for priority, no petition will be required
to accept a late claim for priority. This is because the application would have been scheduled for
publication on the basis of the information concerning the claim submitted elsewhere in the
application within the time period set forth in 37 CFR § 1.78(a)(2)(ii). On the other hand, if the
USPTO does not note the claim for priority to the prior-filed applications set forth in the oath or
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declaration or transmittal letter submitted with the application, a petition will be required to
accept a late claim for priority under 37 CFR § 1.78(a)(3).! In the present case, the Office noted
the claim for priority to the prior-filed provisional applications in the transmittal letter filed with
the application, as shown by their inclusion on the filing receipt.

It is noted that the amendment improperly incorporates by reference the prior-filed applications.
An incorporation by reference statement added after an application’s filing date is not effective
because no new matter can be added to an application after its filing date (see 35 U.S.C. §
132(a)). If an incorporation by reference statement is included in an amendment to the
specification to add a benefit claim under 35 U.S.C. § 120 after the filing date of the application,
the amendment would not be proper. When a benefit claim under 35 U.S.C. § 120 is submitted
after the filing of an application, the reference to the prior application cannot include an
incorporation by reference statement of the prior application. See Dart Industries v. Banner, 636
F.2d 684, 207 USPQ 273 (C.A.D.C. 1980). Note MPEP §§ 201.06(c) and 608.04(b).

In view of the above, the $1410.00 petition fee submitted is unnecessary and will be refunded to
petitioner’s deposit account in due course. '

Any questions concerning this matter may be directed to Jose’ G Dees at (571) 272-1569.

Petitions Examiner
Office of Petitions

! Note MPEP 201.11 (IIT)(D) and 66 Federal Register 67087 at 67089 (Dec. 28, 2001),
effective December 28, 2001.
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OFFICE OF PETITIONS

In re Application of Lam et al.

Application No. 12/813,419 :

Filing Date: June 10, 2010 : Decision on Request
Attorney Docket No. MBMCS5.001AUS

Pub. No.: US 2010/0315693 Al

Pub. Date: December 16, 2010

This is a decision on the request for a corrected patent application publication under
37 C.F.R. § 1.221(b) filed February 16, 2011.

The request is granted.

The corrected patent application publication will be published in due course, unless the patent
issues before the application is republished.

Telephone inquiries regarding this communication may be directed to Senior Petitions Attorney °
Steven Brantley at (571) 272-3203. '

Christopher Bottorff

Petitions Examiner
Office of Petitions
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QFFICE OF PETITIONS
In re Application of
Xiaopeng Chen et al. : ‘
Application No. 12/813,467 : DECISION ON PETITION
Filed: June 10, 2010 : TO WITHDRAW ‘
Attorney Docket No. MPO541RE D FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record
under 37 CFR § 1.36(b), filed May 10, 2011.

The request is NOT APPROVED.

The request cannot be approved because the requested change in the
correspondence address is improper. The assignee name listed in the request
is not of record.

The Office will only accept correspondence address changes to the most .
current address information provided for the assignee of the entire interest who
properly became of record under 37 CFR 3.71, or, if no assignee of the entire
interest has properly been made of record, the most current address
information provided for the first named inventor. 37 CFR 3.71(c) states:

An assignee becomes of record either in a national patent
application or a reexamination proceeding by filing a
statement in compliance with § 3.73(b) that is signed by a
party who is authorized to act on behalf of the assignee.
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The assignee must establish its ownership of the patent to the satisfaction of
the Director. In this regard, the statement under 37 CFR 3.73(b) must have
either: (i) documentary evidence of a chain of title from the original owner to
the assignee (e.g., copy of an executed assignment), and a statement affirming
that the documentary evidence of the chain of title from the original owner to
the assignee was or concurrently is being submitted for recordation pursuant
to § 3.11; or (ii) a statement specifying where documentary evidence of a chain
of title from the original owner to the assignee is recorded in the assignment
records of the Office (e.g., reel and frame number).

Therefore, as there is currently no Statement under 37 CFR 3.73(b) with the
current assignee information of record in the instant application, the Office

cannot change the correspondence address to the address on the Request to
Withdraw at this present time. -

All future communications from the Office will continue to be directed to the
above-listed address until otherwise notified by applicant.

Telephone inquiries concerning this decision should be directed to JoAnne
Burke at 571-272-4584.

Petitions Examiner
Office of Petitions
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In re Application of

Xiaopeng Chen et al. :
Application No. 12/813,470 : DECISION ON PETITION

Filed: June 10, 2010 : TO WITHDRAW

Attorney Docket No. MP0541C1RE : FROM RECORD

This is a decision on the Request to Withdraw as attorney or'agent c_>f record
~under 37 CFR § 1.36(b), filed May 10, 2011.

The request is NOT APPROVED.

The request cannot be approved because the requested change in the
correspondence address is improper. The assignee name listed in the request
is not of record. ' ‘

The Office will only accept correspondence address changes to the most
current address information provided for the assignee of the entire interest who
properly became of record under 37 CFR 3.71, or, if no assignee of the entire
interest has properly been made of record, the most current address
information provided for the first named inventor. 37 CFR 3.71(c) states:

- An assignee becomes of record either in a national patent
application or a reexamination proceeding by filing a
statement in compliance with § 3.73(b) that is signed by a
party who is authorized to act on behalf of the assignee.
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The assignee must establish its ownership of the patent to the satisfaction of
the Director. In this regard, the statement under 37 CFR 3.73(b) must have
either: (i) documentary evidence of a chain of title from the original owner to
the assignee (e.g., copy of an executed assignment), and a statement affirming
that the documentary evidence of the chain of title from the original owner to
the assignee was or concurrently is being submitted for recordation pursuant
to § 3.11; or (ii) a statement specifying where documentary evidence of a chain
of title from the original owner to the assignee is recorded in the a331gnment
records of the Office (e.g., reel and frame number).

Therefore, as there is currently no Statement under 37 CFR 3.73(b) with the
current assignee information of record in the instant application, the Office
cannot change the correspondence address to the address on the Request to
Withdraw at this present time.

All future communications from the Office will continue to be directed to the
above-listed address until otherwise notified by applicant.

Telephone inquiries concerning this decision should be directed to JoAnne

Office of Petitions
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In re Application of OFHCE OF PETITIONS

Ko-Chiang LIN :

Application No. 12/813,478 : NOTICE
Filed: June 10,2010 :

Attorney Docket No. ISCP0006USA

This is a notice regarding your request for acceptance of a fee deficiency submission under 37 CFR 1.28.

The Office no longer investigates or rejects original or reissue applications under 37 CFR 1.56. 1098 Off. Gaz. Pat.
Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This application is no longer entitled to small entity status. Accordingly, all future fees paid in this application must
be paid at the large entity rate.

The application file does not indicate a change of address has been filed in this case, although the address given on
the petition differs from the address of record. A change of address should be filed in this case in accordance with
MPEP 601.03. A courtesy copy of this decision is being mailed to the address noted on the petition. However, until
otherwise instructed, all future correspondence regarding this application will be mailed solely to the address of
record.

There is no indication that the person signing the petition was ever given a power of attorney to prosecute the
application. If the person signing the petition desires to receive future correspondence regarding this application, the
appropriate power of attorney document must be submitted. While a courtesy copy of this decision is being mailed
to the person signing the petition, all future correspondence will be directed to the address currently of record until

- appropriate instructions are received.

Inquiries related to this communication should be directed to the undersigned at (571) 272-2783.

/Tredelle D. Jackson/
Paralegal Specialist
Office of Petitions

cc: KLEIN, O’NEILL & SINGH, LLP
18200 VON KARMAN AVENUE
SUITE 725
IRVINE CA 92612
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MORRIS MANNING MARTIN LLP

3343 PEACHTREE ROAD, NE
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SFP 22 2010

OFFICE OF PETITIONS
In re Application of : :
Huang et al. : DECISION REFUSING STATUS
Application No. 12/813,591 : UNDER 37 CFR 1.47(a)

Filed: June 11, 2010
Attorney Docket No. 14970-74724

This is in response to the petition under 37 CFR 1.47(a), filed June 11, 2010.
The petition is DISMISSED.

Rule 47 applicant is given TWO (2) MONTHS from the mailing date of this decision to reply, correcting
the below-noted deficiencies. Any reply should be entitled “Request for Reconsideration of Petition
Under 37 CFR 1.47(a),” and should only address the deficiencies noted below, except that the reply may
include an oath or declaration executed by the non-signing inventor. FAILURE TO RESPOND WILL
RESULT IN ABANDONMENT OF THE APPLICATION. Any extensions of time will be governed
by 37 CFR 1.136(a).

A grantable petition under 37 CFR 1.47(a) requires: (1) proof that the non-signing inventor cannot be
reached or refuses to sign the oath or declaration after having been presented with the application papers
(specification, claims and drawings); (2) an acceptable oath or declaration in compliance with 35 U.S.C.
§§ 115 and 116; (3) the petition fee; and (4) a statement of the last known address of the non-signing
inventor. Applicant lacks items (1) and (2) set forth above.

As to item (1), the applicable statute (35 U.S.C.§ 116) requires that a “diligent effort” have been
expended in attempting to find or reach the non-signing legal representative. See MPEP 409.03(a). The
showing currently fails to demonstrate, with a documented showing, that a diligent effort was made to
find or locate non-signing legal representative Yi-Chuan He, such that the declaration can be accepted
under 37 CFR 1.47(a). Where inability to find or locate a named inventor’s legal representative is
alleged, a statement of facts should be submitted that fully describes the exact facts which are relied on to
establish that a diligent effort was made to locate the legal representative.

Petitioner has not demonstrated that all efforts were expended in trying to locate non-signing Yi-Chuan
He. In this regard, petitioner should, at the very least, conduct a search of the regional or national
registry(s). Tﬁe results of such search should be made in any future petition for reconsideration. See
MPEP 409.03(d). Additionally, petitioner should state whether he has access to Yi-Chuan He’s
personnel records and, if so, what does inspection of the records reveal as to a current address,
forwarding address, or an address of the nearest living relative? What does inspection of the phone
directories for those address locations reveal? Further, the petition fails to indicate that correspondence
was ever mailed unsuccessfully to the legal representative’s last known address. Therefore, at the very
least, petitioner should mail correspondence to the legal representative’s last known address, return
receipt and/or forwarding address requested. If a forwarding address is provided, petitioner should then
mail a complete copy of the application papers (specification, claims, drawings, oath, etc.) to Yi-Chuan
He’s address, return receipt requested, along with a cover letter of instructions which includes a deadline
or a statement that no response will constitute a refusal. This sort of ultimatum lends support to a finding
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of refusal by conduct. If the papers are returned and all other attempts to locate or reach the legal
representative, e.g., through personnel records, co-workers, E-mail, the Internet or the telephone, etc.,
continue to fail, then applicant will have established that the legal representative cannot be reached after
diligent effort or has refused to join in the application. The statements of facts must be signed, where
at all possible, by a person having firsthand knowledge of the facts recited therein and should be
accompanied by documentary evidence in support of the statement of facts. It is important that the
forthcoming communication contain statements of fact as opposed to conclusions.

Where there is an express or oral refusal, that fact, along with the time and place of the refusal, must be
stated in an affidavit or declaration by the party to whom the refusal was made. Where there is a written
refusal, a copy of the document(s) evidencing that refusal must be made part of the affidavit or
declaration.

When it is concluded by the rule 47 applicant that an omitted legal representative’s conduct constitutes a
refusal, all facts upon which that conclusion is based should be stated in an affidavit or declaration. If
there is documentary evidence to support facts alleged in the affidavit or declaration, such evidence must
be submitted. .

Whenever an omitted legal representative gives a reason for refusing to sign the application oath or
declaration, that reason should be stated in the affidavit or declaration.

Further, it is unclear whether or not the legal representative, Yi-Chuan He, was presented with a copy of
the complete application.

As to item (2), pursuant to MPEP 409.01(a), the legal representative (executor, administrator, etc.) of the
deceased inventor may make the necessary oath or declaration, and apply for and obtain the patent. The

legal representative should be identified as such in the oath or declaration submitted pursuant to 37 CFR
1.63 and 1.64.

Finally, the copy of the official death certificate of Chao Yang Chen provided with the instant petition is
in Chinese. Petitioner must submit an English translation with any renewed petition.

Further correspondence with respect to this matter should be addressed as follows:

By Mail: Mail Stop PETITION
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By Hand: U. S. Patent and Trademark Office
Customer Window, Mail Stop PETITIONS
401 Dulany Street
Alexandria, VA 22314

The centralized facsimile nurﬁber is (5§71) 273-8300.
Telephone inquiries should be directed to Petitions Examiner Liana Walsh at (571) 272-3206.

/dab/

David Bucci
Petitions Examiner
Office of Petitions
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MORRIS MANNING MARTIN LLP
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OFFICE OF PETIIONS
In re Application of :
Huang et al. : DECISION REFUSING STATUS
Application No. 12/813,591 : UNDER 37 CFR 1.47(a)

Filed: June 11, 2010
Attorney Docket No. 14970-74724

This is in response to the renewed petition under 37 CFR 1.47(a), filed December 22, 2010.
The petition is DISMISSED.

Rule 47 applicant is given TWO (2) MONTHS from the mailing date of this decision to reply,
correcting the below-noted deficiencies. Any reply should be entitled “Request for
Reconsideration of Petition Under 37 CFR 1.47(a),” and should only address the deficiencies
noted below, except that the reply may include an oath or declaration executed by the non-
signing inventor. FAILURE TO RESPOND WILL RESULT IN ABANDONMENT OF
THE APPLICATION. Any extensions of time will be governed by 37 CFR 1.136(a).

A grantable petition under 37 CFR 1.47(a) requires: (1) proof that the non-signing inventor
cannot be reached or refuses to sign the oath or declaration after having been presented with the
application papers (specification, claims and drawings); (2) an acceptable oath or declaration in
compliance with 35 U.S.C. §§ 115 and 116; (3) the petition fee; and (4) a statement of the last
known address of the non-signing inventor.

Petitioner has now complied with item (1) listed above. However, petitioner continues to lack
item (2) as set forth above. Although petitioner has now complied by submitting a Supplemental
Declaration Sheet for the legal representative of the deceased inventor, the declaration has been
signed by the co-inventors. A declaration signed by all the available joint inventors with the
signature block of the nonsigning legal representative(s) left blank may be treated as having been
signed by all the available joint inventors on behalf of the nonsigning legal representative(s),
unless otherwise indicated. Accordingly, a declaration with the signature block of Yi-Chuan He
left blank should be submitted.

Further correspondence with respect to this matter should be addressed as follows:
By Mail: Mail Stop PETITION

Commissioner for Patents
Post Office Box 1450
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Alexandria, VA 22313-1450

By Hand: " U. S. Patent and Trademark Office
Customer Window, Mail Stop PETITIONS
401 Dulany Street
Alexandria, VA 22314

The centralized facsimile number is (§71) 273-8300.

Telephone inquiries should be directed to the undersigned at (571) 272-3206.

iana Walsh
Petitions Examiner

Office of Petitions

Page 2
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In re Application of

Huang et al. :

Application No. 12/813,591 : DECISION GRANTING STATUS
Filed: June 11, 2010 : STATUS UNDER 37 CFR 1.47(a)
Attorney Docket No. 14970-74724 :

This is in response to the renewed petition under 37 CFR 1.47(a), filed June 17, 2011.
The petition is GRANTED.

Petitioner has shown that the nonsigning legal representative, Yi-Chuan He, has refused to join in
the filing of the above-identified application.

The above-identified application and papers have been reviewed and found in compliance with 37
CFR 1.47(a). This application is hereby accorded Rule 1.47(a) status. As provided in Rule
1.47(c), this Oftice will forward notice of this application's filing to the nonsigning legal
representative at the address given in the petition. Notice of the filing of this application will also
be published in the Official Gazette.

Telephone inquiries regarding this decision should be directed to the undersigned at (571) 272-3206.

This matter is being referred to Technology Center AU 2622 for examination on the merits.

/Liana Walsh/
Liana Walsh
Petitions Examiner
Office of Petitions
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YI-CHUAN HE

NO. 9, ALY. 1, LN. 6, ZHENAN RD.

DADU TOWNSHIP, TAICHUNG COUNTY 432 _

TAIWAN (R.O.C.) MA"-ED
JuL 18201

QFFICE OF PETITIONS

In re Application of

Huang et al. :

Application No. 12/813,591 : ON PETITION

Filed: June 11, 2010
Attorney Docket No. 14970-74724

Ms. He,

You are named as a legal representative of a joint inventor in the above identified United States
patent application, filed und};r the provisions of 35 U.S.C. 116 (United States Code), and 37 CFR
1.47(a), Rules of Practice in Patent Cases. Should a patent be granted on the application you will
be designated therein as a legal representative of a joint inventor.

As the legal representative of a named inventor, you are entitled to inspect any paper in the file
wrapper of the application, order copies of all or-any part thereof (at a prepaid cost per 37 CFR
1.19) or make your position of record in the application. Alternatively, you may arrange to do
any of the preceding through a registered patent attorney or agent presenting written
authorization from you. If you care to join in the application, counsel of record would
presumably assist you. Joining in the application would entail the filing of an appropriate oath or
declaration by you pursuant to 37 CFR 1.63.

Telephone inquiries regarding this communication should be directed to the undersigned at (571)
272-3206. Requests for information regarding your application should be directed to the File
Information Unit at (703) 308-2733. Information regarding how to pay for and order a copy of
the apglication, or a specific paper in the application, shouFd be directed to Certification Division
at (703) 308-9726 or 1 (800) 972-6382 (outside the Washington D.C. area).

{Liana Walsh/
Liana Walsh
Petitions Examiner
Office of Petitions
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OFFICE OF PETITIONS
In re Application of
Richard J. Arnott et al. :
Application No. 12/813,632 : DECISION ACCORDING STATUS

Filed: June 11, 2010 : UNDER 37 CFR 1.47(a)
Attorney Docket No. Arnott-1003 X -

This is in- response to the petition filed September 23, 2010 under 37 CFR 1.47(a).
The petition under 37 CFR 1.47(a) is GRANTED. |

The above-identified application was filed on June 11, 2010 without an oath or
declaration. Accordingly, on June 25, 2010, a “Notice To File Missing Parts Of
Nonprovisional Application” (“Notice To File Missing Parts”) was mailed, requiring, inter
alia, an executed oath or declaration in compliance with 37 CFR 1.63 and a surcharge
for its late filing. _ '

In response, a one month extension of time request and the instant petition, seeking
status under 37 CFR 1.47, was filed. Petitioner claims that joint inventors Cano and
Loebig refuse to execute the declaration.

A grantable petition under 37 CFR 1.47(a) requires: (1) proof that the non-signing
inventor cannot be reached or refuses to sign the oath or declaration after having been
presented with the application papers (specification, claims and drawings); (2) an
acceptable oath or declaration in compliance with 35 U.S.C. §§ 115 and 116; (3) the
petition fee; and (4) a statement of the last known address of the non-signing inventor.

The petition bears proof that the application papers were forwarded to the joint
inventors however, Attorney Randy Notzen has replied on behalf of joint inventors Cano
-and Loebig that neither is interested in signing the declaration and both refuse to
cooperate with the filing of the instant application.

The above-identified application and papers have been reviewed and found in
compliance with 37 CFR 1.47(a). In view thereof, this application is hereby accorded
Rule 1.47(a) status.
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Thus, as provided in Rule 1.47c, this Office will forward notice of this application's filing
to the non-signing inventor at the address given in the petition. Notice of the filing of this
application will also be published in the Official Gazette.

The late filing surcharge, petition fee, filing fees and the extension of time fee have
been charged to deposit account no. 50-2800.

Th|s matter is being referred to the Office of Patent Application Processnng for further
pre-examination processing.

Telephone inquiries concerning this matter may be directed to-the undersigned
Petitions Attorney at (571) 272-3212.

o1

Patricia Faison-Ba
Senior Petitions Attorney
Office of Petitions -
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First Named inventor: Wei Xiong
Confirmation No.: 7420

Serial No.: 12/813,650

Filing Date: 06-11-2010

S St T e it Vg ol ittt

Atty Docket No.: 236440

Commissioner for Patents
P.0. Box 1450
Alexandria, VA 22313-1450

Statement Concerning the Basis for the Special Status
SiR:

Apphlicant respectfully submits that Special Status is sought on the basis
that the present invention materially contributes {o the development of renewable
energy resources or energy conservation.

The undersigned attorney may be contacted at the number below to
facilitate the resolution of any matters. Please charge any fees that are incurred
in connection with this Statement to deposit account no. 09-0470.

Respectiudly submitted,
General Electric Company
By /Douglas B. Zhang/

Dougtlas D. Zhang
Reg. No. 37 985

Dated: January 7, 2011

GE Global Patent Operation
2 Corporate Drive, Suite 648
Shelton, CT 06484
203-944-6755
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS
P.O. Box 1450
, Alexandria, Virginia 22313-1450
www.uspto.gov

I _ APPLICATION NO. FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKETNO. | CONFIRMATION NO. I
12/813,650 06/11/2010 . WEI XIONG 236440/GEC-114 7420
87853 " 7590 01/19/2011
4 ] ) EXAMINER
Dority & Manning, PA and General Electric Company L —I

Post Office Box 1449

Greenville, SC 29602 ‘ L ART UNIT | PAPER NUMBER *|
3745
| MAIL DATE I DELIVERY MODE |
01/19/2011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

’ Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

Dority & Manning, PA and General Electric Company
Post Office Box 1449

Greenville SC 29602

In re Application of :

XIONG, WEI ' : DECISION ON PETITION
Application No. 12/813,650 - : TO MAKE SPECIAL UNDER
Filed: June 11, 2010 : - THE GREEN TECHNOLOGY
Attorney Docket No. 236440/GEC/114 : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed Jan. 10, 2011, to make the above-
identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is dismissed.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
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request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The petition lacks item # 4.

In regard to item 4, petitioner should note that the instant petition includes a statement
identifying the basis for the special status (i.e., whether the instant invention (1) materially
enhances the quality of the environment or materially contributes to (2) development of
renewable energy resources or energy conservation, or (3) greenhouse gas reduction) as required
by sections II and III of the notice. However, as stated in the notice, applicant must also provide
a statement pertaining to the materiality standard if the application disclosure is not clear on its
face as to the materiality of the basis for the special status of the invention. This petition lacks
such a statement and it is not agreed that the application on its face meets that materiality
standard. Petitioner states that the claimed invention relates to development of renewable energy
and energy conservation. This is not convincing. For example, it is not clear how the claimed
wind turbine with a suction and pressure side with vortex elements will provide and enhance the
quality of the environment or contribute to development of renewable energy resources or energy
conservation or greenhouse gas reduction. In particular, claims 1 and 14 merely call for an axial
fan.

Any reconsideration of this decision should be submitted through the USPTO electronic filing
system, EFS-Web, and selecting the document description of “Petition for Green Tech Pilot” on
the EFS-Web screen.

Telephone inquiries concerning this decision should be directed to Henry C. Yuen at 571-272-
4856. '

The application will be forwarded to the Technology Center Art Unit 3745 for action in
its regular turn.

/Henry C. Yuen/

Henry C. Yuen
Quality Assurance Specialist
Technology Center 3700



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

First Named inventor: Wei Xiong
Confirmation No.: 7420

Serial No.: 12/813,650

Filing Date: 06-11-2010

S St T e it Vg ol ittt

Atty Docket No.: 236440
Commissioner for Patents
P.0. Box 1450

Alexandria, VA 22313-1450

Reguest for Reconsideration

SIR:

This is responsive to the Decision on Petition, dated as mailed 19 January
2011, in the above-referenced application.

Applicant respectiully requests reconsideration of Applicant’'s Petition {o
Make Special on the basis that the present invention materially contributes to the
development of renewable energy resources or energy conservation.

Applicant respectiully submits that the present invention is directed to
turbine blades having an aerodynamic surface configuration. Wind turbine
biades have the cross-sectional profile of an airfoil such that, during operation, air
flows over the blade producing a pressure difference between the sides.
Consequently, a lift force, which is directed from a pressure side towards a
suction side, acts on the blade. The lift force generates {orque on the main rolor
shaft, which is geared {0 a generator for producing electricity. Airflow over the
leading edge of the blade is mainly laminar in an “attached-flow” region. The ift

force is generated primarily in this attached-flow region. As the air moves



towards the frailing edge of the blade, flow separation occurs and the air flow
trangitions to a “detached-flow” region where the flow is more turbulent. Flow
separation depends on a number of factors, such as incoming air flow
characteristics (e.g. Reynolds number, wind speed, in-flow atmospheric
turbulence) and characteristics of the blade (e.g. airfoil seclions, blade chord and
thickness, twist distribution, pitch angle, ete). The detached-flow region also
leads to an increase in drag force, mainly due o a pressure difference between
the upsiream attached-flow region and the downstream detached-flow region.
Hence, in order to increase the energy conversion efficiency during normal
operation of the wind turbine, it is desired to increase the lift force while
decreasing the drag force. To this purpose, i is advantageous o increase the
attached-flow region and to reduce the detached-flow region by having the flow
separation nearer the trailing edge of the blade, i.e. in a downstream region of
the blade.

The embaodimentis disclosed herein achieve the advantages discussed
above by providing a wind turbine blade comprising vortex elements, which may
be characterized as "dynamic” in that they are activated or deployed between
different operational positions. In particular, the vortex elements are activated to
a first retracted position wherein the elemenis are inwardly recessed relative {o a
neutral plane of the respective surface on which they are formed. The vortex
elements are deployed or aclivated to a second extended position that is
outwardly protruding relative to the neutral plane of the surface on which they are

formed.

[ S8



The present invention materially contributes to the development of
renewable energy by providing a more efficient wind turbine blade. By increasing
the lift force while decreasing the drag force, the present invention increases
wind turbine energy conversion efficiency, which in turmn promotes increased
energy production.

The undersigned attomey may be contacted at the number below to
facilitate the resolution of any matters. Please charge any fees that are incurred
in connection with this Statement to deposit account no. 09-0470.

Respectfully submitted,
General Electric Company
By . /Douglas D. Zhana/

Dougtas D. Zhang
Reg. No. 37,985

Dated: February 5, 2011

GE Global Patent Operation
2 Corporate Drive, Suite 648
Shelton, CT 06484
203-944-6755
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Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
- P.O. Box 1450
Alexandria, VA 22313-1450

www.uspto.gov

Dority & Manning, PA and General Electric Company
Post Office Box 1449

Greenville SC 29602
f
In re Application of :
XIONG, WEI : DECISION ON PETITION
Application No. 12/813,650 : TO MAKE SPECIAL UNDER
‘Filed: June 11, 2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 236440/GEC/114 : PILOT PROGRAM

This is a decision on the renewed petition under 37 CFR 1.102, filed Feb. 8, 2011, to make the
above-identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is granted.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, i) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a



Application No. 12/813,650 Page 2
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status.

Telephone inquires concerning this decision should be directed to Henry C. Yuen at 571-272-
4856.

This application will be forwarded to the Technoldgy Center Art Unit 3745 for action on
the merits commensurate with this decision.

/Henry C. Yuen/

Henry C. Yuen
Quality Assurance Specialist
Technology Center TC 3700
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UNITED STATES PATENT AND TRADEMARK OFFICE

) Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

THOMAS A. OROURKE

BODNER & O'ROURKE, LLP | MAILED

425 BROADHOLLOW ROAD, STE 120 -

MELVILLE NY 11747 AUG 22 2011
OFFICE OF PETITIONS

In re Application of

Liang, et al. : ‘

Application No. 12/813,676 : DECISION

Filed: 11 June, 2010
Attorney Docket No. (None)

This is a decision on the petition filed on 5 August, 2011, for revival of an application abandoned
due to unintentional delay pursuant to 37 C.F.R. §1.137(b) .

NOTE:

It is not apparent whether the person signing the statement of unintentional delay was in a
position to have firsthand or direct knowledge of the facts and circumstances of the delay
at issue. '

Nevertheless, such statement is being treated as having been made as the result of a
reasonable inquiry into the facts and circumstances of such delay.' In the event that such
an inquiry has not been made, Petitioner must make such an inquiry.

_If such inquiry results in the discovery that it is not correct that the entire delay in filing

the required reply from the due date for the reply until the filing of a grantable petition
pursuant to 37 C.F.R. §1.137(b) was unintentional, Petitioner must notify the Office.

The petition pursuant to 37 C.F.R. §1.137(b) is GRANTED.

As to the Allegations
of Unintentional Delay

The requirements of a grantable petition pursuant‘to 37 C.F.R. §1.137(b) are the petition and fee
therefor, a reply, a proper statement and/or showing of unintentional delay under the regulation,
and, where applicable, a terminal disclaimer and fee

! See 37 C.F.R. §11.18(b), formerly §10.18(b) and Changes to Patent Practice and Procedure; Final Rule Notice, 62 Fed. Reg. 53131, 53178
(October 10, 1997), 1203 Off. Gaz. Pat. Office 63, 103 (October 21, 1997).
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Petitioners’ attentions always are directed to the guidance in the Commentary at MPEP
§711.03(c )(ID).

BACKGROUND

Applicants failed to reply timely and properly to the Notice to File Corrected Application Papers
mailed on 23 August, 2010, with reply due absent extension of time on or before 23 October,
2010.

The application went abandoned after midnight 23 October, 2010.
Petitioner filed a revocation/power of attorney, but no other papers, on 3 January, 2011.
The Office mailed the Notice of Abandonment on 28 April, 2011.

On 5 August, 2011, Petitioner filed, inter alia, a petition pursuant to 37 C.F.R. §1. 137(b), with
fee, and pointed to a reply in the form of replacement drawings due, and made the statement of
unintentional delay.

Petitioners’ attentions always are directed to the guidance in the Commentary at MPEP
§711.03(c ) as to the showing regarding unintentional delay and a petition pursuant to 37 C.F.R.

$1.137(b).

The availability of applications and application papers online to applicants/practitioners who
diligently associate their Customer Number with the respective application(s) now provides an
applicant/practitioner on-demand information as to events/transactions in an application.

Out of an abundance of caution, Petitioners always are reminded that those registered to practice
and all others who make representations before the Office must inquire into the underlying facts
of representations made to the Office and support averments with the appropnate
documentation—since all owe to the Office the continuing duty to disclose. 2

STATUTES, REGULATIONS AND ANALYSIS

Congress has authorized the Commissioner to revive an application if the delay is shown to the
satisfaction of the Commissioner to have been “unavoidable.” 35 U.S.C. §133 (1994).>

2 See supplement of 17 June, 1999. The Patent and Trademark Office is relying on petitioner’s duty of candor and good faith and accepting a
statement made by Petitioner. See Changes to Patent Practice and Procedure, 62 Fed. Reg. at 53160 and 53178, 1203 Off, Gaz. Pat. Office at 88
and 103 (responses to comments 64 and 109)(applicant obligated under 37 C.F.R. §10.18 to inquire into the underlying facts and circumstances
when providing statements to the Patent and Trademark Office).

35 U.S.C. §133 provides:
35 U.S.C. §133 Time for prosecuting application.
Upon failure of the applicant to prosecute the application within six months after any action therein, of which notice has been given or mailed to
the applicant, or within such shorter time, not less than thirty days, as fixed by the Commissioner in such action, the application shall be regarded
as abandoned by the parties thereto, unless it be shown to the satlsfactxon of the Commissioner that such delay was unavoidable.
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The regulations at 37 C.F.R. §1.137(a) and (b) set forth the requirements for a Petitioner to
revive a previously unavoidably or unintentionally, respectively, abandoned application under
this congressional grant of authority.

Unintentional delays are those that do not satisfy the very strict statutory and regulatory
requirements of unavoxdable delay, and, by definition, are not intentional.*))

As to Allegations of
Unintentional Delay

The requirements of a grantable petition pursuant to 37 C.F.R. §1.137(b) are the petition and fee
therefor, a reply, a proper statement of unintentional delay under the regulation, and, where
applicable, a terminal disclaimer and fee.

It appears that the requirements under the rule have been satisfied.

CONCLUSION

Accordingly, the petition pursuant to 37 C.F.R. §1.137(b) is granted.

The instant application is released to the Office of Patent Application Processing (OPAP) for
further processing in due course.

Petitioner may find it beneficial to view Private PAIR within a fortnight of the instant decision to
ensure that the revival has been acknowledged by the OPAP in response to this decision. It is
noted that all inquiries with regard to status need be directed to the OPAP where that change of
status must be effected—that does not occur in the Office of Petitions.

4 Therefore, by example, an unintentional delay in the reply might oceur if the reply and transmittal form are to be prepared for shipment by the
US Postal Service, but other pressing matters distract one’s attention and the mail is not timely deposited for shipment.
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Telephone inquiries regarding this decision may be directed to the undersigned at (571) 272-
3214—it is noted, however , that all practice before the Office is in writing (see: 37 C.F.R. §1.2%) '
and the proper authority for action on any matter in this regard are the statutes (35 U.S.C.).
regulations (37 C.F.R.) and the commentary on policy (MPEP). Therefore, no telephone
discussion may be controlling or considered authority for Petitioner’s action(s). .

/John'JN&illon, Jr./
John J. Gillon, Jr.
Senior Attorney
Office of Petitions

5 The regulations at 37 C.F.R. §1.2 provide:

§1.2 Business to be transacted in writing.

All business with the Patent and Trademark Office should be transacted in writing. The personal attdance of apphcants or their attorneys or
agents at the Patent and Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the written
record in the Office. No attention will be paid to any alleged oral promise, stipulation, or understanding in relation to which there is dlsagreement
or doubt.



Doc Code: PPH.PCT.652 Modified PTO/SB/20PCT-JP (01-2010)
Document Description: Petition to make special under PCT-Patent Pros Hwy Approved for use through 01/31/2012. OMB 0651-0058
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HIGHWAY (PCT-PPH) PILOT PROGRAM BETWEEN THE JAPAN PATENT OFFICE (JPO) AND THE

USPTO
Application No.: 12/813,716 Filing Date: June 11, 2010
First Named Inventor: Wataru IKEDA et al. Attorney Docket No.: 2010_0810A

Title of the Invention: PLAYBACK DEVICE, INTEGRATED CIRCUIT, RECORDING MEDIUM

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE SUBMITTED VIA
EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT HTTP://WWW.USPTO.GOV/EBC/EFS_HELP.HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry of
another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the priority
claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1) to (4) above,
or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for the priority claim in
the corresponding PCT application.

The corresponding PCT
application number(s) is/are: PCT/JP2010/003876 claiming priority to U.S. provisional 61/186,481,
to which the present application also claims benefit

The international date of the corresponding
PCT application(s) is/are: June 10,2010

L List of Required Documents:
A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above—identified
corresponding PCT application(s)
[X] is attached.
[] is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).
[X] is attached.
[] is not attached because the document is already in the U.S. application.

c. English translations of the documents in a. and b. above are attached (if the documents are not in the
English language). A statement that the English translation is accurate is attached for the document
in b. above.

d. (1) An information disclosure statement listing the documents cited in the international work products
(ISR, WO/ISA, WO/IPEA, IPER) of the corresponding PCT application.
[X] is attached.
[] Has already been filed in the above-identified U.S. application on

(2) Copies of all documents (except for U.S. patents or U.S. patent application publications)
[X] Are attached.
[] Have already been filed in the above-identified U.S. application on

This collection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain a benefit by the public,
which is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to
take 2 hours to complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual
case. Any comments on the amount of time you require to complete this form and/or suggestions for reducing this burden should be sent to the Chief Information
Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED
FORMS TO THIS ADDRESS.

The USPTO is hereby authorized to charge any fees under 37 C.F.R. §§ 1.16, 1.17, and 1.492, which may be required by this paper to Deposit Account No. 23-0975.



Modified PTO/SB/20PCT-JP (01-2010)
Approved for use through 01/31/2012. OMB 0651-0058
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM
BETWEEN THE JPO AND THE USPTO

(continued)

Application No.:

12/813,716

First Named Inventor:

Wataru IKEDA et al.

I1. Claims Correspondence Table:

Claims in US Application

Patentable Claims in the
corresponding PCT Application

Explanation regarding the correspondence

19 1 Identical
20 2 Identical
21 3 Identical
22 4 Identical
23 5 Identical
24 10 Identical
25 11 Identical
26 12 Identical
27 14 Identical
28 17 Identical
29 18 Identical

IT1. All the claims in the US application sufficiently correspond to the patentable claims in the corresponding PCT

application.
A_Da |g|n< Hahm/
Signature 2011.02.22 14:14:56 Date: February 22,2011
-05'00"
Name: W. Douglas Hahm Registration No. 44,142
(Print/Type)
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VERIFICATION OF TRANSLATION

I, Kyozo Omori, translator at Nakajima & Associates IP
Firm, 6" floor, Yodogawa 5-Bankan, 3-2-1 Toyosaki, Kita-Ku,
Osaka, Japan, hereby declare that I am conversant with the
English and Japanese languages and am a competent translator
thereof. I further declare that to the best of my knowledge
and belief the following is a true and correct translation made
by me of the Written Opinion of the International Searching

Authority issued on PCT/JP2010/003876.

Date: February 16, 2011

Kyozo Omori



PATENT COOPERATION TREATY
PCT
WRITTEN OPINION OF THE INTERNATIONAL
SEARCHING AUTHORITY
(PCT Rule 43bis.1)

From the INTERNATIONAL SEARCHING AUTHORITY
To:

Shiro NAKAJIMA

6F, Yodogawa 5-Bankan, 2-1,

Toyosaki 3-chome, Kita-ku

Osaka-shi, Osaka 531-0072

JAPAN

Date of mailing (day/month/year): 14.09.2010

Applicant's or agent's file reference: P055493P0C10

FOR FURTHER ACTION: See paragraph 2 below

International application No. PCT/JP2010/003876

International filing date (day/month/year): 10.06.2010

Priority date (day/month/year): 12.06.2009

International Patent Classification (IPC) or both national classification and IPC:
HO04N13/04(2006.01)i, G11B20/12(2006.01)i, G11B27/00(2006.01)i,
HO04N5/92(2006. 01)i

Applicant: Panasonic Corporation

1. This opinion contains indications relating to the following items:
X Box No. I Basis of the opinion
(] Box No. II Priority
X Box No. ITI Non-establishment of opinion with regard to novelty, inventive
step and industrial applicability
<X Box No. TV Lack of unity of invention
Box No. V Reasoned statement under Rule 43bis.1(a)(1) with regard to
novelty, inventive step and industrial applicability;

citations and explanations supporting such statement



{4 Box No. VI Certain documents cited
[[] Box No. VII Certain defects in the international application

[] Box No. VIII Certain observations on the international application

2. FURTHER ACTION
If a demand for international preliminary examination is made, this opinion will
be considered to be a written opinion of the International Preliminary Examining
Authority (“IPEA™) except that this does not apply where the applicant chooses an
Authority other than this one to be the IPEA and the chosen IPEA has notified the
International Bureau under Rule 66.1bis(b) that written opinions of this

International Searching Authority will not be so considered.

If this opinion is, as provided above, considered to be a written opinion of the
IPEA, the applicant is invited to submit to the IPEAa written reply together,
where appropriate, with amendments, before the expiration of 3 months from the
date of mailing of FormPCT/ISA/220 or before the expiration of 22 months from

the priority date, whichever expires later.

For further options, see Form PCT/ISA/220.

3. For further details, see notes to Form PCT/ISA/220.

Date of completion of this opinion: 02.09.2010

Name and mailing address of the ISA:
Japan Patent Office (ISA/JP)
3-4-3 Kasumigaseki, Chiyoda-ku, Tokyo-to 100-8915



Authornized Officer:
Kazushige ITO 5P 8839
Telephone No.: 03-3581-1101 Extension 3581

Form PCT/ISA/237 (cover sheet) (July 2009)



Box No.1 Basis of this opinion
1. With regard to the language, this opinion has been established on the basis of;
the international application in the language in which it was filed.

[ ] atranslation of the international application into which

1s the language of a translation furnished for the purposes of
international search (Rules 12.3(a) and 23.1(b)).

2. [ This opinion has been established taking into account the rectification of an
obvious mistake authorized by or notified to this Authority under Rule 91
(Rule 43bis.1(a))

3. With regard to any nucleotide and/or amino acid sequence disclosed in the
international application, this opinion has been established on the basis of a
sequence listing filed or furnished:

a. (means)

[ ] on paper

[] in electronic form

b. (time)

[] in the international application as filed

[ ] together with the international application in electronic form

[] subsequently to this Authority for the purposes of search

4. [] In addition, in the case that more than one version or copy of a sequence
listing has been filed or furnished, the required statements that the information in
the subsequent or additional copies is identical to that in the application as filed or
does not go beyond the application as filed, as appropriate, were furnished.

5. Additional comments:

Form PCT/ISA/237 (Box No. I) (July 2009)



Box No. 1III Non-establishment of opinion with regard to novelty, inventive

step and industrial applicability

The questions whether the claimed invention appears to be novel, to involve an
inventive step (to be non obvious), or to be industrially applicable have not been
examined in respect of:

[] the entire international application.

> claims Nos. 13.15. 16

because:

D< the said international application, or the said claims Nos. 13, 15, 16 relate to

the following subject matter which does not require an international search

(specify):

Claims 13, 15, 16 are invention of "recording medium”. However, these
claims are characterized only by the contents of information recorded on the
recording medium, which falls under the case of mere presentation of information.
Thus these claims relate to a subject matter which the International Searching

Authority is not required, under PCT Article 17(2)(a)(i) and Rule 39. 1, to search.

[ ] the description, claims or drawings (indicate particular elements below) or

said claims Nos. are so unclear that no meaningful opinion
could be formed (specify):
[] the claims, or said claims Nos. are so inadequately

supported by the description that no meaningful opinion could be formed

(specify):

[] no international search report has been established for said claims Nos.

[] a meaningful opinion could not be formed without the sequence listing; the

applicant did not, within the prescribed time limit:



[ ] furnish a sequence listing on paper complying with the standard provided
for in Annex C of the Administrative Instructions, and such listing was not
available to the International Searching Authority in a form and manner
acceptable to it.

[[] furnish a sequence listing in electronic form complying with the standard
provided for in Annex C of the Administrative Instructions, and such listing
was not available to the International Searching Authority in a form and
manner acceptable to i,

[] pay the required late furnishing fee for the furnishing of a sequence listing
in response to an invitation under Rules 13ter.1(a) or (b).

[ See Supplemental Box for further details.

Form PCT/ISA/237 (Box No. I11) (July. 2009)



Box No. IV Lack of unity of invention

1. [X] In response to the invitation (Form PCT/ISA/206) to pay additional fees the
applicant has, within the applicable time limit:
baid additional fees.
[] paid additional fees under protest and, where applicable, the protest fee.
[] paid additional fees under protest but the applicable protest fee was not
paid.
[] not paid additional fees.

2. [] This Authority found that the requirement of unity of invention is not -

complied with and chose not to invite the applicant to pay additional fees.

3. This Authority considers that the requirement of unity of invention in accordance
with Rule 13.1, 13.2 and 13.3 is
[ ] complied with.
not complied with for the following reasons:

The invention of Claims 1-12 relates to selecting a playback type of a
graphics stream in accordance with the presence or absence of the capability
indicated by the capability register.

The invention of Claims 14 relates to a playback device that reads format
frame rate information from a recording medium when the recording medium is
inserted in the playback device, and uses the format frame rate information as
output mode information of the playback device, thereby reducing the start delay
caused by a negotiation between the playback device and the partner device.

The invention of Claims 17 and 18 relates to arranging an entry of an
extension entry map to have the same playback time as an entry of a basic entry map
so that a piece of picture data indicated by an entry of an entry map can be played

back randomly.



Accordingly, the invention of Claims 1-12, the invention of Claims 14, and
the invention of Claims 17 and 18 do not have in common the same or

corresponding special technical feature(s).

4. Consequently, this opinion has been established in respect of the following parts

of the international application:

[] all parts.
D4 the parts relating to claims Nos._1-12. 14, 17, 18

Form PCT/ISA/237 (Box No. IV) (July 2009)



Box No. V  Reasoned statement under Rule 43bis.1(a)(i) with regard to novelty,
inventive step and industrial applicability; citations and explanations

supporting such statement

1. Statement

Novelty (N) Claims_]-12, 14,17, 18 YES

Claims NO

Inventive step (IS)
Claims_1-5.10-12.14. 17,18 YES
Claims 6-9 NO

Industrial applicability (IA)
Claims 1-12. 14, 17. 18 YES
Claims NO

2. Citations and explanations:

Citation 1: JP 11-191895 A (Matsushita Electric Industrial Co., Ltd.),
1999.07.13, paragraphs [0017]-[0064], Figs. 1-19, US 6925250 B1, EP 1011268 Al,
WO 99/012348 Al, CN 1269941 Al, KR 2000-0057426 A

Citation 2: JP 2006-135747 A (Canon Inc.), 2006.05.25, paragraphs
[0016]-[0030], Fig. 1, (no family)

Citation 3: WO 2005/124780 Al (Matsushita Electric Industrial Co., Ltd.),
2005.12.29, paragraphs [0018]-[0083], Figs. 1-28, JP 2006-50570, US
2006/0078301 A1, EP 1758121 Al, KR 10-2007-0020126 A, CN 1728806 A

Citation 4: WO 2008/108084 Al (Panasonic Corporation), 2008.09.12,
entire text, all drawings, US 2010/0031347 Al, EP 2116934 Al, KR
10-2009-0122909 A, CN 101589369 A

Citation 1 discloses an invention of an optical disc playback device. Fig.

15 of Citation lillustrates that a stereoscopic image is played back when the



stereoscopic image has been recorded and the stereoscopic playback has been
selected, and otherwise, a monoscopic image is played back.

Citation 2 discloses an invention of a three-dimensional image conversion
device. In Citation 2, the format of a display device is notified via a connection
terminal. When the display device can display a three-dimensional image, the
three-dimensional image is output in the form in which the display device can
display the image. When the display device can display only two-dimensional
images, a two-dimensional image is output.

The invention of Claims 6-9 of the present application lacks inventive step
over Citations 1 and 2. Selecting either a stereoscopic image or a monoscopic
image based on whether the stereoscopic image has been recorded, the stereoscopic
playback has been selected, or the display device can display the stereoscopic image

is merely a combination of known technologies.

Form PCT/ISA/237 (Box No. V) (July 2009)



Box No. VI  Certain documents cited

1. Certain published documents (Rules 43bis.1 and 70.10)
Application No./Patent No. : WO 2009/090868 A1 "E, A"
Publication date (day/month/year): 23.07.2009
Filing date (day/month/year): 14.01.2009

Priority date (valid claim) (day/month/year): 17.01.2008

2. Non-written disclosures (Rules 43bis.1 and 70.9)
Kind of non-written disclosure:
Date of non-written disclosure (day/month/year):

Date of written disclosure referring to non-written disclosure (day/month/year):

Form PCT/ISA/237 (Box No. VI) (July 2009)



Supplemental Box
In case the space in any of the preceding boxes is not sufficient.

Continuation of: Box V

Citation 3 discloses an invention of a playback device for playing back a
Blu-ray disc. In Citation 3, a video stream and a graphics stream recorded on the
Blu-ray disc are played back.

The invention of Claims 1-5 of the present application has novelty and
inventive step. None of Citations 1 to 3 discloses that a plavback device has a
capability to perform a stereoscopic playback of a graphics stream, and selects a
playback type of the graphics stream in accordance with a playback capability
indicated by the capability register.

The invention of Claim 10 of the present application has novelty and
inventive step. None of Citations 1 to 3 discloses that a stereoscopic output mode
is set when a display device connected with the playback device does not require for
viewers to wear stereoscopic glasses.

The invention of Claims 11 and 12 of the present application has novelty
and inventive step. None of Citations 1 to 3 discloses that the stereoscopic output
mode is not set when the display device connected with the playback device supports
a normal-quality image display.

Citation 4 discloses an invention of a playback device. Citation 4
discloses an invention for eliminating a time delay when an application is started.

The invention of Claim 14 of the present application has novelty and
inventive step. None of the Citations listed in the International Search Report
discloses that a time delay at the start-up of an application is reduced by reading
information of an image format and a frame rate which is to be used in a negotiation
between the plavback device and the display device from a recording medium when
the recording medium is inserted in the playback device, and uses the format frame

rate information as output mode information of the playback device.



The invenrioh of Claims 17 and 18 of the present application has novelty
and inventive step. None of the Citations listed in the International Search Report
discloses arranging an entry of an extension entry map to have the same playback
time as an entry of a basic entry map so that a piece of picture data indicated by an

entry of an entry map can be accessed randomly.

Form PCT/ISA/237 (Supplemental Box} (July 2009)
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CLAIMS

1. A playback device for playing back a graphics stream recorded on a recording
medium storing a stream selection table which shows a plurality of selectable
graphics streams in correspondence with stream numbers, the playback device
comprising:

a stream number register storing one of the stream numbers registered in the

- stream selection table that corresponds to a graphics stream to be played back; and

a capability register indicating graphics playback capability, wherein

playback of the graphics stream includes a process of selecting a playback
type of the graphics stream from a first playback type and a second playback type,
the first playback type using the graphics stream as a monoscopic graphics stream,
and the second pléyback type realizing a stereoscopic display by using a pair of
left-eye graphics stream and right-eye graphics stream,

the graphics playback capability indicated by the capability register is
presence or absence of a capability to perform the stereoscopic playback by using
the left-eye graphics stream and the right-eye graphics stream, and

the selection of playback type is performed in accordance with the presence

or absence of the capability indicated by the capability register.

2. The playback device of Claim 1, wherein
the first playback type is selected when the capability register indicates that
the capability to perform the stereoscopic playback by using the pair of left-eye

graphics stream and right-eye graphics stream is absent.

3. The playback device of Claim 1, wherein

the recording medium stores an extension stream selection table indicating a
plurality of playable graphics streams for selection in a stereoscopic playback mode
in correspondence with stream numbers,

the extension stream selection table includes an identification flag which
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indicates whether or not there is a pair of left-eye graphics stream and right-eye

 graphics stream that can be selected for playback in the stereoscopic playback mode,

and
the second playback type is selected when the identification flag indicates

that there is a pair of left-eye graphics stream and right-eye graphics stream, and the

-capability register indicates that the capability to perform the stereoscopic playback

by using the pair of left-eye graphics stream and right-eye graphics stream is

present.

4. The playback device of Claim 3, wherein
the graphics streams include a presentation graphics stream and an

interactive graphics stream.

5. A semiconductor integrated circuit loaded in a playback device for playing back
stream data which includes a main-view video stream to be used for playback of a
monoscopic image, a sub-view video stream to be used, in combination with the
main-view video stream, for playback of a stereoscopic image, a graphics stream,
and an identification flag, wherein

the main-view video stream is multiplexed as a main-view fransport stream
and then divided into a plurality of main-view data groups, .

the sub-view video stream is multiplexed as a sub-view transport stream and
then divided into a plurality of sub-view data groups,

the main-view data groups and the sub-view data groups are arranged in an
interleaved manner in the stream data,

the graphics stream is multiplexed into either or both of the main-view
transport stream and the sub-view transport stream, and at least one of the
main-view data groups and the sub-view data groups include graphics data,

playback of the graphics stream includes a process of selecting a playback
type of the graphics stream from a first playback type and a second playback type,

the first playback type using the graphics stream as a monoscopic graphics stream,
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and the second playback type realizing a stereoscopic display by using a pair of
left-eye graphics stream and right-eye graphics stream,

the identification flag indicates whether or not there is a pair of left-eye
graphics stream and right-eye graphics stream in the graphics stream in the
stereoscopic playback mode,

the semiconductor integrated circuit comprises:

a main control unit operable to control the semiconductor integrated circuit;

a stream processing unit operable to receive the stream data, store the
recetved stream data temporarily into a memory provided inside or outside the
semiconductor integrated circuit, and demultiplex the stream data into video data
and graphics data;

a signal processing unit operable to decode the video data and the graphics
data to generate decoded video data and decoded graphics data; and

an AV output unit operable to output the decoded video data, wherein

the stream processing unit includes

a switch sub-unit operable to switch between a first area and a second area
in the memory to store the received stream data therein,

the main control unit controls the switch sub-unit to store data belonging to
the main-view data groups into the first area, and to store data belonging to the
sub-view data groups into the second area,

a third area in the memory stores information that indicates whether or not a
capability to perform the stereoscopic playback by using the pair of left-eye graphics
stream and right-eye graphics stream is present in the playback device,

~ the main control unit selects a playback type for playback of the graphics
stream, in accordance with the identification flag and the information that indicates
whether or not a capability to perform the stereoscopic playback by using the pair of
left-eye graphics stream and right-eye graphics stream is present in the playback
device, and

the AV output unit superimposes the decoded video data with the decoded

graphics data in accordance with the selected playback type, and outputs data in
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which the decoded video data is superimposed with the decoded graphics data.

10. A playback device for playing back a recording medium, the playback device
comprising:

a capability register indicating whether or not a capability to perform a
stereoscopic display is present in a display device connected with the playback
device; and

a mode register storing an output mode of the playback device, wherein

it is judged whether or not a predetermined condition is satisfied, and a
stereoscopic output mode is set in the mode register when it is judged that the
predetermined condition is satisfied,

display devices having the capability to perform a stereoscopic display
include display devices which require viewers to wear stereoscopic glasses to view a
stereoscopic playback, and display devices which do not require viewers to wear
stereoscopic glasses to view a stereoscopic playback,

the capability register includes a glasses necessity flag that indicates
whether or not it is required for viewers to wear stereoscopic glasses to view a
stereoscopic playback when the display device connécted with the playback device
has the capability to perform a stereoscopic display, and

when the glasses necessity flag indicates that it is not required for viewers to
wear stereoscopic glasses to view a stereoscopic playback, it is judged that the
predetermined condition is satisfied and the stereoscopic output mode is set in the

mode register.

11. A playback device for playing back a recording medium, the playback device
comprising: |

a capability register indicating whether or not a capability to perform a
stereoscopic display is present in a display device connected with the playback
device; and

a mode register storing an output mode of the playback device, wherein
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the capability register includes a display type flag that indicates whether the
display device connected with the playback device supports a normal-quality image
display or a high-quality image display, and it is judged that the predetermined
condition is not satisfied when the display type flag indicates that the display device
supports the normal-quality image display.

12, The playback device of Claim 11, wherein

the display type flag is composed of a first flag and a second flag,

the first flag, when set as on, indicates that the display device supports a
1920x1080/23.976 Hz stereoscopic display or a 1280x720/59.94 Hz stereoscopic
display, and when set as off, indicates that the display device supports neither the
1920%1080/23.976 Hz stereoscopic display nor the 1280x720/59.94 Hz stereoscopic
display,

the second flag, when set as on, indicates that the display device supports a
1280x720/50 Hz stereoscopic display, and when set as off, indicates that the display
device does not support the 1280x720/50 Hz stereoscopic display, and

when the first flag and the second flag are set as off, it indicates that the

display device supports the normal-quality image display.

14. A playback device for playing back a recording medium on which an index

" table is recorded, wherein

the index table includes application information,

the application information includes initial output mode information and
format frame rate information,

the initial output mode information is information that indicates whether an
output mode preferentially set in the playback device is a monoscopic output mode
or a stereoscopic output mode,

the format frame rate information indicates an image format and a frame
rate that can be adopted in a playback output by the playback device, and

the playback device reads the format frame rate information from the
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recording medium when the recording medium is inserted in the playback device,
and uses the format frame rate information as output mode information of the

playback device.

17. A playback device for playing back a recording medium on which a stream file
and a stream management file are recorded,

the stream file includes a video stream which includes a plurality of pieces
of picture data,

the stream management file includes an entry map which includes entries
each indicating an address of picture data in correspondence with a playback time,

the playback device comprises:

a reading unit operable to read out the picture data and the entry map from
the recording medium; and

a playback unit operable to playback an image by decoding the picture data,
wherein

the reading unit accesses, by a random access, a piece of picture data among
the plurality of pieces of picture data that is indicated by an entry of the entry map,

the picture data includes main-view picture data constituting a main view of
a stereoscopic image and sub-view picture data constituting -a sub view of the
stereoscopic 1mage,

the entry map includes a basic entry map which 1s used when a monoscopic
image is played back, and an extension entry map which is used together with the
basic entry map when the stereoscopic image is played back, and

the extension entry map has entries that indicate times that are indicated by

entries of the basic entry map corresponding to the extension entry map.

18. The playback device of Claim 17, wherein
the stream file is a stercoscopic interleave file in which Extents constituting
a main-view stream and Extents constituting a sub-view stream are arranged in an

interleaved manner,
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an i"™ Extent having identification number "i" among the Extents
constituting the main-view stream includes a piece of main-view picture data
indicated by an entry of the basic entry map, and an i™ Extent identified by the
identification number "i" among the Extents constituting the sub-view stream
includes a piece of sub-view picture data indicated by an entry of the extension entry
map, and

the entry that indicates the main-view picture data included in the i™ Extent
of the main-view stream has the same playback time as the entry that indicates the

sub-view picture data included in the i Extent of the sub-view stream.
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is/are not subject to any observation described in Box VIII irrespective of whether an amendment 1s
submitted to correct the observation described in Box VIIIL.

(3) All the claims in each U.S. application for which a request for participation in the PCT-PPH pilot
program is made must sufficiently correspond to or be mended to sufficiently correspond to one or

more of those claims indicated as having novelty, inventive step and industrial applicability and free of :
any observation described in Box VIII in the latest work product of the corresponding PCT application.

(4) Substantive examination of the U.S. application for which participation in the PCT-PPH pilot
program is requested has not begun.

(5) Applicant must submit a copy of the latest international work product which indicated that the
claim(s) has/have novelty, inventive step and industrial applicability along with an English translation
thereof if the copy of the latest international work product is not in the English language.

(6) Applicant must submit a copy of the claims from the corresponding PCT application which were
indicated as having novelty, inventive step and industrial applicability in the latest work product of the
PCT application along with an English translation thereof and a statement that the English translation is
accurate if the claims are not in the English language. Applicant is required to submit a claims
correspondence table in English. The claims correspondence table must indicate how all the claims in the
U.S. application sufficiently correspond to the claims indicated as having novelty, inventive step and
industrial applicability in the latest international work product. If the claims in the U.S. application for
which participation in the PCT-PPH pilot program is requested are identical to the claims from the
corresponding PCT application, and are in the English language, applicant may just indicate such in the
PCT-PPH request and it will not be necessary for applicant to submit a copy of the claims from the
corresponding PCT application.

(7) Applicant must submit an information disclosure statement (IDS) listing the documents cited in the
international work products (ISR, WOIISA, WOIIPEA, PER) of the PCT.

(8) Asof May 25, 2010, the USPTO has eliminated the fee for the petition to make special under the.v
PPH programs.

(9) The request for participation in the PCT-PPH pilot program and all the supporting documents must be
submitted to the USPTO via EFS-Web and indexed with the following document description: "Petition to
make special under PCT-Patent Pros Hwy. Any preliminary amendments and IDS submitted with the
PCT-PPH documents must be separately indexed as a preliminary amendment and IDS, respectively.

The request to participate in the PCT-PPH program and petition are found to comply with all the
above requirements. Accordingly, the above-identified application has been accorded "special”
status.

Telephone inquiries concerning this decision should be directed to Mehrdad Dastouri at 571-272-
7418
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All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc/index.html.

The application is being forwarded to the examiner for action on the merits commensurate with
this decision.

/Mehrdad Dastouri/

Mehrdad Dastouri
Quality Assurance Specialist
Technology Center 2400
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

DAVID S. RESNICK

NIXON PEABODY LLP

100 SUMMER STREET

BOSTON MA 02110-21

In re Application of : DECISION ON REQUEST TO
RYAN et al. : PARTICIPATE IN THE PATENT

Application No.: 12/813729 : PROSECUTION HIGHWAY PILOT

Filed: 11 June 2010 : : PROGRAM AND PETITION

Attorney Docket No.: 7202 048262- : TO MAKE SPECIAL UNDER

068280-US o : 37 CFR 1.102(a)

For: METHOD AND SYSTEM FOR

THE SYNTHESIS OF

SEMICONDUCTOR NANOWIRES

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) pilot
program and the petition under 37 CFR 1.102(a), filed 18 July 2011, to make the above-
identified application special.

The request and petition are Dismissed.

Discussion

www.uspto.gov

A grantable request to participate in the PPH pilot program and petition to make special require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or more
applications filed in the EPO;

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the EPO
application(s) along with an English translation thereof and a statement that the English
* translation is accurate; '

(3) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the allowable/patentable claim(s) in the EPO application(s);

(4) Examination of the U.S. application has not begun;
(5) Applicant must submit a copy of all the office actions from each of the¢ EPO application(s)

containing the allowable/patentable claim(s) along with an English translation thereof and a
statement that the English translation is accurate;



(6) Applicant must submit an IDS listing the documents cited by the EPO examiner in the EPO
office action along with copies of documents except U.S. patents or U.S. patent application
publications; and :

Conditions (1-2) and (4-6) above are considered to have been met. However, the request to
participate in the PPH pilot program and petition does not appear to meet condition (3).

Regarding the requirement of condition (3), applicant has failed to ensure that all claims in the
US application sufficiently correspond to the allowed/patentable claims of the EPO application.
For example, EPO claim 1 requires producing semiconductor nanowires, while US claims 16 and
17 require producing germanium and silicon nanowires respectively. These are merely examples
of how the scopes of the claims differ. Applicant is responsible for ensuring that all the claims
sufficiently correspond. :

Applicant is given ONE opportunity within a time period of ONE MONTH or THIRTY
DAYS, whichever is longer, from the mailing date of this decision to correct the deficiencies.
NO EXTENSION OF TIME UNDER 37 CFR 1.136 IS PERMITTED. If the deficiencies are
not corrected with the time period given, the application will await action in its regular turn.

Response must be filed via the Electronic Filing System (EFS) with the Document Description:
Petition to make special under Patent Pros Hwy. Any preliminary amendments and IDS
submitted with the PPH documents must be separately indexed as a preliminary amendment and
IDS, respectively.

Inquiries concerning this decision should be directed to Colleen Dunn at 571-272-1170.

All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc.index.html.

This application will be forwarded to the examiner for action on the merits commensurate with
this decision once this application’s formality reviews have been completed.

/Colleen Dunn/

Colleen Dunn
Quality Assurance Specialist
Technology Center 2800
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Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication. ‘
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

DAVID S. RESNICK

NIXON PEABODY LLP

100 SUMMER STREET T 17 20

BOSTON MA 02110-21

In re Application of . : DECISION ON REQUEST TO
RYAN et al. ‘ : PARTICIPATE IN THE PATENT

Application No.: 12/813729 : PROSECUTION HIGHWAY

Filed: 11 June 2010 : PROGRAM AND PETITION

Attorney Docket No.: 7202 048262- : TO MAKE SPECIAL UNDER

068280-US , : 37 CFR 1.102(a)

For: METHOD AND SYSTEM FOR

THE SYNTHESIS OF

SEMICONDUCTOR NANOWIRES

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) program
and the petition under 37 CFR 1.102(a), filed 18 July 2011 and renewed 23 September 2011, to
make the above-identified application special.

The request and petition are GRANTED.
Discussion

A grantable request to participate in the PPH program and petition to make special require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or more
applications filed in the EPO;

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the EPO
application(s) along with an English translation thereof and a statement that the English
translation is accurate;

(3) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the allowable/patentable claim(s) in the EPO application(s);

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of all the office actions from each of the EPO application(s)
containing the allowable/patentable claim(s) along with an English translation thereof and a
statement that the English translation is accurate;

(6) Applicant must submit an IDS listing the documents cited by the EPO examiner in the EPO
office action along with copies of documents except U.S. patents or U.S. patent application
publications; and



The request to participate in the PPH pilot program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded “special” status.

Inquiries concerning this decision should be directed to Colleen Dunn at 571-272-1170.°

All other inquiries concerning the examination or status of the application is accessible in the

- PAIR system at http://www.uspto.gov/ebc.index.html.

This application will be forwarded to the examiner for action on the merits commensurate with
this decision once the formalities review has been completed.

/Colleen Dunn/

Colleen Dunn
Quality Assurance Specialist
Technology Center 2800
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Absolute Technology Law Group, LLC
3316 W. Wisconsin Avenue
Milwaukee, WI 53208

In re Application of

Duane A. Neumann

Application No. 12/813,770

Filed: June 11, 2010

Attorney Docket No. NEUMANN NP 0510

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

MAILED

MAR 14 2011
OFFICE OF PETITIONS
DECISION ON PETITION

TO WITHDRAW
FROM RECORD

This is a decision on the Request to Wlthdraw as attorney or agent of record under 37 C.F.R. §

1.36(b), filed January 14, 2011.

The request is moot because a revocation of power of attorney has been filed.

A review of the file record indicates that the power of attbrney to all attorneys/agents associated
with customer number 57520 has been revoked by the applicant of the patent application on
February 21, 2011. Accordingly, the request to withdraw under 37 C.F.R. § 1.36(b) is moot.

All future communications from the Office will continue to be directed to the below-listed

address until otherwise notified by applicant.

Telephone inquires concerning this decision should be directed to Kimberly Inabinet at 571-272-

4618.

/Kimberly Inabinet/

Kimberly Inabinet
Petitions Examiner
Office of Petitions

cc: von Briesen & Roper, s.c.
Suite 700
411 East Wisconsin Avenue
Milwaukee, WI 53202



Doc code : PET.OP.AGE
PTCQ/SB/130 (07-09)

Description : Petition to make special based on Age/Health Approved for use through 07/31/2012. OMB 0651- 0031

U.8. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond ta a collection of information unless it contains a valid OMB control number

PETITION TO MAKE SPECIAL BASED ON AGE FOR ADVANCEMENT OF EXAMINATION
UNDER 37 CFR 1.102(c)(1}

Application Information

Application 12/813.791 Confirmation 7745 Filing 2010-06-11

Number Number Date

Attorney Docket . .

Number (optional} 990-1003-204-US Art Unit 1612 Examiner | KISHCRE, GOLLAMUDI
First Named Peter Ladislaus Dorogi

Inventor

Title of Invention Skin Treatment Compositions Containing Copper-Pigment Complexes

Attention: Office of Petitions
An application may be made special for advancement of examination upon filing of a petition showing that the applicant is 65
years of age, or more. No fee is required with such a petition. See 37 CFR 1.102(c)(1) and MPEP 708.02 (IV).

APPLICANT HEREBY PETITIONS TO MAKE SPECIAL FOR ADVANCEMENT OF EXAMINATION IN THIS APPLICATION
UNDER 37 CFR 1.102(c)(1) and MPEP 708.02 (IV) ON THE BASIS OF THE APPLICANT'S AGE.

A grantable petition requires one of the following items:

(1) Statement by one named inventor in the application that he/she is 85 years of age, or more; or

(2) Certification by a registered attorney/agent having evidence such as a birth certificate, passport, driver's license, etc.
showing one named inventor in the application is 85 years of age, or more.

Name of Inventor who is 65 years of age, or older

Given Name Middle Name Family Name Suffix

John Patrick McCook

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18.
Please see 37 CFR 1.4(d) for the format of the signature.

Select (1) or (2) :

(O (1) 1am an inventor in this application and | am 65 years of age, or more.

(2) I am an attorney or agent registered to practice before the Patent and Trademark Office, and | certify that | am in possession of
evidence, and will retain such in the application file record, showing that the inventor listed above is 65 years of age, or more.

Signature Date
ILCP/ (YYYY-MM-DD) 2011-12-16

Name Registration

Louis C Paul 53442
ouls au Number

EFSWeb 1.0.18



Doc code : PET.OP.AGE
Description : Petition to make special based on Age/Health Approved for use through 07/31/2012. OMB 0651- 0031

PTCQ/SB/130 (07-09)

U.8. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond ta a collection of information unless it contains a valid OMB control number

Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information
Act (5 U.S.C. 552} and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Fr eedem of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to
a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from the
Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need
for the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the Internaticnal Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services,
or his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
recommend improvements in records management practices and programs, under authority of 44 U.5.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about indivi duals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record
may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFSWeb 1.0.18



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

In re Application of
Peter Ladislaus Dorogi

12813791 :DECISION ON PETITION TO MAKE SPECIAL

Application No. ‘UNDER 37 CFR 1.102(c)(1)

Filed: June 11,2010

Attorney Docket No.  590-1013

This is a decision on the electronic petition under 37 CFR 1.102 (c)(1), filed 16-DEC-2011 to make the above-identified
application special based on applicant's age as set forth in MPEP § 708.02, Section IV.

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102(c)(1), MPEP § 708.02, Section IV: Applicant's Age must
include a statement by applicant or a registered practitioner having evidence that applicant is at least 65 years of age. No fee is
required.

In

Accordingly, the above-identified application has been accorded “special” status and will be taken up for action by the examiner

upon the completion of all pre-examination processing.

Telephone inquiries concerning this electronic decision should be directed to the Electronic Business Center at 866-217-9197.

All other inquiries concerning either the examination or status of the application should be directed to the Technology Center.



Doc code : PET.OP.AGE
PTCQ/SB/130 (07-09)

Description : Petition to make special based on Age/Health Approved for use through 07/31/2012. OMB 0651- 0031

U.8. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond ta a collection of information unless it contains a valid OMB control number

PETITION TO MAKE SPECIAL BASED ON AGE FOR ADVANCEMENT OF EXAMINATION
UNDER 37 CFR 1.102(c)(1}

Application Information

Application 12/813,803 Confirmation 7771 Filing 2010-06-11

Number Number Date

Attorney Docket . .

Number (optional} 990-1003-205-US Art Unit 1612 Examiner | KISHCRE, GOLLAMUDI
First Named Peter Ladislaus Dorogi

Inventor

Title of Invention Skin Treatment Compositions Containing Copper-Pigment Complexes

Attention: Office of Petitions
An application may be made special for advancement of examination upon filing of a petition showing that the applicant is 65
years of age, or more. No fee is required with such a petition. See 37 CFR 1.102(c)(1) and MPEP 708.02 (IV).

APPLICANT HEREBY PETITIONS TO MAKE SPECIAL FOR ADVANCEMENT OF EXAMINATION IN THIS APPLICATION
UNDER 37 CFR 1.102(c)(1) and MPEP 708.02 (IV) ON THE BASIS OF THE APPLICANT'S AGE.

A grantable petition requires one of the following items:

(1) Statement by one named inventor in the application that he/she is 85 years of age, or more; or

(2) Certification by a registered attorney/agent having evidence such as a birth certificate, passport, driver's license, etc.
showing one named inventor in the application is 85 years of age, or more.

Name of Inventor who is 65 years of age, or older

Given Name Middle Name Family Name Suffix

John Patrick McCook

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18.
Please see 37 CFR 1.4(d) for the format of the signature.

Select (1) or (2) :

(O (1) 1am an inventor in this application and | am 65 years of age, or more.

(2) I am an attorney or agent registered to practice before the Patent and Trademark Office, and | certify that | am in possession of
evidence, and will retain such in the application file record, showing that the inventor listed above is 65 years of age, or more.

Signature Date
ILCP/ (YYYY-MM-DD) 2011-12-16

Name Registration

Louis C Paul 53442
ouls au Number

EFSWeb 1.0.18



Doc code : PET.OP.AGE
Description : Petition to make special based on Age/Health Approved for use through 07/31/2012. OMB 0651- 0031

PTCQ/SB/130 (07-09)

U.8. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond ta a collection of information unless it contains a valid OMB control number

Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information
Act (5 U.S.C. 552} and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Fr eedem of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to
a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from the
Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need
for the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the Internaticnal Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services,
or his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
recommend improvements in records management practices and programs, under authority of 44 U.5.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about indivi duals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record
may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFSWeb 1.0.18



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

In re Application of
Peter Ladislaus Dorogi

12813803 :DECISION ON PETITION TO MAKE SPECIAL

Application No. ‘UNDER 37 CFR 1.102(c)(1)

Filed: June 11,2010

Attorney Docket No.  590-1014

This is a decision on the electronic petition under 37 CFR 1.102 (c)(1), filed 16-DEC-2011 to make the above-identified
application special based on applicant's age as set forth in MPEP § 708.02, Section IV.

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102(c)(1), MPEP § 708.02, Section IV: Applicant's Age must
include a statement by applicant or a registered practitioner having evidence that applicant is at least 65 years of age. No fee is
required.

In

Accordingly, the above-identified application has been accorded “special” status and will be taken up for action by the examiner

upon the completion of all pre-examination processing.

Telephone inquiries concerning this electronic decision should be directed to the Electronic Business Center at 866-217-9197.

All other inquiries concerning either the examination or status of the application should be directed to the Technology Center.
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United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS
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l APPLICATION NO. I FILING DATE FIRST NAMED INVENTOR ] ATTORNEY DOCKET NO. l CONFIRMATION NO.
12/813,814 06/11/2010 Kazuki HONDA 26271 7808
23389 7590
SCULLY SCOTT MURPHY & PRESSER, PC | EXAMINER
400 GARDEN CITY PLAZA
SUITE 300 I ART UNIT | PAPER NUMBER
GARDEN CITY, NY 11530 —
| MAIL DATE I DELIVERY MODE
04/26/2011 : PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

SCULLY SCOTT MURPHY & PRESSER, PC
400 GARDEN CITY PLAZA

SUITE 300

GARDEN CITY NY 11530

In re Application of: el

- * TO PARTICIPATEIN
HONDA, KAZUKI et al * PATENT PROSECUTION
Serial No.: 12/813,814 HIGHWAY (PPH) AND
Filed: June 11,2010 PETITION TO MAKE
Dpcket: 26271 . ' SPECIAL UNDER 37 CFR
Title: MEDICAL TUBE 1.102(a)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) program
and the petition under 37 CFR 1.102(a), filed April 22, 2011, to make the above-identified
application special.

The request and petition are GRANTED.
A grantable requést to participate in the PPH program and petition to make special require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or more
corresponding application(s) filed in the JPO or to a PCT application that does not contain any
priority claim, or the U.S. application must be a national stage entry of a PCT application that
does not contain any priority claim;

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the JPO
application(s) along with an English translation thereof and a statement that the English
translation is accurate;

(3) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the allowable/patentable claim(s) in the JPO application(s);

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of all the office actions from each of the JPO application(s)
containing the allowable/patentable claim(s) along with an English translation thereof and a
statement that the English translation is accurate; and

(6) Applicant must submit an IDS listing the documents cited by the JPO examiner in the JPO
office action along with copies of documents except U.S. patents or U.S. patent application
publications.



In light of the petition being properly submitted, the request to participate in the PPH program
and the petition comply with the above requirements. Accordingly, the above-identified
application has been accorded “special” status.

The applicant is encouraged to cite and submit all relevant prior art references, if any, to
facilitate examination in this application. This application will be forwarded to an examiner for
examination. ‘

Telephone inquiries concerning this decision should be directed to Henry C. Yuen at 571-272-
4856. All other inquiries concerning the examination or status of the application should be
directed to Linda Dvorak, the SPE of Art Unit 3739 and 571-272-4764 for Class 600/114 and
also accessible in the PAIR system at http://www.uspto.gov/ebc.index.html.

Petition is granted.

/Henry C. Yuen/

Henry C. Yuen, Special Programs Examiner
Technology Center 3700 — Mechanical Engineering,
Manufacturing and Products

571-272-4856
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.0O. Box 1450
Alexandria, VA 22313-1450
www.uspto.gov
PROCOPIO, CORY, HARGREAVES &
SAVITCH LLP DECISION ON REQUEST TO
525 B STREET PARTICIPATE IN PCT-PATENT
SUITE 2200 PROSECUTION HIGHWAY
SAN DIEGO CA 92101 PROGRAM AND PETITION TO
o MAKE SPECIAL UNDER 37 CFR
In re Application of: STANWOOD, KENNETH et 1.102(d)
al.
Application No. 12813856
Fi}l)gd: June 11, 2010 MA"—ED
For: SYSTEMS AND METHODS FOR
INTELLIGENT DISCARD IN A MAR 08 2011
COMMUNICATION NETWORK DIRECTOR OFFICE
TECHNOLOGY CENTER 2400

This is a decision on the request to participate in the PCT- Patent Prosecution Highway (PPH)
pilot program and the petition under 37 CFR 1.102(d), filed February 28, 2011, to make the
above-identified application special.

The petition is GRANTED.

A grantable request to participate in the PCT PPH program and petition to make special require:

(1) The relationship between the corresponding U.S. application for which participation in the PCT-PPH
pilot program is requested and the PCT application satisfies one of the following:

(a) The U.S. application is a national stage entry of the corresponding PCT application.

(b)The U.S. application is a national application which forms the basis for the priority claim in the
corresponding PCT application.

(c) The U.S. application is a national stage entry of another PCT application (which can be filed in
any competent receiving office) which claims priority to the corresponding PCT application.

(d) The U.S. application is a national application claiming foreign/domestic priority to the
corresponding PCT application.

(e) The U.S. application is a continuing application (continuation, divisional, or continuation-in-part)
of the U.S. application which satisfies one of the above (a) to (d) scenarios.

Page 1 of 3



Application SN 12813856
Decision on Petition

(2) The latest work product in the international phase of the PCT application corresponding to the U.S.
application indicates at least one claim in the PCT application has novelty, inventive step and industrial
applicability. In case any observation is described in Box VIII of the WO/ISA, or WO/IPEA, or IPER
which forms the basis for the PCT-PPH request, applicant must identify and explain why the claim(s)
is/are not subject to any observation described in Box VIII irrespective of whether an amendment is
submitted to correct the observation described in Box VIII.

(3) All the claims in each U.S. application for which a request for participation in the PCT-PPH pilot
program is made must sufficiently correspond to one or more of those claims indicated as having
novelty, inventive step and industrial applicability and free of any observation described in Box VIII in
the latest work product of the corresponding PCT application.

(4) Substantive examination of the U.S. application for which participation in the PCT-PPH pilot
program is requested has not begun.

(5) Applicant must submit a copy of the latest international work product which indicated that the
claim(s) has/have novelty, inventive step and industrial applicability along with an English translation
thereof if the copy of the latest international work product is not in the English language.

(6) Applicant must submit a copy of the claims from the corresponding PCT application which were
indicated as having novelty, inventive step and industrial applicability in the latest work product of the
PCT application along with an English translation thereof and a statement that the English translation is
accurate if the claims are not in the English language. Applicant is required to submit a claims
correspondence table in English. The claims correspondence table must indicate how all the claims in the
U.S. application sufficiently correspond to the claims indicated as having novelty, inventive step and

industrial applicability in the latest international work product. If the claims in the U.S. application for which
participation in the PCT-PPH pilot program is requested are identical to the claims from the corresponding PCT application,
and are in the English language, applicant may just indicate such in the PCT-PPH request and it will not be necessary for
applicant to submit a copy of the claims from the corresponding PCT application.

(7) Applicant must submit an information disclosure statement (IDS) listing the documents cited in the
international work products (ISR, WOIISA, WOIIPEA, PER) of the PCT.

(8) The request for participation in the PCT-PPH pilot program and all the supporting documents must be
submitted to the USPTO via EFS-Web and indexed with the following document description: "Petition to
make special under PCT-Patent Pros Hwy. Any preliminary amendments and IDS submitted with the
PCT-PPH documents must be separately indexed as a preliminary amendment and IDS, respectively.

Page 2 of 3
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Decision on Petition

The request to participate in the PCT-PPH program and petition comply with all the above
requirements. Accordingly, the above-identified application has been accorded "special” status.

Telephone inquiries concerning this decision should be directed to Hassan Kizou at 571-272-
3088 ‘

All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc/index.html.

The application is being forwarded to the examiner for action on the merits commensurate with
this decision

/Hassan Kizouw/

Hassan Kizou '
SPE, Technology Center 2400

Page 3 of 3



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

MAILED

K&L Gates LLP AUG 03 2011
1900 MAIN STREET, SUITE 600 OFFICE OF PETITIONS
IRVINE CA 92614-7319 |

In re Application of

Grant, et al. ‘ :

Application No.: 12/813,857 :  ON PETITION
Filed: June 11, 2010 :

Attorney Docket No: 1951300.00104

This is'a decision on the petition under 37 CFR §1.137(b), July 22, 2011, to revive the above-identified
application. '

The petition is dismissed.

Any request for reconsideration of this decision must be submitted within TWO (2) MONTHS from the
mail date of this decision. Extensions of time under 37°CFR 1.136(a) are permitted. The reconsideration
request should include a cover letter entitled "Renewed Petition" under 37 CFR 1.137(b)."

The application became abandoned on August 24, 2010, after no response was received to the Notice to
File Missing Parts of Non-Provisional Application mailed June 23, 2010, which set a shortened period for
reply of two-months from its mailing date. Extensions of the time set for reply were available under 37
CFR 1.136(a). A response was not received within the allowable period, and the application became
abandoned on August 24, 2010. A Notice of Abandonment was mailed on March 3, 2011.

Effective December 1, 1997, the provisions of 37 CFR 1.137(b) now provide that where the delay in reply
was unintentional, a petition may be filed to revive an abandoned application or a lapsed patent pursuant
to 37 CFR 1.137(b). A grantable petition pursuant to 37 CFR 1.137(b) must be accompanied by:

¢)) the required reply, unless previously filed. In a non-provisional application
abandoned for failure to prosecute, the required reply may be met by the filing of a continuing
application. In an application or patent, abandoned or lapsed for failure to pay the issue fee, or any
portion thereof, the required reply must be the payment of the issue fee or any outstanding balance
thereof.

2) the petition fee as set forth in 37 CFR 1.17(m);



In re Application No. 12/813,857 2

3) a statement that the entire delay in filing the required reply from the due date for the reply
until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was unintentional. The Commissioner
may require additional information where there is a question whether the delay was unintentional; and

@) any terminal disclaimer (and fee set forth in 37 CFR 1.20(d)) required pursuant to
37 CFR 1.137(c).

Item 1 above has not been satisfied because the declaration under 37 CFR 1.63 filed July 22, 2011, lists
two first inventors. Specifically, both the signature blocks for inventors Grant and Menkin are denoted as
“Inventor One”. The renewed petition must be accompanied by an executed declaration under 37 CFR
1.63 that addresses this inconsistency. Further correspondence with respect to this matter should be
addressed as follows: ‘

By mail: Commissioner for Patents
United States Patent and Trademark Office
Box 1450
Alexandria, VA 22313-1450

By facsimile: (571)273-8300
‘ Attn; Office of Petitions

N

Telephone inquiries concemirig this decision may be directed to the undersigned at (571) 272-3222.
/Kenya A. Mclaughlin/
Kenya A. McLaughlin

Petitions Attorney
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.0. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

MAILED

K&L Gates LLP :

1900 MAIN STREET, SUITE 600 SEP 27 2011
IRVINE CA 92614-7319 OFFICE OF PETITIONS
In re Application of

Grant, et al. :

Application No.: 12/813,857 ‘ : ON PETITION

Filed: June 11,2010
Attorney Docket No: 1951300.00104

This is regarding the renewed petition under 37 CFR 1.137(b) filed on September 20, 2011.

The petition is GRANTED.

The application became abandoned on August 24, 2010, after no response was received to the Notice to
File Missing Parts of Non-Provisional Application mailed June 23, 2010, which set a shortened period for
reply of two-months from its mailing date. Extensions of the time set for reply were available under 37
CFR 1.136(a). A response was not received within the allowable period, and the application became
abandoned on August 24, 2010. A Notice of Abandonment was mailed on March 3, 2011.

The declaration, filed September 20, 2011, is noted.

This application is being directed to the Office of Patent Application Processing for further processing.
Telephone inquiries regarding this decision should be directed to the undersigned .at (571) 272-3222.
/Kenya A. McLaughlin/

Kenya A. McLaughlin

Petitions:Attorney
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

s
F AMERICA PLAZA 4
101 SOUTH TRYON STREET, SUITE 4000 MAILED
CHARLOTTE, NC 28280-4000
JUN 10 2011
In re Application of OFFICE OF PETITIONS
Mary Scott Ball : : '
Application No. 12/813,925 : DECISION ON PETITION
Filed: June 11,2010 : TO WITHDRAW

Attorney Docket No. 05241/389445 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.
§ 1.36(b), filed April 1,2011.

The request is DISMISSED as moot.

A review of the file record indicates that the power of attoméy to Alston & Bird, LLP has been
revoked by the assignee of the patent application on- April 29, 2011. Accordingly, the request to
withdraw under 37 C.F.R. § 1.36(b) is moot.

All future communications from the Office will continue to be directed to the below-listed
address until otherwise notified by applicant.

Telephone inquires concerning this decision should be directed to undersigned at 571-272-1642.

[AMW/

April M. Wise
Petitions Examiner
Office of Petitions
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COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
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DOVAS LAW P.C.
307 BAINBRIDGE STREET MA‘LED
PHILADELPHIA PA 19147

MAR 152011
In re Application of : OFFICE OF PETITIONS
Augst, et al. :
Application No. 12/813,965 : DECISION ON PETITION

Filed: June 11, 2010
Attorney Docket No. WAV-PT017.1

This is a decision on the petition under 37 CFR 1.182, filed, February 9, 2011, to change the
name of inventor “Joseph Augst” to — JOSEPH ANAKATA --.

The petition is DISMISSED.

In cases where an inventor’s name has been changed after the application has been filed and the
inventor desires to change his or her name on the application, he or she must submit a petition
under 37 CFR 1.182. Applicants are also strongly encouraged to submit an application data sheet
(37 CFR 1.76) showing the new name. The petition must include an appropriate petition fee and
a statement signed by the inventor setting forth both names and the procedure whereby the
change of name was effected, or a copy of the court order. See, MPEP 605.04(c).

Petitioners have provided a copy of the court order effecting the change in name. However, the
instant petition lacks the required signed statement by the inventor setting forth both names.
Correction upon renewed petition is required.

Any request for reconsideration should be submitted within TWO MONTHS of the decision mail
date indicated above. The petition should be entitled “Request for Reconsideration under 37 CFR
1.182.” Extensions of time are permitted under 37 CFR 1.136.

Further correspondence with respect to this matter should be addressed as follows:

By Mail: Mail Stop PETITION
Commissioner for Patents
P. O. Box 1450
Alexandria, VA 22313-1450

By hand: U. S. Patent and Trademark Office
Customer Service Window, Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314



Application No. 12/813,965 2

The centralized facsimile number is (571) 273-8300.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
3205.

[ALESIA M. BROWN/
Alesia M. Brown

Attorney Advisor
Office of Petitions
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Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

DOVAS LAW P.C. MAILED

307 BAINBRIDGE STREET MAR 29 2011
PHILADELPHIA PA 19147

OFFICE OF PETITIONS
In re Application of
Augst, et al. : '
Application No. 12/813,965 :  DECISION ON PETITION

Filed: June 11, 2010
Attorney Docket No. WAV-PT017.1

This is a decision on the petition under 37 CFR 1.182, filed, March 20, 2011, to change the name
of inventor “Joseph Augst” to — JOSEPH ANAKATA --.
The petition is GRANTED.

Office records have been updated to reflect the inventor’s change of name. A corrected Filing
Receipt, which reflects the inventor’s change of name, accompanies this decision on petition.

Any questions concerning this matter may be directed to the undersigned at (571) 272-3205.
Any questions concerning the examination procedures or status of the application should be
directed to the Technology Center.

This application is being referred to the Office of Patent Application Processing. |

/ALESIA M. BROWN/

Alesia M. Brown

Petitions Attorney
Office of Petitions

ATTACHMENT: Corrected Filing Receipt



UNITED STATES PATENT AND TRADEMARK OFFIGE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address; COMMISSIONER FOR PATENTS

PO, Box 1450
Alexandria, Virginia 22313-1450
WRW.OSPID GOV
APPLICATION FILING or GRP ART
| NUMBER l 371{c) DATE UNIT I FIL FEE REC'D I ATTY.DOCKET.NO ITOT CLAIMSI IND CLA]MS]
12/813,965 06/11/2010 2617 1300 WAV-PTO017.1 48 4
' CONF!RMATION NO. 8158
61521 CORRECTED FILING RECEIPT
DOVAS LAWP.C.

507 BANBRIDGE STREET R

PHILADELPHIA, PA 19147
Date Mailed: 03/25/2011

Receipt is acknowledged of this non-provisional patent application. The application will be taken up for examination
in due course. Applicant will be notified as to the results of the examination. Any correspondence concerning the
application must include the following identification information: the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION. Fees transmitted by check or draft are subject to collection.
Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please
submit a written request for a Filing Receipt Correction. Please provide a copy of this Filing Receipt with the
changes noted thereon. If you received a "Notice to File Missing Parts” for this application, please submit
any corrections to this Filing Receipt with your reply to the Notice. When the USPTO processes the reply
to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections

Applicant(s)
Joseph Anakata, Alameda, CA;
Tasos Roumeliotis, Orinda, CA,;
Assignment For Published Patent Application
WAVEMARKET, INC., Emeryville, CA
Power of Attorney: The patent practitioners associated with Customer Number 61521

Domestic Priority data as claimed by applicant
This appln claims benefit of 61/186,096 06/11/2009

Foreign Applications (You may be eligible to benefit from the Patent Prosecution Highway program at the
USPTO. Please see http://www.uspto.gov for more information.)

Permission to Access - A proper Authorization to Permit Access to Application by Participating Offices -
(PTO/SB/39 or its equivalent) has been received by the USPTO.

If Required, Foreign Filing License Granted: 06/22/2010 K

The country code and number of your priority application, to be used for filing abroad under the Paris Convention,

is US 12/813,965
Projected Publication Date: Not Applicable
Non-Publication Request: No

Early Publication Request: No
* SMALL ENTITY **
page 10of 3



Title

MOBILE DEVICE COMMUNICATION SYSTEM AND METHOD
Preliminary Class

455

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing
of patent applications on the same invention in member countries, but does not result in a grant of "an international
patent" and does not eliminate the need of applicants to file additional documents and fees in countries where patent
protection is desired.

Almost every country has its own patent law, and a person desiring a patent.in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO must
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application
serves as a request for a foreign filing license. The application's filing receipt contains further information and
guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents” (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative,
this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4158).

LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184
Title 37, Code of Federal Regulations, 5.11 & 5.15

GRANTED

The applicant has been granted a license under 35 us.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as

page 2 of 3



set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless
it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national
security or the export of technical data. Licensees should apprise themselves of current regulations especially with
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of
State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of Industry and
Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of
Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,
if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed
from the filing date of this application and the licensee has not received any indication of a secrecy order under 35
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).

page 3of 3



Doc Code: PPH.PCT.652

Document Description: Petition to make special under PCT-Patent Pros Hwy PTO/SB/20PCT-EP (05-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HiIGHWAY (PCT-PPH) PiLoT PROGRAM BETWEEN THE EUROPEAN PATENT OFFICE (EPO) AND

THE USPTO
Application No: 12/814,015 Filing date: June 11, 2010
First Named Inventor: John A. Gelardi
itle of
Jtle ot ine DISPENSING CONTAINER

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP://WWW.USPTO.GOV/EBC/EFS_HELP.HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

The corresponding PCT PCT/US2010/45122
application number(s) is/are:

The international date of the corresponding

PCT application(s) is/are: August 11, 2010

I. List of Required Documents:

a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above-identified
corresponding PCT application(s)

Is attached

D Is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

Is attached.

|:| Is not attached because the document is already in the U.S. application.

¢. English translations of the documents in a. and b. above are attached (if the documents are not in the English
language). A statement that the English translation is accurate is attached for the document in b. above.

{Page 1 of 2]
This collection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain a benefit by the public, which is to file (and by
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete, inciuding gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this
form and/or suggestions for reducing this burden should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450,
Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS.




PTO/SB/20PCT-EP (05-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S.Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM
BeETWEEN THE EPO AND THE USPTO

(continued)

Application No.:

12/814,015

First Named Inventor:

John A. Gelardi

d. (1) An information disclosure statement listing the documents cited in the international work products (ISR,
WOIISA, WOI/IPEA, IPER) of the corresponding PCT application.

Is attached

D Has already been filed in the above-identified U.S. application on

(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)

Are attached.

I:] Have already been filed in the above-identified U.S. application on

Il. Claims Correspondence Table:

Claims in US Application

Patentable Claims
in the corresponding
PCT Application

Explanation regarding the correspondence

1-30

1-30

The same claim set was filed in both applications.

ll. All the claims in the US application sufficiently correspond to the patentable claims in the

corresponding PCT application.

-
/
Signature L_)
[ 4

Scott C. Mayhew

Name
(Print/Typed)

Date /9/20//0

58,339

Registration Number

[Page 2 of 2]



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USDLO.gOV

I APPLICATION NO. FILING DATE I FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. I CONFIRMATION NO. l
12/814,015 06/11/2010 John A. Gelardi R60999 1341.1 (0016.2) 8286
26158 7590 12/08/2010
WOMBLE CARLYLE SANDRIDGE & RICE, PLLC | EXAMINER |
ATTN: IP DOCKETING KUMAR, RAKESH
P.O. BOX 7037
ATLANTA, GA 30357-0037 | ARTUNIT | eapernumssr |
: 3651
| MAIL DATE | DELIVERY MODE l
12/08/2010 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

= ' P.0O. Box 1450
7 20] 0 . Alexandria, VA 22313-1450
Www.uUsptO.Qov

WOMBLE CARLYLE SANDRIDGE & RICE, PLLC
ATTN: IP DOCKETING

P.0.BOX 7037

ATLANTA GA 30357-0037

In re application of : DECISION ON REQUEST TO
Gelardi et al. :  PARTICIPATE IN PATENT
Application No. 12/814,015 : PROSECUTION HIGHWAY
Filed: June 11, 2010 :  PROGRAM AND PETITION
For: DIPENSING CONTAINER :  TO MAKE SPECIAL UNDER

37 CFR 1.102(a)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH)
program and the petition under 37 CFR 1.102(a), filed June 11, 2010, to make the
above-identified application special. ’

The request and petition are GRANTED.

A grantable request to participate in the PPH program and petition to make special
require:

(1) The U.S. application must disclose an efigible relationship to one or more PCT
applications filed in the EPO or USPTO;

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the PCT
application(s) latest international work product (the written opinion or the IPER) along
with an English translation thereof and a statement that the English translation is
accurate; '

(3) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the allowable/patentable claim(s) in the PCT application(s);
(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of the latest international work product from the PCT
application containing the allowable/patentable claim(s) along with an English
translation thereof and a statement that the English translation is accurate;

(6) Applicant must submit an IDS listing the documents cited by the PCT examiner in
the international work product along with copies of documents except U.S. patents or
U.S. patent application publications.



The request to participate in the PPH program complies with the above requirements.
Therefore, the above-identified application has been accorded “special” status.

All other inquiries concerning the examination or status of the application should be
directed to the Patent Application Information Retrieval (PAIR) system.

The application is being forwarded to the examiner for action on the merits
commensurate with this decision.

Any inquiry regarding this decision should be directed to Mikado Buiz, Quality
Assurance Specialist, at (571) 272-6578. '

/ Mikado Buiz /
Mikado Buiz,
Quality Assurance Specialist
Technology Center 3600

BM/BM: 12/07/10



UNITED STATES PATENT AND TRADEMARK OFFICE

] Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450
www.uspto.gov
MICHAEL C. SCHIFFER - LEGAL DEPT.
BECKMAN COULTER, INC. ;
250 S. KRAEMER BOULEVARD MA!LED
BREA CA 92821 - FEB 2 52011
QFFICE OF PETITIONS
Inre Appliéation of
William E. Roudebush X :
Application No. 12/814,038 : DECISION ACCORDING STATUS
Filed: June 11, 2010 : UNDER 37 CFR 1.47(b)

Attorney Docket No. 09US0010 NONP

This is a decision on the petition filed under 37 CFR 1.47(b) on January 25, 2011.
The petition is GRANTED,

The above-identified application was filed on June 11, 2010. The application named
William E. Roudebush as the sole inventor but was filed without an executed oath or
declaration. A Notice to File Missing Parts was mailed June 25, 2010 requiring, inter
alia, an executed oath or declaration and a surcharge for the late filing of the oath or
~ declaration.

In response to the Notice to File Missing Parts, the instant petition under 37 CFR
1.47(b) was filed with a five month extension of time and argues that the inventor
refuses to execute the oath or declaration and by his actions to cooperate with the filing
of the instant application.

A grantable petition under 37 CFR 1.47(b) requires:

(1) proof that the non-signing inventor cannot be reached or refuses to sign the
oath or declaration after having been presented with the application papers
(specification, claims and drawings);

' (2) an acceptable oath or declaration in compliance with 35 U.S.C. §§ 115 and
116;

(3) the petition fee;

(4) a statement of the last known address of the non-signing inventor,

(5) proof of proprietary interest, and

(6) proof of irreparable damage.



Application No. 12/814,038 _ Page 2

The petition is accompanied by proof that the application materials have been
presented to the non-signing sole inventor, and that he has not returned an executed
oath or declaration. The petition is also accompanied by the petition fee, the last known
address for the non-signing inventor and a declaration executed by Michael C. Schiffer,
Assistant Secretary, Beckman Coulter, Inc., on behalf of Beckman Coulter, Inc., and in
the absence of a signature by the sole inventor, a copy of the employment agreement
between inventor William E. Roudebush and Beckman Coulter, Inc., to show
proprietary interest and a statement that the application is filed to preserve the
applicants rights in the application and to prevent irreparable harm.

Petitioner is advised that the fee for a petition under 37 CFR 1.47 ‘is set at $200 not
$130 as indicated in the petition. As such, per the authorization included with the
petition, deposit account no. 02-1660 has been charged in the amount of $200.

The above-identified application and papers have been reviewed and found in
compliance with 37 CFR 1.47(b). In view thereof, this application is hereby accorded
Rule 1.47(b) status. ' ‘

Thus, as provided in Rule 1.47c, this Office will forward notice of this application's filing
to the non-signing inventor at the address given in the petition. Notice of the filing of this
application will also be published in the Official Gazette.

This matter is being referred to the Office of Patent Application Processing for further
pre-examination processing.

Telephone inquiries concerning this matter may be directed to the undersigned
Petitions Attorney at (671) 272-3212.

) M«Bﬂﬂ/

Patricia Faison-Ball
Senior Petitions Attorney
Office of Petitions




UNITED STATES PATENT AND TRADEMARK OFFICE.

: Commissioner for Patents
United States Patent and Trademark Office
P.0. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

ALSTON & BIRD LLP
BANK OF AMERICA PLAZA
101 SOUTH TRYON STREET, SUITE 4000
CHARLOTTE NC 28280-4000 MAILED
) <
SEP 13 2010
In re Application of : OFFICE OF PETITIONS
Joseph G. Buehl, et al. ’ :
Application No. 12/814,040 : DECISION ON PETITION
Filed: June 11,2010 : TO WITHDRAW

Attorney Docket No. 043314/390144 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.
§ 1.36(b), filed August 3, 2010.

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every
attorney/agent seeking to withdraw or contain a clear indication that one attorney is signing on
behalf of another/others.

The request was signed by Karl H. Koster on behalf of all attorneys of record who are associated
with customer No. 00826. All attorneys/agents associated with the Customer Number 00826 have
been withdrawn. Applicant is reminded that there is no attorney of record at this time.

The request to change the correspondence of record is not acceptable as the requested
correspondence address is not that of: (1) the first named signing inventor; or (2) an intervening
assignee of the entire interest under 37 C.F.R 3.71. All future communications from the Office

will be directed to the first named signing inventor at the first copied address below until otherwise
properly notified by the applicant.

In order to request or take action in a patent matter, the assignee must establish its ownership of the
patent to the satisfaction of the Director. In this regard, a Statement under 37 CFR 3.73(b) must
have either: (i) documentary evidence of a chain of title from the original owner to the assignee
(e.g., copy of an executed assignment), and a statement affirming that the documentary evidence of
the chain of title from the original owner to the assignee was or concurrently is being submitted for
recordation pursuant to § 3.11; or (ii) a statement specifying where documentary evidence of a
chain of title from the original owner to the assignee is recorded in the assignment records of the
Office (e.g., reel and frame number).



Application No. 12/814,040 Page 2

There are no pending Office actions at the present time.

Telephone inquiries concerning this decision should be directed to undersigned at 571-272-1642.
All other inquiries concerning the examination or status of this application should be directed to
the Technology Center.

[AMW/

April M. Wise
Petitions Examiner
Office of Petitions

cc: JOSPEH G. BUEHL
4319 SHADYGLADE AVE
STUDIO CITY, CA 91604

cc: TANDBERG TELEVISION INC,,
C/0O ERICSSON INC
ATTN: THOMAS BETHEA
6300 LEGACY DRIVE
MS EVR 1-C-11
PLANO, TX 75024



UNITED STATES PATENT AND TRADEMARK OFFIGE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USPLO.OV
ﬁ APPLICATION NUMBER l FILING OR 371(C) DATE l FIRST NAMED APPLICANT l ATTY. DOCKET NO/TITLE J
12/814,040 06/11/2010 Joseph G. Buehl 043314/390144
CONFIRMATION NO. 8340
826 POWER OF ATTORNEY NOTICE

ALSTON & BIRD LLP

A OF AMERICA PLAZA O

101 SOUTH TRYON STREET, SUITE 4000
CHARLOTTE, NC 28280-4000 ' .
Date Mailed: 09/03/2010

NOTICE REGARDING CHANGE OF POWER OF ATTORNEY
This is in response to the Power of Attorney filed 08/03/2010.

. The withdrawal as attorney in this application has been accepted. Future correspondence will be mailed to the
new address of record. 37 CFR 1.33.

/famwise/

Office of Data Management, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101 -

page 1 of 1



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS
P.O. Box 1450
‘-‘1_ Alexandria, Virginia 22313-1450
WWW.Uspto.gov

[ APPLICATION NO. FILING DATE FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. [ CONFIRMATION NO. I
12‘/814,074 06/11/2010 FRED CHARLES SANDS 24367-5 8426
33417 7590 09/29/2010
LEWIS, BRISBOIS, BISGAARD & SMITH LLP L EXAMINER ]
221 NORTH FIGUEROA STREET , BUIL, DUNG H
SUITE 1200
LOS ANGELES, CA 90012 | ART UNIT | rarer~omBER |
1797
I MAIL DATE | DELIVERY MODE |
09/29/2010 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

Q/QW//D | csT

In re application of
Fred Charles Sand et al X
Serial No. 12/814,074 : ; DECISION ON PETITION

Filed: June 11, 2010 ' : TO MAKE SPECIAL
For: JET ENGINE PROTECTION SYSTEM

This is a decision on the Request for Reconsideration of Petition to Make Special under
the Accelerated Examination Program filed on August 20, 2010 to make the above-
identified application special. '

The petition to make the application special is GRANTED.

The application is eligible for accelerated examination and the petition complies with the
conditions for granting the application special status pursuant to the “Change to Practice
for Petitions in Patent Applications to Make Special and for Accelerated Examination”
published June 26, 2006, in the Federal Register. (71 Fed. Reg. 36323).

The prosecution of the instant application will be conducted expeditiously according to
the following guidelines.

1. The application will be docketed to an examiner and taken up for action within
two weeks of the date of this decision.

2. Restriction Practice: -
If the examiner determines that the claims are not directed to a single invention,
a telephone request to elect one single invention will be made pursuant to MPEP
812.01. As a prerequisite to the grant of this petition, the applicant has agreed to
make an oral election, by telephone, without traverse. If the applicant refuses to
make an election without traverse, or the examiner cannot reach the applicant
after a reasonable effort, the examiner will treat the first claimed invention

(invention defined by claim 1) as having being constructively elected without
traverse for examination.

3. Office action:

If it is determined that, after appropriate consuitation, there is a potential rejection
or any other issue to be addressed, the examiner will telephone the applicant and



«‘)

Application No. 12/814,074

arrange an interview to discuss and resolve the issue. An Office action, other
than a Notice of Allowance and Fee(s) Due (Notice of Allowance), will not be
issued unless either: 1) an interview was conducted but did not result in agreed
to action that places the application in condition for allowance, or, 2) a
determination is made that an interview would be unlikely to result in the
application being placed in condition for allowance, and 3) an internal conference
has been held to review any rejection of any claim.

. Time for Reply:

An Office action other than a Notice of Allowance or a final Office action will set a
shortened statutory period of one month or thirty days, whichever is longer, for
reply with no extension of time available under 37 CFR 1.136(a). Failure to
timely file a reply within this non-extendible period for reply will result in the
abandonment of the application.

. Reply by Applicant; ,

A timely reply to an Office action other than the Notice of Allowance must be
submitted electronically via EFS or EFS-web and limited to addressing the
rejections, objections and requirement made. Any amendment that attempts to:
1) add claims which would result in more than three pending independent claims
or more than twenty pending total claims; 2) present claims not encompassed by
the pre-examination search or an updated accelerated examination support
document; or 3) present claims that are directed a non-elected invention or an
invention other than that previously claimed and examined in the application, will
be treated as not fully responsive and will not be entered.

For any amendment to the claims (including any new claim) that is not
encompassed by the accelerated examination support document, applicant must
provide an updated accelerated examination support document that
encompasses the amended or new claims at the time of filing of the amendment.

To proceed expeditiously with the examination, it is recommended that a reply
with amendments made to any claim or with any new claim being added be
accompanied by an updated accelerated examination support document or a
statement explaining how the amended or new claim is supported by the original
accelerated examination support document.

. Information Disclosure Statement (IDS):

Any IDS filed during prosecution must be submitted electronically via EFS or
EFS-web, accompanied by an updated accelerated examination support
document, and be in compliance with 37 CFR 1.97 and 1.98.

. Post-Allowance Processing:

To expedite processing of the allowed application into a patent, the applicant
must: 1) pay the required fees within one month of the date of the Notice of
Allowance, and 2) not file any post allowance papers not required by the Office.



)
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In no event may the issue fee be paid and accepted later than three months from
the date of the Notice of Allowance.

8. After-Final and Appeal Procedures:
To expedite prosecution, after receiving the final Office action, applicant must: 1)
promptly file a notice of appeal, an appeal brief and appeal fees; and 2) not
request a pre-appeal brief conference.

Any amendment, affidavit or other evidence filed after final Office action must
comply with applicable rules and the requirements outlined in numbered
paragraphs 5 and 6 above.

On appeal, the application will proceed according to normal appeal procedures.
_ After appeal, the application will again be treated special.

9. Proceedings Outside the Normal Examination Process:
If the application becomes involved in a proceeding that is outside the normal
examination process (e.g., a secrecy order, national security review; interference
proceeding, petitions under 37 CFR 1.181, 182 or 183), the application will be
treated special before and after such proceeding.

10. Final Disposition:
The twelve month goal of this accelerated examination procedure ends with a
_final disposition. The mailing of a final Office action, a Notice of Allowance, the
filing of a Notice of Appeal, or the filing of a Request for Continued Examination
(RCE) is the final disposition.

If, during prosecution, a paper is not filed electronically using EFS-web, a reply is filed
but is not fully responsive, the application is involved in an appeal, or a proceeding
outside normal examination process, the application will still be examined expeditiously,
however, the final disposition may occur more than twelve months from the filing of the
application:

Any inquiry regarding this decision should be directed to Christine Tierney, Quality
Assurance Specialist, at (571) 272-1055.

/Christine Tierney/

Christine Tierney
Quality Assurance Specialist
Technology Center 1700



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

John Alumit
16830 Ventura Blvd. Suite 360
Encino CA 91364 MA[LED

SEP 26 2011
Inre App]ication of . OFFICE OF PET'TIONS
Christina Kawka : :
Application No. 12/814,093 :  DECISION ON PETITION

Filed: June 11, 2010
Attorney Docket No. 22754-067

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
August 30, 2011, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the Notice to File
Missing Parts of Nonprovisional Application (Notice), mailed June 23, 2010. The Notice set a
period for reply of two (2) months from the mail date of the Notice. No extensions of time under
the-provisions of 37 CFR 1.136(a) were obtained. Accordingly, the application became
abandoned on August 24, 2010. The Notice of Abandonment was mailed March 3, 2011.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of an oath/declaration and $65 surcharge, (2) the petition fee of $810, and (3) a
proper statement of unintentional delay.

It is not apparent whether the person signing the statement of unintentional delay was in a

position to have firsthand or direct knowledge of the facts and circumstances of the delay at

issue. Nevertheless, such statement is being treated as having been made as the result of a
reasonable inquiry into the facts and circumstances of such delay. See 37 CFR 10.18(b) and
Changes to Patent Practice and Procedure; Final Rule Notice, 62 Fed. Reg. 53131, 53178
(October 10, 1997), 1203 Off. Gaz. Pat. Office 63, 103 (October 21, 1997). In the event that

such an inquiry has not been made, petitioner must make such an inquiry. If such inquiry results
in the discovery that it is not correct that the entire delay in filing the required reply from the due
date for the reply until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was
unintentional, petitioner must notify the Office.

There is no indication that the person signing the petition was ever given a power of attorney to
prosecute the application.
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Telephone inquiries concerning this decision should be directed to Terri Johnson at (571) 272-
2991.

This application is being referred to the Office of Patent Application Processing for appropriate
action on the reply received.

/Terri Johnson/
Terri Johnson
Petitions Examiner
Office of Petitions
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In re Application of Swan et al.

Application No. 12/814,109 :

Filing Date: June 11, 2010 : Decision on Request
Attorney Docket No. SRM0122/US

Pub. No.: US 2010/0316687 A1l

Pub. Date: December 16, 2010

This is a decision on the request for a corrected patent application publication under
37 C.F.R. § 1.221(b) filed February 16, 2011.

The request is dismissed.

Applicants request the application be republished because of the mistake in the patent application
publication identified in the request.

37 C.F.R. § 1.221(b) states,

[Relief under 37 C.F.R. § 1.221 is warranted] only when the Office makes a material
mistake which is apparent from Office records.... Any request for corrected publication
or revised patent application publication other than provided in paragraph (a) of this
section must be filed within two months from the date of the patent application
publication. This period is not extendable.

A mistake is only a “material” mistake if the mistake affects the public’s ability to appreciate the
technical disclosure of the patent application publication, determine the scope of the patent
application publication, or determine the scope of the provisional rights that an applicant may
seek to enforce upon issuance of a patent.l

The mistake identified in the instant request is not a material Office mistake as required under
37 CF.R. § 1. 221(b). Specifically, the mistake does not affect the public’s ability to appreciate

! See Changes to Implement Eighteen-Month Publication of Patent Applications; Final Rule, 65 Fed. Reg. 57023,
57038 (Sept. 20, 2000), 1239 Off. Gaz. Pat. Office 63, 75 (Oct. 10, 2000). See also Section 1130 of the Manual of
Patent Examining Procedure (8th ed., Rev. 8, July 2010).



Application No. 12/814,109 Page 2

the technical disclosure of the patent-application publication, determine the scope of the patent
application publication, or determine the scope of the provisional rights that an applicant may
seek to enforce upon issuance of a patent. See MPEP § 1130(B). Therefore, relief under

37 C.F.R. § 1.221(b) is unwarranted and the request is dismissed.

Applicants are advised that a “request for republication of an application previously published”
may be filed under 37 C.F.R. § 1.221(a). The request must include a copy of the application,
which complies with the Office’s electronic filing system requirements set forth in 37 C.F.R.

§ 1.18(d), and the required processing fee set forth in 37 C.F.R. § 1.17(i).

If the request for republication does not comply with the electronic filing system requirements,
the republication will not take place and the publication fee set forth in 37 C.F.R. § 1.18(d) will
be refunded. However, the processing fee will be retained.

Guidance for filing a request for a Pre-Grant Publication, such as a request for republication,
may be found at the links below:

http://www.uspto.gov/patents/process/file/efs/guidance/index.jsp
http://www.uspto.gov/ebc/portal/efs/pgpub_quickstart.pdf

Any request for republication under 37 C.F.R. § 1.221(a), must be submitted via the EFS system
as a “Pre-Grant Publication” and questions or any request for reconsideration of the instant
decision should be addressed as follows:

By mail to:  Mail Stop PGPUB
Commissioner for Patents
P.O. Box 1450
Alexandria, Va. 22313-1450

Telephone inquiries regarding this communication should be directed to Senior Petitions
Attorney Steven Brantley at (571) 272-3203.

(gt et]

Christopher Bottorff
Petitions Examiner
Office of Petitions
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| APPLICATION NO. | FILING DATE | FIRST NAMED INVENTOR P\TTORNEY DOCKET NO.| CONFIRMATION NO. ]
12/814,119 06/11/2010 Mark E. LEE LUM MJK-5250-5 8525

7590 11/25/2011 I EXAMINER I

NIXON & VANDERHYE, PC IHEZIE, JOSHUA K

901 NORTH GLEBE ROAD, 11TH FLOOR
ARLINGTON, VA 22203 | ART UNIT | PaPernumeer |
3633
[ mawpate [ DELIVERY MODE |
1172512011 PAPER

DECISION GRANTING PETITION UNDER 37 CFR 1.138(d)
The declaration of express abandonment is recognized

This is in response to the petition under 37 CFR 1.138(d), requesting for a refund of any previously paid
search fee and excess claims fee in the above-identified application.

The petition is granted.

The express abandonment is recognized. Any previously paid search fee and excess claims fee are
hereby refunded.

iries should be/'r”ected to the Office of Data Management at (571) 272-4200.

6% N ZZ

Pajgnt Hublication Branc
Office of Data Management

Page 1 of 1
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ATK
C/O VIDAS, ARRETT & STEINKRAUS, P.A.
6640 SHADY OAK ROAD
SUITE #400 Al
EDEN PRAIRIE MN 55344-7834 MAILED
DEC 08 2011
OFFICE OF PETITIONS

In re Application of
Sheena Alm et al. :

Application No. 12/814,147 : ON PETITION
Filed: June 11, 2010 ;

Attorney Docket No.: A39.2-13254-US02

This is a decision on the petition filed November 4, 2011 to withdraw the holding of
abandonment, which is being treated under 37 CFR 1.181.

The petition under 37 CFR 1.181 is DISMISSED.

Any request for reconsideration of this decision must be submitted within TWO (2)
MONTHS from the mail date of this decision. Extensions of time under 37 CFR
1.136(a) are permitted. The reconsideration request should include a cover letter
entitled "Renewed Petition under 37 CFR 1.181," or, as explained in more detail below,
“ _.under 37 CFR 1.137(a)" or (b). This is not a final agency decision.

In response to a Notice of Allowance mailed July 6, 2010, the issue fee transmittal was
timely submitted on September 22, 2011, with payment in the amount of $1205, $905 was
applied to the issue fee and $300 was applied to the publication fee. However the amount
remitted for the issue fee was deficient. Accordingly, the application became abandoned
and thus, a Notice of Abandonment was mailed October 20, 2011.

Petitioner argues that the assignee, VPI Engineering, is in fact a Small Entity, although the
form PTOL-85 did not have the checkbox marked. Petitioner argues payment in the
amount of $1205.00 was submitted, which is an overpayment in the amount of $150.00 for
Small Entity and thus, this amount should be refunded.

Petitioner's arguments have been considered but they are not persuasive.

Petitioners are advised that their failure to submit a proper issue fee transmittal, with the
information regarding the entity status indicated caused the deficiency in the payment and
therefore, the application become abandoned. Therefore, the Notice of Abandonment
mailed October 20, 2011 was appropriate.
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In view thereof, the holding of abandonment will not be withdrawn.

The $905 payment which had been applied to the issue fee has now been refunded.
Petitioners are advised that since that Notice of Allowance was mailed, a revised fee
schedule was published. Fees due therefore would have been based on the current fee
schedule effective September 26, 2011. Effective September 26, 2011, the issue fee for
a small entity is set at $870.00.

ALTERNATIVE VENUES

Petitioner may wish to consider filing a renewed petition under 37 CFR 1.137(b)," which
now provides that where the delay in reply was unintentional, a petition may be filed to
revive an abandoned application or a lapsed patent pursuant to 37 CFR 1.137(b).

The filing of a petition under the unintentional standard cannot be intentionally delayed and
therefore should be filed promptly. A person seeking revival due to unintentional delay
cannot make a statement that the delay was unintentional unless the entire delay, including
the delay from the date it was discovered that the application was abandoned until the filing
of the petition to revive under 37 CFR 1.137(b), was unintentional. A statement that the
delay was unintentional is not appropriate if petitioner intentionally delayed the filing of a
petition for revival under 37 CFR 1.137(b).

Before this application will be grantable, proof that the assignee is entitled to claim small
entity status and the appropriate fees will be required.

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop Petition

'Effective December 1, 1997, the provisions of 37 CFR 1.137(6) now provide that where the delay in reply
was unintentional, a petition may be filed to revive an abandoned application or a lapsed patent pursuant to 37 CFR
1.137(b). A grantable petition filed under the provisions of 37 CFR 1.137(b) must be accompanied by:

(1) the required reply, unless previously filed. In a nonprovisional application abandoned for failure to
prosecute, the required reply may be met by the filing of a continuing application. In a nonprovisional application
filed on or after June 8, 1995, and abandoned for failure to prosecute, the required reply may also be met by the
filing of a request for continued examination in compliance with § 1.114. In an application or patent, abandoned or
lapsed for failure to pay the issue fee or any portion thereof, the required reply must be the payment of the issue fee
or any outstanding balance thereof. In an application abandoned for failure to pay the publication fee, the required
reply must include payment of the publication fee.

(2) the petition fee as set forth in 37 CFR 1.17(m);

(3) a statement that the entire delay in filing the required reply from the due date for the reply until the filing
of a grantable petition pursuant to 37 CFR 1.137(b) was unintentional. The Director may require additional
information where there is a question whether the delay was unintentional; and

(4) any terminal disclaimer (and fee as set forth in 37 CFR 1.20(d)) required pursuant to 37 CFR 1.137(c)).
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Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450
By FAX: (571) 273-8300

Telephone inquiries concerning this matter may be directed to the undersigned Petitions
Attorney at (571) 272-3212.

A ]

Patricia Faison-Ball
Senior Petitions Attorney
Office of Petitions
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Decision Date: January 3,2012

In re Application of : DECISION ON PETITION
Sheena Alm UNDER CFR 1.137(b)
Application No : 12814147

Filed: 11-Jun-2010

Attorney Docket No: V19.2-13254-US02

This is an electronic decision on the petition under 37 CFR 1.137(b), filed January 3,2012 , to revive the above-identified
application.

The petition is GRANTED.

The above-identified application became abandoned for failure to reply in a timely manner to the Notice of Allowance and Issue
Fee(s) Due. The date of abandonment is the day after the expiration date of the period set for reply in the Notice.

The electronic petition satisfies the conditions for revival pursuant to the provisions of 37 CFR 1.137(b) in that (1) the reply in the
form of payment of the Issue Fee and the Publication Fee (if necessary); (2) the petition fee as set forth in 37 CFR 1.17 (m); (3) the
drawing correction and/or other deficiencies (if necessary); and (4) the required statement of unintentional delay have been
received. Accordingly, the Issue Fee payment is accepted as having been unintentionally delayed.

Telephone inquiries concerning this decision should be directed to the Patent Electronic Business Center (EBC) at 866-217-9197.

This application file is being directed to the Office of Data Management.

Office of Petitions



Doc Code: PET.AUTO
Document Description: Petition automatically granted by EFS-Web

PTO/SB/64
U.S. Patent and Trademark Office
Department of Commerce

Electronic Petition Request PETITION FOR REVIVAL OF AN APPLICATION FOR PATENT ABANDONED
UNINTENTIONALLY UNDER 37 CFR 1.137(b)
Application Number 12814147
Filing Date 11-Jun-2010
First Named Inventor Sheena Alm
Art Unit 1776
Examiner Name ROBERT CLEMENTE
Attorney Docket Number V19.2-13254-U502
Title
MULTI-DIMENSIONAL PORTABLE GAS CHROMATOGRAPH SYSTEM

The above-identified application became abandoned for failure to file a timely and proper reply to a notice or action by the
United States Patent and Trademark Office. The date of abandonment is the day after the expiration date of the period set for

reply in the office notice or action plus any extensions of time actually obtained.
APPLICANT HEREBY PETITIONS FOR REVIVAL OF THIS APPLICATION

NOTE: A grantable petition requires the following items:
(1) Petition fee;
(2) Reply and/or issue fee;

(3) Terminal disclaimer with disclaimer fee - required for all utility and plant applications filed before June 8, 1995; and for
all design applications;
(4) Statement that the entire delay was unintentional.
Petition fee

The petition fee under 37CFR 1.17(m} is attached.

< Applicant claims SMALL ENTITY status. See 37 CFR 1.27.
] Applicantis no longer claiming SMALL ENTITY status. See 37 CFR 1.27(g)(2).

] Applicant(s) status remains as SMALL ENTITY.

] Applicant(s) status remains as other than SMALL ENTITY.

Issue Fee and Publication Fee:

Issue Fee and Publication Fee are not due.

< Issue Fee Transmittal is attached

Drawing corrections and/ or other deficiencies.




(@ Drawing corrections and/ or other deficiencies are not required

O | certify, in accordance with 37 CFR 1.4.(D){4), that drawing corrections and/ or other deficiencies have previously been filed
on

(O Drawing corrections and/ or other deficiencies are attached.

STATEMENT: The entire delay in filing the required reply from the due date for the required reply until the filing of a
grantable petition under 37 CFR 1.137(b) was unintentional.

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

| certify, in accordance with 37 CFR 1.4(d){(4) thatlam:

An attorney or agent registered to practice before the Patent and Trademark Office who has been given power of attorney
in this application.

An attorney or agent registered to practice before the Patent and Trademark Office, acting in a representative capacity.

A sole inventor

A joint inventor; | certify that | am authorized to sign this submission on behalf of all of the inventors.

A joint inventor; all of whom are signing this e-petition.

o o O O 0O @®

The assignee of record of the entire interest that has properly made itself of record pursuant to 37 CFR3.71.

Signature /Richard A. Arrett/

Name Richard A. Arrett

Registration Number 33153




won—) E8’ 0 ffo

PTO/SB/64
Doc Code: PET.AUTO U.S. Patent and Trademark Office
Document Description: Petition automatically granted by EFS-Web Department of Commerce
Electronic Petition Request PETITION FOR REVIVAL OF AN APPLICATION FOR PATENT ABANDONED
UNINTENTIONALLY UNDER 37 CFR 1.137(b)
AP
09 Z
A
Application Number 12814147 ( M0 'lm'l
Filing Date 11-Jun-2010 \\ §/
First Named Inventor S Sheena Alm
Art Unit 1776
Examiner Name ROBERT CLEMENTE
Attorney Docket Number V19.2-13254-US02
Title
MULTI-DIMENSIONAL PORTABLE GAS CHROMATOGRAPH SYSTEM

The above-identified application became abandoned for failure to file a timely and proper reply to a notice or action by the
United States Patent and Trademark Office. The date of abandonment is the day after the expiration date of the period set for
reply in the office notice or action plus any extensions of time actually obtained.

APPLICANT HEREBY PETITIONS FOR REVIVAL OF THIS APPLICATION

NOTE: A grantable petition requires the following items:

(M . Petition fee;
(2) Reply and/or issue fee;
(3) Terminal disclaimer with disclaimer fee - required for all utility and plant applications filed before June 8, 1995; and for
all design applications;
(4) Statement that the entire delay was unintentional.
Petition fee

The petition fee under 37CFR 1.17(m) is attached.
X 'Applicant claims SMALL ENTITY status. See 37 CFR 1.27.

M Applicantis no longer claiming SMALL ENTITY status. See 37 CFR 1.27(g)(2).

0 Applicant(s) status remains as SMALL ENTITY.

m Applicant(s) status remains as other than SMALL ENTITY.

: rar4 /20 R INTEFSY ARRREE44 12814147
Issue Fee and Publication Fee:

p.ga 0P
g1 FC:2433 3

Issue Fee and Publication Fee are not due.

g Issue Fee Transmittal is attached

Drawing corrections and/ or other deficiencies.
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(® Drawing corrections and/ or other deficiencies are not required

O | certify, in accordance with 37 CFR 1.4.(D)(4), that drawing corrections and/ or other deficiencies have previously been filed
on .

(O Drawing corrections and/ or other deficiencies are attached.

STATEMENT: The entire delay in filing the required reply from the due date for the required reply until the filing of a
grantable petition under 37 CFR 1.137(b) was unintentional.

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

| certify, in accordance with 37 CFR 1.4(d)(4) thatl am:

® _An aFtorneY or.agent registered to practice before the Patent and Trademark Office who has been given power of attorney
in this application. :
(O Anattorney or agent registered to practice before the Patent and Trademark Office, acting in a representative capacity.
(O Asoleinventor
(O Ajointinventor; | certify that | am authorized to sign this submission on behalf of all of the inventors.
(O Ajointinventor; all of whom are signing this e-petition.
(O The assignee of record of the entire interest that has properly made itself of record pursuant to 37 CFR3.71.
Signature /Richard A. Arrett/
Name Richard A. Arrett

Registration Number 33153




Doe Code: FET.GREEN
Donumvent Descripiion: Petition fur Green Tech Pilot FTONORA
Approved for e ihrough DTG ‘*}1‘.88 {)R-. 74
) i 8. Pateat and Trademan : RTIEN MERGE
inder the Papereney Paduciion Azt of 1988, no gersons are resgiivsd lavespond *o a collectinn of infovmiatisa el d-f«n'&“« & vahd GMB comrci FUmMBeY;

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Aftnrney Docket
Muraber

Suplivation Number
{if wrrovend:

1UBE0-40035 121814, 148 Filing dabe negy (o040

First Narned
vering:

Peter £, FHose

Titler {njection Backfiow Technigue For Measuring Fracture Swiface Area Adjscent To & »"ee!ibore

]

APPUCANT HERERY REQUESTS TO PARTICIPATE N THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABOVE-DENTIFIED APPLICATION. See instruction Sheston page 2

This petition must be timely filed electronically using the USPTO electronic filing systam, EFS-Web
1.
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y filing this petition;

AEEisga‘ﬁ is requesting early publication: Applicant he raby renuests early publication uader
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Appl. No. ; 12/814,148 Confirmation No. 8584
Applicant : Pater E. Rose '
Filing Date : 08/11/2870

tle : INJECTION BACKFLOW TECHNIQUE FOR MEASURING
FRACTURE SURFACE AREA ADJACENT TO AWELLBORE

Group Art Unit 3878

Examiner ; Not Yet Assigned
Docket No. 10860-4025
Cusiomer Na. 24313

wind

Commissioner for Palenis
EFS-Web
Patition far Green Tech Rilot

ATTACHMENT TO PETITION TO MAKE SPECIAL UNDER THE GREEN
TECHRNOLOGY PILOT PROGRAM

Sir:

Applicant requests expedited examination based on the Petition to Make Special
under the Green Technology Pilot Program, introduced in the Federal Register on
December §, 2008, and extended in the Federal Register on November 10, 2010,

Eligibility Requirements

vy
bi H

Applications Pertaining to Environmental Quality: Special status s sought

hecause the invention materially enhances the quality of the environment by

contributing to the restoration ar maintenance of the basic life-sustaining natural

<} the application dees not clearly disclose that the clairasd invention materialy enhances the qualty of the
anvironreent by cordributing o the restoration or maintenance sfone of tha basic He-sustaining natural slemeants, the
autition must be actompanied by a statement signed by the applicant, asgignes, of an attiorneyfagent registered to
practice before the USPTO, in ancordance with 37 CEFR 1.33{b) axplaining how the materality standerd is met. The
nateriality stendard does not permit an applicant to speculate as io how a hypothetical end-user might spacially apply
the invention in a manner that could materiatly enhance the quality of the environment. Nor does such standagrd
permit an applicant (o enjoy the benafit of advanced examination merely hecause some minor aspect of the claimead
invention may enhance the quality of the environment, Sea MPEF § TOR.02 (Mem V). >

West 261H3TINE

190R0-4023




Applicant ; Pater £ Rose
3
&8

Appl, Na, : 12814,148
Examiney : Not et Assigned
Docket Mo. : 196804025

Applications Pertaining to Energy Conservation, Development of
Renewable Energy Resources, or Greenbouse Gas Emission Reduction: Special status
is sought because the application is for an invention that materially contributes to!

B¢ {1} The discovery or development of renewable energy resources;
1 (2) the more efficient utilization and conservation of energy

FEsSOUNces, o7

[ (3) the reduction of greenhouse gas emissions.

<if the application disciosure is rot slear on it face that the claimed invention materially gositributes o {5
development of renewabls energy of enargy conservation, or {2} gresnhouse gas emission redustion, the patitiort
st be accompantad by a statement signed by the applicant, assighes, or an attomey/agent registerad o practics
vafora the USPTO, in accordance with 37 CFR 1.33(h) explaining how the materiality standard is met. The materiefity
standard does not permit an gpplicant to speculate 28 to how a hypothetical end-usar might specially apply the
imventinn in a ranner that could matesially contribute to (1) development of renewable energy or snergy
consarvation, of () greenhouss gas emission reduction, nerdess the standard permit an applicant to snjoy the
tenefit of advanced exarmination merely because soma minor aspect of the daimed invention may be divested 10-{1)
development of renewable energy of energy conservation, or (2) greenhouse gas synisgion redudtion. Sce MPER G
FOB.0Z {fem Vi) »

2 gua

Applicant hereby certifies thall

1. The application contains three or fewer independent claims and fwenty or
fewer total claims. Additionally, application does not contain any multiple dependent
claims. if application does contain move than three independent claims, twenty folal
claims andfor multiple dependent claims, a preliminary amendment is filed herewith.

2. The claims are dirccted to a single invention that materially enhances the
quality of the environment, or that materially coniributes to {1} The discovery or
development of renewable energy resources,; (2} the more efficient utilization and
conservation of energy resources; or (3 greenhouse gas emisaion reduction. fthe
LHSPTO determines that the claims are directed to multiple inventions {e.g.. In @
restriction requirement), applicant will agree to make an election without traverse in a
telephonic interview, and elect an invention that meets the eligibility requirements and is
classified in one of the U8, classifications iisted in section 2 of this petition,

3. No Office Action, including an Office Action containing only & restriction

requirement, has been issued.

DHS Westi 261037298
19Aa0-1023



Applicant : Patar £ Hose

Appl. No. : 121814,148
Examiner : Mot Yet Assigned
Dochet No, : 19660-4025
4, Agplicant hereby requests early publication under 37 CFR 1.218 and the

oublication fee set forth in 37 CFR 1.18(d) accompanies this reguest. ¥ applicable,
Applicant hereby rescinds under 37 CFR 1.215(b} any p orevious filed request thatthe
above-identified application not be published under 35 U.S.C. 122{b}.

5. Seas. This Petition to Make Special is being submitted under the Green
Technology Pilot Program, therefore no fees are raquirad. However, if the undersigned
s In error in this regard, the Commissioner is authorized to charge any fees to Orrick,

Herrington & Sulcliffe’s Depostt Account No, 15-(685.

Respectfusly submitted,
ORRICK, HERRINGTON & SUTCLIFFE LLP

Dated: November 17, 2010 Ry, fs/ Sanjest K. Dutla
Sanjest K. Dutta
Reg No. 48,145

Orrick, Herrington & Sutciiffe LLP
4 Park Plaza, Sulte 1800

"wne CA 02614-2558

Tel. 550-814-7647

Fax: 850-814-7401

DHS Westi 261037298
PRGG0-3028
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS
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ORRICK, HERRINGTON & SUTCLIFFE, LLP
IP PROSECUTION DEPARTMENT

4 PARK PLAZA

SUITE 1600

IRVINE CA 92614-2558

In re Application of :
Peter ROSE : DECISION ON PETITION

Application No. 12/814,148 : TO MAKE SPECIAL UNDER
Filed: September 23,2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 19660-4025 : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed on November 17, 2010, to make the
above-identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).
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The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status. -

Telephone inquires concerning this decision should be directed to Lanna Mai at 571-272-6867.

The application is being forwarded to the Technology Center Art Unit 3676 for action
on the merits commensurate with this decision.

/Lanna Mai/

Lanna Mai
Quality Assurance Specialist
Technology Center 3600
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WILLIAM H BOLLMAN
MANELLI SELTER PLLC ‘ MAILED
2000 M STREET, N.W. 7TH FLOOR o FER 0 1 2012

WASHINGTON, DC 20036-3307
' OFFICE OF PETITIONS

In re Application of
Roydn Jones, et al. : :
Application No. 12/814,180 : NOTICE
Filed: June 11, 2010 :

. Attorney Docket No. 20-256

LN

This is a notice regarding your request for acceptance of a fee deficiency submission under 37
CFR 1.28. On September 1, 1998, the Court of Appeals for the Federal Circuit held that 37 CFR
1.28(c) is the sole provision governing the time for correction of the erroneous payment of the
issue fee as a small entity. See DH Technology v. Synergystex Internatlonal Inc. 154 F.3d
1333, 47 USPQ2d 1865 (Fed. Cir. Sept. 1, 1998).

The Office no longer investigates or rejects original or reissue applications under 37 CFR 1.56.
1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended
to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This application is no longer entitled to small entity status. Accordingly, all future fees pald in
this application must be paid at the large entity rate. :

Inquiries related to this communication should be directed to the undersigned at (571) 272-1642.

[AMW/

April M. Wise
Petitions Examiner
Office of Petitions
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Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):
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vffiling@microsoft.com
stevensp@microsoft.com
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In re Application of:
CHILIMBI, Trishul et al.
Application No. 12/814,194 DECISION ON PETITION
Filed: June 11,2010 UNDER 37 C.F.R. § 1.84(a)(2)
For: MEMORY ALLOCATION TO ACCEPT COLOR
VISUALIZATION FOR UNMANAGED DRAWINGS
LANGUAGES R

IS

This is a decision on the petition under 37 C.F.R. § 1.84(a)(2), filed on June 11, 2010, requesting
acceptance of color drawings.

A grantable petition under 37 C.F.R. § 1.84(a)(2) must be accompanied by a fee set forth under 37 C.F.R.
§ 1.17(h), 3 (three) sets of the color drawings in question, and the specification must contain, or be
amended to contain, the following language as the first paragraph in that portion of the specification
relating to the brief description of the drawings:

"The patent or application file contains at least one drawing executed in color. Copies of this
patent or patent application publication with color drawings will be provided by the U.S. Patent and
Trademark Office upon request and payment of the necessary fee."

The petition was filed with the required fee and paragraph [0014] of the specification contains the
required notification described above. Furthermore, color drawing figures 2-6 were filed EFS-Web,

therefore, applicant is required to file only one set of drawings. See 74 Federal Register Notice 55200
(October 27, 2009).

Accordingly, the petition is GRANTED.

Any inquiry regarding this decision should be directed to Eddie C. Lee at (571) 272-1732.

| Etidie O Lol

Eddie C. Lee
Quality Assurance Specialist, TC 2100
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Docket No.: 91973-777739 (001410US)

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re application of: Confirmation No.: 8768
FREDERICK M. ESPIAU et al. Examiner: Unassigned
Application No.: 12/814,229 Art Unit: 2821
Filed: June 11,2010 PETITION TO MAKE SPECIAL
UNDER THE GREEN TECHNOLOGY
For:  PLASMA LAMP WITH PILOT PROGRAM
DIELECTRIC WAVEGUIDE
BODY HAVING A WIDTH
GREATER THAN A LENGTH
Customer No.: 20350

Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

Commissioner:

Applicants hereby request to participate in the Green Technology Pilot

Program for the above-identified application.

Since this application was already published on August 25, 2011, it is
believed that there is no need to request early publication under 37 CFR 1.219 nor pay
the publication fee set forth in 37 CFR 1.18(d). However, if the Office determines that
another publication is necessary, the Commissioner is hereby authorized to charge

Deposit Account No. 20-1430 for the required amount.

By filing this petition, Applicants agree to make an election without
traverse in a telephonic interview and elect an invention that meets the eligibility
requirement and the classification requirement set forth in the Federal Register notice

entitled “Pilot Program for Green Technologies Including Greenhouse Gas Reduction”
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that was published in the Federal Register if the Office determines that the claims are not

obviously directed to a single invention.

STATEMENT OF SPECIAL STATUS FOR THE ELIGIBILITY REQUIREMENT

The basis for the special status is that the invention claimed in the above-
identified patent application materially contributes to the development of more efficient
utilization and conservation of energy recourses. The claimed invention relates generally
to lighting techniques. In particular, the invention provides a method and device using an
electrodeless plasma lighting device having a dielectric waveguide body having a width
greater than a length, although it may be provided in other spatial configurations. The
invention can be applied to a variety of applications such as stadiums, security, parking
lots, military and defense, streets, large and small buildings, vehicle headlamps, aircraft
landing, bridges, warchouses, uv water treatment, agriculture, architectural lighting, stage

lighting, medical illumination, microscopes, projectors and displays, and similar uses.

The invention provides a method and device having configurations of
input, output, and feedback coupling elements that provide for electromagnetic coupling
to the bulb whose power transfer and frequency resonance characteristics that are largely
dependent upon a waveguide body having at least two materials. In a preferred
embodiment, the present invention provides a method and configurations with an
arrangement that provides for improved manufacturability as well as design flexibility.
Other embodiments may include integrated assemblies of the output coupling element
and bulb that function in a complementary manner with the present coupling element
configurations and related methods for street lighting applications. In a preferred
embodiment, the waveguide body comprises a dielectric material having a constant of 2
and less, which decreases capacitance of the resonator. For example, the dielectric
material consists essentially of air (e.g., with a dielectric constant of about 1). In contrast,
various types of conventional electrodeless lamps utilize high dielectric constant material

in the waveguide to reduce the size of the waveguide. In certain embodiments of the
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present invention, dielectric materials such as air or fluid are used. For example, a
portion or the entirety of a waveguide is filled with air. It is to be appreciated that air
filled portion of the waveguide, compared to waveguide filled by high-dielectric constant
material, has a reduced amount of RF loss (up to about 1 decibel) compared to
conventional waveguide with high dielectric constant material, thereby improving
performance. In addition, by filling a portion or an entirety of the waveguide with air
instead of material with high dielectric constant, the manufacturing costs and weight of
the waveguide are reduced. There are other benefits as well. In a specific embodiment,
the diameter of the waveguide body is less than the width, which can lead to a greater
effective length of the resonating body, but has the smaller diameter that is more compact
and easier to fit-up into one or more form factors. The greater effective length of the
resonating body leads to lower resonating frequencies according to one or more
embodiments. In a specific embodiment, the present method and resulting structure are
relatively simple and cost effective to manufacture for commercial applications.

Depending upon the embodiment, one or more of these benefits may be achieved.

A preliminary amendment is filed herewith to reduce the number of
outstanding claims to no more than three (3) independent claims and twenty (20) total

claims.

Moreover, the application does not contain any multiple dependent claims.
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If the Examiner believes a telephone conference would expedite
prosecution of this application, please telephone the undersigned at 650-326-2400.
Further, the Commissioner is hereby authorized to charge any required fees or credit any

overpayment in connection with this paper to Deposit Account No. 20-1430.

Respectfully submitted,

/Dah-Bin Kao/

Dah-Bin Kao
Reg. No. 53,092

KILPATRICK TOWNSEND & STOCKTON LLP
Two Embarcadero Center, Eighth Floor

San Francisco, California 94111-3834

Tel: 650-326-2400

Fax: (415) 576-0300

DBK:dbk

63748573 v1
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TWO EMBARCADERO CENTER TR =
EIGHTH FLOOR MA' LED
SAN FRANCISCO, CA 94111-3834 OCT 06 2011
OFFICE OF PETITIONS
In re Application of
Frederick M. Espiau, et al. :
Application No. 12/814,229 : DECISION GRANTING PETITION
Filed: June 11, 2010 : UNDER 37 CFR 1.137(b)

Attorney Docket No.: 91973-777739 (001410US):

This is a decision on the petition, filed September 28, 2011, which is being treated as a petition
under 37 CFR 1.137(b) to revive the instant nonprovisional application for failure to timely
notify the U.S. Patent and Trademark (USPTO) of the filing of an application in a foreign
country, or under a multinational treaty that requires publication of applications eighteen months
after filing. See 37 CFR 1.137(f).

The petition is GRANTED.

Petitioner states that the instant nonprovisional application is the subject of an application filed in
an eighteen month publication country on November 6, 2003. However, the USPTO was
unintentionally not notified of this filing within 45 days subsequent to the filing of the subject
application in an eighteen month publication country.

In view of the above, this application became abandoned pursuant to 35 U.S.C. §122(b)(2)(B)(iii)
and 37 CFR 1.213(c) for failure to timely notify the Office of the filing of an application in a
foreign country or under a multilateral international agreement that requires publication of
applications 18 months after filing.

A petition to revive an application abandoned pursuant to 35 U.S.C. § 122(b)(2)(B)(iii) for
failure to notify the USPTO of a foreign filing must be accompanied by:

(1) the required reply which is met by the notification of such filing in a
foreign country or under a multinational treaty;

(2) the petition fee as set forth in 37 CFR 1.17(m); and

(3) a statement that the entire delay in filing the required reply from the due
date of the reply until the filing of a grantable petition was unintentional.

The petition has been found to be in compliance with 37 CFR 1.137(b). Accordingly, the failure
to timely notify the USPTO of a foreign or international filing within 45 days after the date of
filing of such foreign or international application as provided by 35 U.S.C. § 122(b)(2)(B)(iii)
and 37 CFR 1.213(c) is accepted as having been unintentionally delayed.
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The previous Request and Certification under 35 U.S.C. § 122(b)(2)(B)(i) has been rescinded.
Therefore, no further action being required, this application is being referred to the Technology
Center AU 2821 for prosecution in due course.

The file does not indicate a change of address has been submitted, although the address given on
the petition differs from the address of record. If appropriate, a change of address should be filed
in accordance with MPEP 601.03. A courtesy copy of this decision is being mailed to the
address given on the petition; however, the Office will mail all future correspondence solely to
the address of record.

Any inquiries concerning this decision may be directed to the undersigned at (571) 272-3204.
/SDB/

Sherry D. Brinkley
Petitions Examiner
Office of Petitions

cc: DAH-BIN KAO
1080 MARSH ROAD
MENLO PARK, CA 94025
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Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

Docket@kilpatricktownsend.com
ipefiling@kilpatricktownsend.com
jthice@kilpatrick.foundationip.com
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In re Application of o
ESPIAU et al. : DECISION ON PETITION

Application No. 12/814229 . : TO MAKE SPECIAL UNDER
Filed: June 11, 2010 A : THE GREEN TECHNOLOGY
Attorney Docket No. 91973-777739 (001410US) : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed on September 29, 2011, to make the
above-identified application special under the pilot program for applications pertaining to Green
Technologies as set forth 74 Federal Register Notice 64666 (December 8, 2009) and amended by
75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is DISMISSED.

If reconsideration of this decision is desired, a petition for reconsideration must be filed within
ONE (1) MONTH OR THIRTY (30) DAYS from the mail date of this decision, whichever is
longer. No extension of this time limit can be granted under 37 CFR 1.136(a) or (b). The
petition for reconsideration should include an exhaustive attempt to provide the lacking item(s)
noted below, since, after a decision on the petition for reconsideration, no further reconsideration
or review of the matter will be undertaken by the Director.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications and
be filed prior to the date of the notice, December 8, 2009.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the



Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived. .

In regard to item 4, applicant’s statement pertaining to how the materiality standard is met does
not satisfy the requirements for this pilot. The petition alleges that the claimed invention
contributes to more efficient utilization and conservation of energy resources. The claims are
generally directed to a plasma lamp comprising a waveguide body, a power source, and a fill
capable of forming a plasma. The materiality standard does not permit an applicant to speculate
as to how a hypothetical end-user might specially apply the invention in a manner that could
contribute to more efficient utilization and conservation of energy resources. Any argument that
the claimed invention can be used to provide more efficient utilization of energy resources is
considered speculate as to how a hypothetical end-user might specially apply the claimed
invention. The mere prediction of improved manufacturability and design flexibility does not
appear to result in more efficient utilization or conservation of energy resources.

Further, it is noted that in the “Statement of Special Status for Eligibility Requirement” section,
Applicant has misspelled resources as “recourses.”

Telephone inquiries concerning this decision should be directed to Colleen Dunn at 571-272-
1170. .

The application is being forwarded to the appropriate Technology Center Art Unit for
action in its regular turn.

/Colleen Dunn/

 Colleen Dunn
Quality Assurance Specialist
Technology Center 2800
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re application of: Confirmation No.: 8768
FREDERICK M. ESPIAU et al. Examiner: Unassigned

Application No.: 12/814,229 Art Unit: 2821

Filed: June 11,2010 REQUEST FOR RECONSIDERATION

OF DECISION ON PETITION TO

For:  PLASMA LAMP WITH MAKE SPECIAL UNDER THE
DIELECTRIC WAVEGUIDE GREEN TECHNOLOGY PILOT
BODY HAVING A WIDTH PROGRAM
GREATER THAN A LENGTH

Customer No.: 20350

Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

Commissioner:

The Decision mailed on November 11, 2011 dismissed Applicants’
Petition to Make Special Under the Green Technology Pilot Program submitted on
September 28, 2011. The Decision states that the originally-filed Petition satisfies all
requirements under the Pilot program, with the exception that that Applicants’ statement
pertaining to how the materiality standard is met does not satisfy the requirements for this
pilot. Specifically, the Decision indicates that it is not readily apparent how the claimed
invention results in more efficient utilization of energy resources (which is item Bii of the

requirement cited in the Decisions).

Applicants respectfully request reconsideration because the claimed
invention relates to plasma lamps that are known in the art to be more energy efficient
than conventional lamps, thereby contributes to more efficient utilization of energy

resources. See, for example, the Wikipedia article on Plasma Lamp



PATENT
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(http://en.wikipedia.org/wiki/Plasma_lamp), a portion of which is reproduced below for easy

reference.

“High-efficiency plasma lighting is the class of plasma lamps that have system
efficiencies of 90 lumens per watt or more. Lamps in this class are potentially the
most energy-efficient light source for outdoor, commercial and industrial lighting. This
is due not only to their high system efficiency but also to the small light source they
present enabling very high luminaire efficiency.

Luminaire Efficacy Rating (LER) is the single figure of merit the National Electrical
Manufacturers Association has defined to help address problems with lighting
manufacturers' efficiency claims [5] and is designed to allow robust comparison between

lighting types. . . .

Many modern plasma lamps, . . . have very small light sources—far smaller than HID
bulbs or fluorescent tubes—leading to much higher luminaire efficiencies also. High
intensity discharge lamps have typical luminaire efficiencies of 55%, and fluorescent

lamps of 70%. Plasma lamps typically have luminaire efficiencies exceeding 90%.”

Applicants submit that the claimed invention provides devices and
methods for improving plasma lamps, thereby contributes to more efficient utilization of
energy resources. Therefore, the claimed invention satisfies item Bii of the requirements
cited in the Decisions. According, Applicants believe that the petition is grantable and

respectfully request reconsideration of the petition.

If the Examiner believes a telephone conference would expedite
prosecution of this application, please telephone the undersigned at 650-326-2400.
Further, the Commissioner is hereby authorized to charge any required fees or credit any

overpayment in connection with this paper to Deposit Account No. 20-1430.

Respectfully submitted,
/Dah-Bin Kao/
Dah-Bin Kao, Reg. No. 53,092

KILPATRICK TOWNSEND & STOCKTON LLP
Two Embarcadero Center, Eighth Floor

San Francisco, California 94111-3834

Tel: 650-326-2400

Fax: (415) 576-0300

DBK:dbk

63856548 v1
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Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication. |

‘Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

Docket@kilpatricktownsend.com
ipefiling@kilpatricktownsend.com
jlhice@kilpatrick.foundationip.com

PTOL-90A (Rev. 04/07)
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In re Application of :

Frederick M. Espiau et al. : DECISION ON PETITION
Application No. 12/814,229 _ : TO MAKE SPECIAL UNDER
Filed: June 11,2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 91973-777739 (001410US) : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed November 30, 2011, to make the
above-identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
~ set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).
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The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status.

Telephone inquires concerning this decision should be directed to Blaine Copenheaver at 571-
272-1156.

The application is being forwarded to the examiner for action on the merits
commensurate with this decision.

/Blaine Copenheaver/

Blaine Copenheaver
Quality Assurance Specialist
Technology Center 1700
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Doc Code: PET.AUTO U.S. Patent and Trademark Office
Document Description: Petition automatically granted by EFS-Web Department of Commerce

Electronic Petition Request PETITION TO WITHDRAW AN APPLICATION FROM ISSUE AFTER PAYMENT OF

THE ISSUE FEE UNDER 37 CFR 1.313(c)

Application Number 12814258

Filing Date 11-Jun-2010

First Named Inventor Eric Rubenstein

Art Unit 2884

Examiner Name CONSTANTINE HANNAHER

Attorney Docket Number 130377.00121

Title

APPARATUS AND METHOD FOR DETECTION OF RADIATION

An application may be withdrawn from issue for further action upon petition by the applicant. To request that the Office
withdraw an application from issue, applicant must file a petition under this section including the fee set forth in § 1.17(h) and a
showing of good and sufficient reasons why withdrawal of the application from issue is necessary.

APPLICANT HEREBY PETITIONS TO WITHDRAW THIS APPLICATION FROM ISSUE UNDER 37 CFR 1.313(c).

A grantable petition requires the following items:

(1) Petition fee; and

(2) One of the following reasons:

(a) Unpatentability of one or more claims, which must be accompanied by an unequivocal statement that one or more claims
are unpatentable, an amendment to such claim or claims, and an explanation as to how the amendment causes such claim or
claims to be patentable;

{(b) Consideration of a request for continued examination in compliance with § 1.114 (for a utility or plant application only); or
{c) Express abandonment of the application. Such express abandonment may be in favor of a continuing application, but not a
CPA under 37 CFR 1.53(d).

Petition Fee
] Applicant claims SMALL ENTITY status. See 37 CFR 1.27.
] Applicant is no longer claiming SMALL ENTITY status. See 37 CFR 1.27(g}(2).
X Applicant(s) status remains as SMALL ENTITY.

] Applicant(s) status remains as other than SMALL ENTITY

Reason for withdrawal from issue




(3 Oneor more claims are unpatentable

(® Consideration of a request for continued examination (RCE) (List of Required Documents and Fees)

O Applicant hereby expressly abandons the instant application {(any attorney/agent signing for this reason must
have power of attorney pursuant to 37 CFR 1.32(b)).

RCE request,submission, and fee.

| certify, in accordance with 37 CFR 1.4(d){(4) that:
[1 TheRCE request ,submissicn, and fee have already been filed in the above-identified application cn

Are attached.

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

| certify, in accordance with 37 CFR 1.4(d){(4) thatlam:

® An attorney or agent registered to practice before the Patent and Trademark Office who has been given power of attorney
in this application.

(O Anattorney or agent registered to practice before the Patent and Trademark Office, acting in a representative capacity.

(O Asoleinventor
(O Ajointinventor; | certify that | am authorized to sign this submission on behalf of all of the inventors
(> Ajointinventor; all of whom are signing this e-petition

(O The assignee of record of the entire interest that has properly made itself of record pursuant to 37 CFR 3.71

Signature /Curtis Wadsworth/

Name Curtis Wadsworth

Registration Number 57475




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

Decision Date: December 19, 2011

In re Application of :
DECISION ON PETITION

UNDER CFR 1.313(c)(2)

Eric Rubenstein

Application No : 12814258

Filed : 11-Jun-2010
Attorney Docket No: 130377.00121

This is an electronic decision on the petition under 37 CFR 1.313(c)(2), filed December 19, 201]to withdraw the above-identified
application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission under 37 CFR 1.114 (request for
continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid in this application cannot be refunded. If, however, this application is again
allowed, petitioner may request that it be applied towards the issue fee required by the new Notice of Allowance.

Telephone inquiries concerning this decision should be directed to the Patent Electronic Business Center (EBC) at 866-217-9197.

This application file is being referred to Technology Center AU 2884  for processing of the request for continuing examination
under 37 CFR 1.114.

Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uSpto.gov

r APPLICATION NO. | FILING DATE ] FIRST NAMED INVENTOR }\TTORNEY DOCKET NO.I CONFIRMATION NO.—l
12/814,263 06/11/2010 Lee SHAPIRO 66888-391149 8862
7590, 10/14/2011 | EXAMINER -I
FAEGRE & BENSON LLP MOORE, WILLIAM W
PATENT DOCKETING - INTELLECTUAL PROPERTY
2200 WELLS FARGO CENTER [ artunm ] ParernuMeer |
90 SOUTH SEVENTH STREET ' —
MINNEAPOLIS, MN 55402-3901
l NOTIFICATION DATE | DELIVERY MODE ]
101472011 ELECTRONIC

DECISION GRANTING PETITION UNDER 37 CFR 1.138(d)
The declaration of express abandonment is recognized

This is in response to the petition under 37 CFR 1.138(d), requesting for a refund of any previously paid
search fee and excess claims fee in the above-identified application. '

The petition is granted.

The express abandonment is recognized. Any previously paid search fee and excess claims fee are
hereby refunded.

gquiries should be directed to the Office of Data Management at (571) 272-4200.

Dome T me)

Office_of Data Management

Page 1 of 1
FORM PET651G (Rev. 08/07)



'Doc Code: PET.GREEN
Document Description: Petition for Green Tech Pilot

PTO/SB/420 (03-11)

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Attorney_ Docket 34786'542001 us apﬁ:g\?::]o)n Number 12/81 4,31 5 Filing date: J u ne 1 1‘ , 201 0

Number:

First N d H
menter - XN Zhou
Title: OPTICAL ABSORBANCE MEASUREMENTS WITH SELF-CALIBRATION AND EXTENDED DYNAMIC RANGE

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABOVE-IDENTIFIED APPLICATION. See Instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electronic filing system, EFS-Web.
1. By filing this petition:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d) accompanies this request.

2. By filing this petition: applicant is agreeing to make an election without traverse in a telephonic interview and
elect an invention that meets the eligibility requirements for the Green Technology Pilot Program, if the
Office determines that the claims are not obviously directed fo a single invention. See Instruction Sheet.

3. This request is accompanied by statements of special status for the eligibility reduirement.
4. The application contains no more than three (3) independent claims and twenty (20) total claims.
{ 5. The application does not contain any multiple dependent claims.

G. Other attachments:

Signature M Date 8;/5-7%0[/

name  Mickael Van Loy (%icaht’s representative)| 52315

Registration Number

(Print/Typed)
Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with
37 CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the s.'gnarure if necessary, submit multiple forms for more than one

srgnature see below™

forms are submitted.

|:| *Totlal of

If you need assistance in completing the form, call 1-800-PT0O-2189 and sefect option 2.




UNITED STATES PATENT AND TRADEMARK QFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USplo.gov

L APPLICATION NO. FILING DATE | FIRST NAMED INVENTOR l ATTORNEY DOCKET NO. I CONFIRMATION NO. l
12/814,315 06/11/2010 Xin Zhou 34786-542001US 8996
64046 7590 1012712011 I P — I
MINTZ, LEVIN, COHN, FERRIS, GLOVSKY AND POPEO, P.C
ONE FINANCIAL CENTER STAFIRA, MICHAEL PATRICK
BOSTON, MA 02111 I ART UNIT | PAPER NUMBER ]

2886
L MAIL DATE I DELIVERY MODE ]
10/27/2011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

MINTZ, LEVIN, COHN, FERRIS, GLOVSKY AND POPEO, P.C

ONE FINANCIAL CENTER

BOSTON MA 02111

In re Application of :

ZHOU et al. : DECISION ON PETITION
Application No. 12/814315 : TO MAKE SPECIAL UNDER
Filed: June 11, 2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 34786-542001US : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed on August 15, 2011, to make the
above-identified application special under the pilot program for applications pertaining to Green
Technologies as set forth 74 Federal Register Notice 64666 (December 8, 2009) and amended by
75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is DISMISSED.

If reconsideration of this decision is desired, a petition for reconsideration must be filed within
ONE (1) MONTH OR THIRTY (30) DAYS from the mail date of this decision, whichever is
longer. No extension of this time limit can be granted under 37 CFR 1.136(a) or (b). The
petition for reconsideration should include an exhaustive attempt to provide the lacking item(s)
noted below, since, after a decision on the petition for reconsideration, no further reconsideration
or review of the matter will be undertaken by the Director.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications and
be filed prior to the date of the notice, December 8, 2009.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
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by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The petition lacks item 4.

In regard to item 4, applicant’s statement pertaining to how the materiality standard is met does
not satisfy the requirements for this pilot. The petition alleges that the claimed invention
materially enhances the quality of the environment and/or materially contributes to: (1) the
discovery or development of renewable energy resources, (2) the more efficient utilization and
conservation of energy resources, and/or (3) green house gas emission reduction. The materiality
standard does not permit an applicant to speculate as to how a hypothetical end-user might
specially apply the invention in a manner that could materially enhance the quality of the
environment and/or materially contribute to: (1) the discovery or development of renewable
energy resources, (2) the more efficient utilization and conservation of energy resources, and/or
(3) green house gas emission reduction.. Any argument that the claimed invention can be used
for energy conservation would be considered speculative as to how a hypothetical end-user
might specially apply to the claimed motor. Further, it is not readily apparent how the claimed
invention materially enhances the quality of the environment and/or materially contributes to: (1)
the discovery or development of renewable energy resources, (2) the more efficient utilization
and conservation of energy resources, and/or (3) green house gas emission reduction.

Any reconsideration of this decision should be submitted through the USPTO electronic filing

system, EFS-Web, and selecting the document description of “Petition for Green Tech Pilot” on
the EFS-Web screen.

Telephone inquiries concerning this decision should be directed to Colleen Dunn at 571-272-
1170.

The application is being forwarded to the appropriate Technology Center Art Unit for
action in its regular turn.

/Colleen Dunn/

Colleen Dunn
Quality Assurance Specialist
Technology Center 2800



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

SNELL & WILMER L.L.P. (Main)

400 EAST VAN BUREN ' MAILED

ONE ARIZONA CENTER _

PHOENIX AZ 85004-2202 DECO 1 20"0“'
OFFICE OF PETITIONS

In re Application of

Gorham :

Deposited: June 11, 2010 ' : ON PETITION

Application No. 12/814,320
Atty. Dkt. No.: 56675.0117

The above-identified application has been referred to the Office of Petitions for consideration of
the petition under 37 CFR 1.57(a) filed August 26, 2010 and the correspondence filed August 2,
2010, to accord the above-identified application a filing date of June 11, 2010.

The application was deposited June 11, 2010. The Notice of Incomplete Nonprovisional
Application (Notice) mailed June 23, 2010 indicated that the application had not been accorded a
filing date because the application appeared to have been submitted without drawings as required
per 35 USC 113.

The Notice indicated that the filing date would be the date of receipt of all items indicated as
omitted, unless otherwise indicated in the Notice. The Notice required that any assertions that the
item(s) were submitted or were not necessary for a filing date, must be by way of petition
(accompanied by required petition fee).

The Notice further indicated that if the application contained a priority claim under 37 CFR 1.55
or benefit claim under 37 CFR 1.78 of a prior-filed application that was present on the filing date
of the application and applicants want to rely on 37 CFR 1.57(a) to add inadvertently omitted
material to the above-identified application, applicants must file a petition under 37 CFR 1.57(a),
accompanied by the $400.00 petition fee (37 CFR 1.17(f)) within TWO MONTHS of the date of
this Notice.

Petitioner indicates that the instant application claims the benefit of U.S. Application No.
11/445,653. Petitioner further asserts that the omitted drawings can be found in the referenced
prior application. Petitioner further directs the Office’s attention to the amendment filed August
2,2010.

In accordance with 37 CFR 1.57 and MPEP 201.17, the following conditions and requirements
need to be met for an applicant to add omitted material to an application pursuant to 37 CFR
1.57(a):

(A)  the application must have been filed on or after September 21, 2004;
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(B)
©)

(D)
(E)

(F)

(&)
(H)
@

all or a portion of the specification or drawing(s) must have been inadvertently
omitted from the application;

a claim under 37 CFR 1.55 for priority of a prior filed foreign application, or a
claim under 37 CFR 1.78 for the benefit of a prior-filed provisional,
nonprovisional, or international application, must have been present on the filing
date of the application;

the inadvertently omitted portion of the specification or drawing(s) must be
completely contained in the prior-filed application;

applicant must file an amendment to include the inadvertently omitted portion of
the specification or drawing(s) within any time period set by the Office, but in no
case later than the close of prosecution as defined by 37 CFR 1.114(b), or
abandonment of the application, whichever occurs earlier; _

if the application is not otherwise entitled to a filing date, applicant must also file
a petition and the amendment under 37 CFR 1.57(a)(3) accompanied by the
petition fee set forth in 37 CFR 1.17(f);

applicant must supply a copy of the prior-filed application, except where the
prior-filed application is an application filed under 35 U.S.C. 111;

applicant must supply an English language translation of any prior-filed
application that is in a language other than English; and

applicant must identify where the inadvertently omitted portion of the
specification or drawing(s) can be found in the prior-filed applicatidn.

The instant petition has been carefully reviewed and found in compliance with the requirements .
set forth above.

In view thereof, the petition under 37 CFR 1.57(a) is hereby GRANTED.

Receipt is acknowledged of the required petition fee of $400.00. As submission of the petition
was not necessitated due to PTO error, the petition fee WILL NOT be refunded.

This application is being forwarded to the Office of Patent Application Processing for further
processing with a filing date of June 11, 2010.

Telephone inquiries related to this decision may be directed to the Petitions Attorney Alesia M.
Brown at (571) 272-3205.

Chris Bottorff

Supervisor

Office of Petitions



PATENT
Docket No.: 91973-777846 (002010US)

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re application of: Confirmation No.: 9009
DOUGLAS A. DOUGHTY et al. Examiner: Unassigned
Application No.: 12/814,321 Art Unit: 2821
Filed: June 11,2010 PETITION TO MAKE SPECIAL

UNDER THE GREEN TECHNOLOGY
For: ELECTRODELESS PLASMA PILOT PROGRAM
LAMP ARRAY

Customer No.: 20350

Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

Commissioner:

Applicants hereby request to participate in the Green Technology Pilot

Program for the above-identified application.

Since this application was already published on August 25, 2011, it is
believed that there is no need to request early publication under 37 CFR 1.219 nor pay
the publication fee set forth in 37 CFR 1.18(d). However, if the Office determines that
another publication is necessary, the Commissioner is hereby authorized to charge

Deposit Account No. 20-1430 for the required amount.

By filing this petition, Applicant agrees to make an election without
traverse in a telephonic interview and elect an invention that meets the eligibility
requirement and the classification requirement set forth in the Federal Register notice

entitled “Pilot Program for Green Technologies Including Greenhouse Gas Reduction”
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Application No.: 12/814,321
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that was published in the Federal Register if the Office determines that the claims are not

obviously directed to a single invention.

STATEMENT OF SPECIAL STATUS FOR THE ELIGIBILITY REQUIREMENT

The basis for the special status is that the invention claimed in the above-
identified patent application materially contributes to the development of more efficient
utilization and conservation of energy recourses. The claimed invention relates generally
to lighting techniques. In particular, the present invention provides a method and device
using an electrodeless plasma lighting device having one of a plurality of base
configurations. More particularly, the present invention provides a method and resulting
system for retrofitting an electrodeless plasma lighting device onto a street lamp or other
configurations. Merely by way of example, such configurations can include at least a
warchouse lamp, stadium lamp, street lamp, parking-lot lamp, lamps in small and large

buildings, and other applications that can be retrofitted, and the like.

Benefits are achieved over pre-existing techniques using the present
invention. In a specific embodiment, the present inventions provides a method and
device having configurations of input, output, and feedback coupling elements that
provide for electromagnetic coupling to the bulb whose power transfer and frequency
resonance characteristics that are largely independent of the conventional dielectric
resonator, but can also be dependent upon conventional designs. In a preferred
embodiment, the present invention provides a method and configurations with an
arrangement hat provides for improved manufacturability as well as design flexibility.
Other embodiments may include integrated assemblies of the output coupling element
and bulb that function in a complementary manner with the present coupling element
configurations and related methods for street lighting applications. Still further, the
present method and device provide for improved heat transfer characteristics, as well as
further simplifying manufacturing and/or retrofitting of existing and new street lighting,

such as lamps, and the like. In a specific embodiment, the present method and resulting
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Application No.: 12/814,321
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structure are relatively simple and cost effective to manufacture for commercial

applications. Depending upon the embodiment, one or more of these benefits may be

achieved.

A preliminary amendment is filed herewith to reduce the number of
outstanding claims to no more than three (3) independent claims and twenty (20) total

claims.
Moreover, the application does not contain any multiple dependent claims.

If the Examiner believes a telephone conference would expedite
prosecution of this application, please telephone the undersigned at 650-326-2400.
Further, the Commissioner is hereby authorized to charge any required fees or credit any

overpayment in connection with this paper to Deposit Account No. 20-1430.

Respectfully submitted,

/Dah-Bin Kao/

Dah-Bin Kao
Reg. No. 53,092

KILPATRICK TOWNSEND & STOCKTON LLP
Two Embarcadero Center, Eighth Floor

San Francisco, California 94111-3834

Tel: 650-326-2400

Fax: (415) 576-0300

DBK:dbk

63749365 v1



Doc Code: PET.GREEN
Document Description: Petition for Green Tech Pilot

PTO/SB/420 (03-11)

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Attorney Docket

Number 91973-777846 (002010US) ﬁfplfr']'gfvtf)” Number 1 2/814,321 | Fiing date: June 11 . 2010

e DOUGLAS A. DOUGHTY

tile: El ECTRODELESS PLASMA LAMP ARRAY

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABOVE-IDENTIFIED APPLICATION. See Instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electronic filing system, EFS-Web.
1. By filing this petition:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d) accompanies this request.

2. By filing this petition: applicant is agreeing to make an election without traverse in a telephonic interview and
elect an invention that meets the eligibility requirements for the Green Technology Pilot Program, if the
Office determines that the claims are not obviously directed to a single invention. See Instruction Sheet.

3. This request is accompanied by statements of special status for the eligibility requirement.
4. The application contains no more than three (3) independent claims and twenty (20) total claims.
5.  The application does not contain any multiple dependent claims.

6. Other attachments:

signatre /D@N-Bin Kao/ nae O€Ptember 30, 2011

Name Dah-Bin Kao 53,092

(Print/ Typed) Registration Number

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with
37 CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one
signature, see below™.

|i| *Total of1— forms are submitted.

If you need assistance in completing the form, call 1-800-PT0-9199 and select option 2.




PTO/SB/420 (03-11)

Instruction Sheet for

Petition to Make Special Under the Green Technology Pilot Program
(Not to be Submitted to the USPTO)

The following is a summary of the requirements (for more information see the notices (i)
“Pilot Program for Green Technologies Including Greenhouse Gas Reduction,” (ii)
“Elimination of Classification Requirement in the Green Technology Pilot Program,” and (iii)
“Expansion and Extension of the Green Technology Pilot Program,” available on the USPTO
web site at http://iwww.uspto.gov/patents/init_events/green_tech.jsp):

(1) The application must be a non-reissue, non-provisional utility application filed under 35 U.S.C. 111(a), or
an international application that has entered the national stage in compliance with 35 U.S.C. 371,
irrespective of the filing date of the application. Reexamination proceedings are excluded from this pilot
program.

(2) The application must contain three or fewer independent claims and twenty or fewer total claims. The
application must not contain any multiple dependent claims. For an application that contains more than
three independent claims or twenty total claims, or multiple dependent claims, applicant must file a
preliminary amendment in compliance with 37 CFR 1.121 to cancel the excess claims and/or the multiple
dependent claims at the time the petition to make special is filed.

(3) The claims must be directed to a single invention that materially enhances the quality of the environment,
or that materially contributes to: (1) the discovery or development of renewable energy resources; (2) the
more efficient utilization and conservation of energy resources; or (3) green house gas emission reduction
(see the eligibility requirements of sections Il and Il of the notice (i) cited above). The petition must
include a statement that, if the USPTO determines that the claims are directed to multiple inventions (e.g.,
in a restriction requirement), applicant will agree to make an election without traverse in a telephonic
interview, and elect an invention that meets the eligibility requirements in section Il or Il of the notice (i)
cited above.

(4) The petition to make special must be timely filed electronically using the USPTO electronic filing system,
EFS-Web, and selecting the document description of “Petition for Green Tech Pilot” on the EFS-Web
screen. Applicant should use form PTO/SB/420, which is available as a Portable Document Format (PDF)
fillable form in EFS-Web and on the USPTO Web site.

(5) The petition to make special must be filed at least one day prior to the date that a first Office action (which
may be an Office action containing only a restriction requirement) appears in the Patent Application
Information Retrieval (PAIR) system. Applicant may check the status of the application using PAIR.

(6) The petition to make special must be accompanied by a request for early publication in compliance with
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d).

Page 2



Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)}(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

Page 3

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records may
be disclosed to the Department of Justice to determine whether disclosure of these records is required by the
Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of
settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from
the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to comply
with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes
of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C.
218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency’s
responsibility to recommend improvements in records management practices and programs, under authority of
44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing
inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such
disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a
record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record
was filed in an application which became abandoned or in which the proceedings were terminated and which
application is referenced by either a published application, an application open to public inspection or an issued
patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.0. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

[ APPLICATION NO. FILING DATE [ FIRST NAMED INVENTOR l ATTORNEY DOCKETNO. | CONFIRMATION NO. |
12/814,321 06/11/2010 Douglas A. Doughty 91973-777846 (002010US) 9009
20350 7590 1171012011 -
KILPATRICK TOWNSEND & STOCKTON LLP | EXAMINER B
TWO EMBARCADERO CENTER OWENS, DOUGLAS W
EIGHTH FLOOR
SAN FRANCISCO, CA 94111-3834 | ART UNIT | parernuMBER ]

2821

l NOTIFICATION DATE I DELIVERY MODE I

11/10/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

Docket@kilpatricktownsend.com
ipefiling@kilpatricktownsend.com
jlhice@kilpatrick.foundationip.com

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450
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KILPATRICK TOWNSEND & STOCKTON LLP
TWO EMBARCADERO CENTER

EIGHTH FLOOR

SAN FRANCISCO CA 94111-3834

In re Application of :
DOUGHTY et al. : DECISION ON PETITION

Application No. 12/814321 : TO MAKE SPECIAL UNDER
Filed: June 11, 2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 91973-777846 (002010US) : . PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed on September 30, 2011, to make the
above-identified application special under the pilot program for applications pertaining to Green
Technologies as set forth 74 Federal Register Notice 64666 (December 8, 2009) and amended by
75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is DISMISSED.

If reconsideration of this decision is desired, a petition for reconsideration must be filed within
ONE (1) MONTH OR THIRTY (30) DAYS from the mail date of this decision, whichever is
longer. No extension of this time limit can be granted under 37 CFR 1.136(a) or (b). The
petition for reconsideration should include an exhaustive attempt to provide the lacking item(s)
noted below, since, after a decision on the petition for reconsideration, no further reconsideration
or review of the matter will be undertaken by the Director.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications and
be filed prior to the date of the notice, December 8, 2009.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the



Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

In regard to item 4, applicant’s statement pertaining to how the materiality standard is met does
not satisfy the requirements for this pilot. The petition alleges that the claimed invention
contributes to more efficient utilization and conservation of energy resources. The claims are
generally directed to a plasma lamp array comprising a plurality of plasma lamps, an RF power
source and a controller: The materiality standard does not permit an applicant to speculate as to
how a hypothetical end-user might specially apply the invention in a manner that could
contribute to more efficient utilization and conservation of energy resources. Any argument that
the claimed invention can be used to provide more efficient utilization of energy resources is
considered speculate as to how a hypothetical end-user might specially apply the claimed

.invention. The mere prediction of improved manufacturability and design flexibility does not
appear to result in more efficient utilization or conservation of energy resources. Further, it is not
readily apparent how the claimed invention results in more efficient utilization of energy
resources (which is required for basis B ii above).

Further, it is noted that in the “Statement of Special Status for Eligibility Requirement” section,
Applicant has misspelled resources as “recourses.”

Telephone inquiries concerning this decision should be directed to Colleen Dunn at 571-272-
1170.

The application is being forwarded to the appropriate Technology Center Art Unit for
action in its regular turn.

/Colleen Dunn/

Colleen Dunn
Quality Assurance Specialist
Technology Center 2800



PATENT
Docket No.: 91973-777846 (002010US)

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re application of: Confirmation No.: 9009
DOUGLAS A. DOUGHTY et al. Examiner: Unassigned
Application No.: 12/814,321 Art Unit: 2821
Filed: June 11,2010 REQUEST FOR RECONSIDERATION

OF DECISION ON PETITION TO
For: ELECTRODELESS PLASMA MAKE SPECIAL UNDER THE

LAMP ARRAY GREEN TECHNOLOGY PILOT
PROGRAM

Customer No.: 20350

Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

Commissioner:

The Decision mailed on November 10, 2011 dismissed Applicants’
Petition to Make Special Under the Green Technology Pilot Program submitted on
September 30, 2011. The Decision states that the originally-filed Petition satisfies all
requirements under the Pilot program, with the exception that that Applicants’ statement
pertaining to how the materiality standard is met does not satisfy the requirements for this
pilot. Specifically, the Decision indicates that it is not readily apparent how the claimed
invention results in more efficient utilization of energy resources (which is item Bii of the

requirement cited in the Decisions).

Applicants respectfully request reconsideration because the claimed
invention relates to plasma lamps that are known in the art to be more energy efficient
than conventional lamps, thereby contributes to more efficient utilization of energy

resources. See, for example, the Wikipedia article on Plasma Lamp



DOUGLAS A. DOUGHTY et al. PATENT
Application No.: 12/814,321
Page 2

(http://en.wikipedia.org/wiki/Plasma_lamyp), a portion of which is reproduced below for easy

reference.

“High-efficiency plasma lighting is the class of plasma lamps that have system
efficiencies of 90 lumens per watt or more. Lamps in this class are potentially the
most energy-efficient light source for outdoor, commercial and industrial lighting. This
is due not only to their high system efficiency but also to the small light source they
present enabling very high luminaire efficiency.

Luminaire Efficacy Rating (LER) is the single figure of merit the National Electrical
Manufacturers Association has defined to help address problems with lighting
manufacturers' efficiency claims [5] and is designed to allow robust comparison between

lighting types. . . .

Many modern plasma lamps, . . . have very small light sources—far smaller than HID
bulbs or fluorescent tubes—leading to much higher luminaire efficiencies also. High
intensity discharge lamps have typical luminaire efficiencies of 55%, and fluorescent

lamps of 70%. Plasma lamps typically have luminaire efficiencies exceeding 90%.”

Applicants submit that the claimed invention provides devices and
methods for improving plasma lamps, thereby contributes to more efficient utilization of
energy resources. Therefore, the claimed invention satisfies item Bii of the requirements
cited in the Decisions. According, Applicants believe that the petition is grantable and

respectfully request reconsideration of the petition.

If the Examiner believes a telephone conference would expedite
prosecution of this application, please telephone the undersigned at 650-326-2400.
Further, the Commissioner is hereby authorized to charge any required fees or credit any

overpayment in connection with this paper to Deposit Account No. 20-1430.

Respectfully submitted,
/Dah-Bin Kao/
Dah-Bin Kao, Reg. No. 53,092

KILPATRICK TOWNSEND & STOCKTON LLP
Two Embarcadero Center, Eighth Floor

San Francisco, California 94111-3834

Tel: 650-326-2400

Fax: (415) 576-0300

DBK:dbk

63749365 v1
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Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

Docket@kilpatricktownsend.com
ipefiling@kilpatricktownsend.com
- jlhice@kilpatrick.foundationip.com

PTOL-90A (Rev. 04/07)
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In re Application of :

Douglas A. Doughty et al. : DECISION ON PETITION
Application No. 12/814,321 : TO MAKE SPECIAL UNDER
Filed: June 11,2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 91973-777846 (002010US) : PILOT PROGRAM '

This is a decision on the petition under 37 CFR 1.102, filed November 30, 2011, to make the
above-identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010). .

The petition is GRANTED.

" A grantable petition to make an applicaﬁon special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or ii1)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant,. assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).



Application No. 12/814,321 Page 2
The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status.

Telephone inquires concerning this decision should be directed to Blaine Copenheaver at 571-
272-1156. '

The application is being forwarded to the examiner for action on the merits
commensurate with this decision.

/Blaine Copenheaver/

Blaine Copenheaver
Quality Assurance Specialist
Technology Center 1700
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STETINA BRUNDA GARRED & BRUCKER

75 ENTERPRISE, SUITE 250 MA| LED

ALISO VIEJO, CA 92656 MAR 08 2011
OFFICE OF PETITIONS

In re Application :

Khosrow Bakhtar : DECISION ON PETITION

Application No. 12/814,329 : TO WITHDRAW

‘Filed: June 11, 2010 N FROM RECORD
Attorney Docket No. EMIPH-001A :

. This is a decision on the Request to Withdraw as attorney or agent of record under 37
C.F.R. § 1.36(b), filed January 26, 2011.

The request is DISMISSED.

A review of the file record indicates that Customer Number 07663, Stetina Brunda
Garred & Brucker, was never appointed power of attorney in this patent application and
therefore, was only designated as the correspondence address of record. As aresult, the
request to withdraw under 37 C.F.R. § 1.36(b) is not applicable.

All future communications from the Office will continue to be directed to the above-
listed address until otherwise notified by applicant.

There are no outstanding Office actions that require a reply from the applicant.

Telephone inquires concerning this decision should be directed to the undersigned at
(571) 272-6059. All other inquires concerning either the examination or status of the
application should be directed to the Technology Center.

8

Alicia Kelley
Petitions Examiner
Office of Petitions
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DECISION GRANTING PETITION UNDER 37 CFR 1.138(d)
The declaration of express abandonment is recognized

This is in response to the petition under 37 CFR 1.138(d), requesting for a refund of any previously paid
search fee and excess claims fee in the above-identified application.

The petition is granted.

The express abandonment is recognized. Any previously paid search fee and excess claims fee are
hereby refunded. '

Telephone inquiries should be directed to the Office of Data Management at (571) 272-4200.

Patent Publication Branch
Office of Data Management

Page 1 of 1
FORM PET651G (Rev. 08/07)



PATENT
Docket No.: 91973-802137 (000710US)

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re application of: Confirmation No.: 9157

ERIK H. M. LUNDIN et al. Examiner: David R. Crowe
Application No.: 12/814,389 Art Unit: 2885
Filed: June 11,2010 PETITION TO MAKE SPECIAL

UNDER THE GREEN TECHNOLOGY
For: METHOD AND SYSTEM FOR PILOT PROGRAM
CONVERTING A SODIUM
STREET LAMP TO AN
EFFICIENT WHITE LIGHT
SOURCE

Customer No.: 20350

Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

Commissioner:

Applicants hereby request to participate in the Green Technology Pilot

Program for the above-identified application.

Since this application was already published on August 25, 2011, it is
believed that there is no need to request early publication under 37 CFR 1.219 nor pay
the publication fee set forth in 37 CFR 1.18(d). However, if the Office determines that
another publication is necessary, the Commissioner is hereby authorized to charge

Deposit Account No. 20-1430 for the required amount.

By filing this petition, Applicant agrees to make an election without
traverse in a telephonic interview and elect an invention that meets the eligibility

requirement and the classification requirement set forth in the Federal Register notice



Erk H. M. Lundin ef al. PATENT
Application No.: 12/814,389

Page 2

entitled “Pilot Program for Green Technologies Including Greenhouse Gas Reduction”

that was published in the Federal Register if the Office determines that the claims are not

obviously directed to a single invention.

STATEMENT OF SPECIAL STATUS FOR THE ELIGIBILITY REQUIREMENT

The basis for the special status is that the invention claimed in the above-
identified patent application materially contributes to the development of more efficient
utilization and conservation of energy recourses. The claimed invention relates generally
to devices and methods for generating light with plasma lamps. More particularly, the
present invention provides plasma lamps driven by a radio-frequency source without the
use of electrodes and related methods. Merely by way of example, such plasma lamps
can be applied to applications such as stadiums, security, parking lots, military and
defense, streets, large and small buildings, vehicle headlamps, aircraft landing, bridges,
warchouses, uv water treatment, agriculture, architectural lighting, stage lighting, medical
illumination, microscopes, projectors and displays, any combination of these, and the

like.

Benefits are achieved over pre-existing techniques using the present
invention. In a specific embodiment, the present invention provides a method and device
having configurations of input, output, and feedback coupling elements that provide for
electromagnetic coupling to the bulb whose power transfer and frequency resonance
characteristics that are largely independent of the conventional dielectric resonator. In a
preferred embodiment, the present invention provides a method and configurations with
an arrangement that provides for improved manufacturability as well as design flexibility.
Other embodiments may include integrated assemblies of the output coupling element
and bulb that function in a complementary manner with the present coupling element
configurations and related methods. Still further, the present method and device provide
for improved heat transfer characteristics, as well as further simplifying manufacturing.

In a specific embodiment, the present method and resulting structure are relatively simple
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and cost effective to manufacture for commercial applications. Depending upon the

embodiment, one or more of these benefits may be achieved.

A preliminary amendment is filed herewith to reduce the number of
outstanding claims to no more than three (3) independent claims and twenty (20) total

claims.
Moreover, the application does not contain any multiple dependent claims.

If the Examiner believes a telephone conference would expedite
prosecution of this application, please telephone the undersigned at 650-326-2400.
Further, the Commissioner is hereby authorized to charge any required fees or credit any

overpayment in connection with this paper to Deposit Account No. 20-1430.

Respectfully submitted,

/Dah-Bin Kao/

Dah-Bin Kao
Reg. No. 53,092

KILPATRICK TOWNSEND & STOCKTON LLP
Two Embarcadero Center, Eighth Floor

San Francisco, California 94111-3834

Tel: 650-326-2400

Fax: (415) 576-0300

DBK:dbk

63749367 v1



Doc Code: PET.GREEN
Document Description: Petition for Green Tech Pilot

PTO/SB/420 (03-11)

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Attorney Docket

Number 91973-802173 (000710US) ﬁfplfr']'gfvtf)” Number 1 2/814,389 | Fiing date: June 11 . 2010

e ERIK H.M. LUNDIN

Title: METHOD AND SYSTEM FOR CONVERTING A SODIUM STREET LAMP TO AN EFFICIENT WHITE LIGHT SOURCE

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABOVE-IDENTIFIED APPLICATION. See Instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electronic filing system, EFS-Web.
1. By filing this petition:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d) accompanies this request.

2. By filing this petition: applicant is agreeing to make an election without traverse in a telephonic interview and
elect an invention that meets the eligibility requirements for the Green Technology Pilot Program, if the
Office determines that the claims are not obviously directed to a single invention. See Instruction Sheet.

3. This request is accompanied by statements of special status for the eligibility requirement.
4. The application contains no more than three (3) independent claims and twenty (20) total claims.
5.  The application does not contain any multiple dependent claims.

6. Other attachments:

signatre /D@N-Bin Kao/ nae O€Ptember 29, 2011

Name Dah-Bin Kao 53,092

(Print/ Typed) Registration Number

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with
37 CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one
signature, see below™.

|i| *Total of1— forms are submitted.

If you need assistance in completing the form, call 1-800-PT0-9199 and select option 2.




PTO/SB/420 (03-11)

Instruction Sheet for

Petition to Make Special Under the Green Technology Pilot Program
(Not to be Submitted to the USPTO)

The following is a summary of the requirements (for more information see the notices (i)
“Pilot Program for Green Technologies Including Greenhouse Gas Reduction,” (ii)
“Elimination of Classification Requirement in the Green Technology Pilot Program,” and (iii)
“Expansion and Extension of the Green Technology Pilot Program,” available on the USPTO
web site at http://iwww.uspto.gov/patents/init_events/green_tech.jsp):

(1) The application must be a non-reissue, non-provisional utility application filed under 35 U.S.C. 111(a), or
an international application that has entered the national stage in compliance with 35 U.S.C. 371,
irrespective of the filing date of the application. Reexamination proceedings are excluded from this pilot
program.

(2) The application must contain three or fewer independent claims and twenty or fewer total claims. The
application must not contain any multiple dependent claims. For an application that contains more than
three independent claims or twenty total claims, or multiple dependent claims, applicant must file a
preliminary amendment in compliance with 37 CFR 1.121 to cancel the excess claims and/or the multiple
dependent claims at the time the petition to make special is filed.

(3) The claims must be directed to a single invention that materially enhances the quality of the environment,
or that materially contributes to: (1) the discovery or development of renewable energy resources; (2) the
more efficient utilization and conservation of energy resources; or (3) green house gas emission reduction
(see the eligibility requirements of sections Il and Il of the notice (i) cited above). The petition must
include a statement that, if the USPTO determines that the claims are directed to multiple inventions (e.g.,
in a restriction requirement), applicant will agree to make an election without traverse in a telephonic
interview, and elect an invention that meets the eligibility requirements in section Il or Il of the notice (i)
cited above.

(4) The petition to make special must be timely filed electronically using the USPTO electronic filing system,
EFS-Web, and selecting the document description of “Petition for Green Tech Pilot” on the EFS-Web
screen. Applicant should use form PTO/SB/420, which is available as a Portable Document Format (PDF)
fillable form in EFS-Web and on the USPTO Web site.

(5) The petition to make special must be filed at least one day prior to the date that a first Office action (which
may be an Office action containing only a restriction requirement) appears in the Patent Application
Information Retrieval (PAIR) system. Applicant may check the status of the application using PAIR.

(6) The petition to make special must be accompanied by a request for early publication in compliance with
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d).

Page 2



Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)}(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

Page 3

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records may
be disclosed to the Department of Justice to determine whether disclosure of these records is required by the
Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of
settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from
the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to comply
with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes
of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C.
218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency’s
responsibility to recommend improvements in records management practices and programs, under authority of
44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing
inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such
disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a
record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record
was filed in an application which became abandoned or in which the proceedings were terminated and which
application is referenced by either a published application, an application open to public inspection or an issued
patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

Docket@kilpatricktownsend.com
ipefiling@kilpatricktownsend.com
jlhice@kilpatrick.foundationip.com

PTOL-90A (Rev. 04/07)
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In re Application of :
LUNDIN et al. : DECISION ON PETITION

Application No. 12/814389 : TO MAKE SPECIAL UNDER
Filed: June 11,2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 91973-802137 (000710US) : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed on September 29, 2011, to make the
above-identified application special under the pilot program for applications pertaining to Green
Technologies as set forth 74 Federal Register Notice 64666 (December 8, 2009) and amended by
75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is DISMISSED.

If reconsideration of this decision is desired, a petition for reconsideration must be filed within
ONE (1) MONTH OR THIRTY (30) DAYS from the mail date of this decision, whichever is
longer. No extension of this time limit can be granted under 37 CFR 1.136(a) or (b). The
petition for reconsideration should include an exhaustive attempt to provide the lacking item(s)
noted below, since, after a decision on the petition for reconsideration, no further reconsideration
or review of the matter will be undertaken by the Director.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications and
be filed prior to the date of the notice, December 8, 2009.

In order to qualify for special status, the following requirements must be met. 1) The application
" must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the



Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of the petition to make special for appllcatlons
pertaining to Green Technologies has been waived.

In regard to item 4, applicant’s statement pertaining to how the materiality standard is met does
not satisfy the requirements for this pilot. The petition alleges that the claimed invention
contributes to more efficient utilization and conservation of energy resources. The claims are
generally directed to replacing a housing/bulb from a street lamp with a plasma lamp and
resonator. The materiality standard does not permit an applicant to speculate as to how a
hypothetical end-user might specially apply the invention in a manner that could contribute to
more efficient utilization and conservation of energy resources. Any argument that the claimed
invention can be used to provide more efficient utilization of energy resources is considered

. speculate as to how a hypothetical end-user might specially apply the claimed invention. The
mere prediction of improved manufacturability and design flexibility does not appear to result in
more efficient utilization or conservation of energy resources. Further, it is not readily apparent
how the claimed invention results in more efficient utilization of energy resources (which is
required for basis B ii above).

Further, it is noted that in the “Statement of Special Status for Eligibility Requirement” section,
Applicant has misspelled resources as “recourses.”

Telephone inquiries concerning this decision should be directed to Colleen Dunn at 571-272-
1170.

The application is being forwarded to the appropriate Technology Center Art Unit for
action in its regular turn. '

/Colleen Dunn/

Colleen Dunn
Quality Assurance Specialist
Technology Center 2800
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re application of: Confirmation No.: 9157
ERIK H. M. LUNDIN et al. Examiner: David R. Crowe
Application No.: 12/814,389 Art Unit: 2885
Filed: June 11,2010 REQUEST FOR RECONSIDERATION

OF DECISION ON PETITION TO
For: METHOD AND SYSTEM FOR MAKE SPECIAL UNDER THE

CONVERTING A SODIUM GREEN TECHNOLOGY PILOT
STREET LAMP TO AN PROGRAM

EFFICIENT WHITE LIGHT

SOURCE

Customer No.: 20350

Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

Commissioner:

The Decision mailed on November 10, 2011 dismissed Applicants’
Petition to Make Special Under the Green Technology Pilot Program submitted on
September 29, 2011. The Decision states that the originally-filed Petition satisfies all
requirements under the Pilot program, with the exception that that Applicants’ statement
pertaining to how the materiality standard is met does not satisfy the requirements for this
pilot. Specifically, the Decision indicates that it is not readily apparent how the claimed
invention results in more efficient utilization of energy resources (which is item Bii of the

requirement cited in the Decisions).

Applicants respectfully request reconsideration because the claimed
invention relates to plasma lamps that are known in the art to be more energy efficient
than conventional lamps, thereby contributes to more efficient utilization of energy

resources. See, for example, the Wikipedia article on Plasma Lamp



PATENT
91973-802137 (000710US)

(http://en.wikipedia.org/wiki/Plasma_lamp), a portion of which is reproduced below for easy

reference.

“High-efficiency plasma lighting is the class of plasma lamps that have system
efficiencies of 90 lumens per watt or more. Lamps in this class are potentially the
most energy-efficient light source for outdoor, commercial and industrial lighting. This
is due not only to their high system efficiency but also to the small light source they
present enabling very high luminaire efficiency.

Luminaire Efficacy Rating (LER) is the single figure of merit the National Electrical
Manufacturers Association has defined to help address problems with lighting
manufacturers' efficiency claims [5] and is designed to allow robust comparison between

lighting types. . . .

Many modern plasma lamps, . . . have very small light sources—far smaller than HID
bulbs or fluorescent tubes—leading to much higher luminaire efficiencies also. High
intensity discharge lamps have typical luminaire efficiencies of 55%, and fluorescent

lamps of 70%. Plasma lamps typically have luminaire efficiencies exceeding 90%.”

Applicants submit that the claimed invention provides devices and
methods for improving plasma lamps, thereby contributes to more efficient utilization of
energy resources. Therefore, the claimed invention satisfies item Bii of the requirements
cited in the Decisions. According, Applicants believe that the petition is grantable and

respectfully request reconsideration of the petition.

If the Examiner believes a telephone conference would expedite
prosecution of this application, please telephone the undersigned at 650-326-2400.
Further, the Commissioner is hereby authorized to charge any required fees or credit any

overpayment in connection with this paper to Deposit Account No. 20-1430.

Respectfully submitted,
/Dah-Bin Kao/
Dah-Bin Kao, Reg. No. 53,092

KILPATRICK TOWNSEND & STOCKTON LLP
Two Embarcadero Center, Eighth Floor

San Francisco, California 94111-3834

Tel: 650-326-2400

Fax: (415) 576-0300

DBK:dbk

63856512 v1
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Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):

Docket@kilpatricktownsend.com
ipefiling@kilpatricktownsend.com
jlhice@kilpatrick.foundationip.com

PTOL-90A (Rev. 04/07)
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In re Application of , :

Erik HM. Lundin et al. : DECISION ON PETITION
Application No. 12/814,389 : TO MAKE SPECIAL UNDER
Filed: June 11,2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 91973-802137 (000710US) : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed November 30, 2011, to make the
above-identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010). *

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
- set forth in 37 CFR 1.18(d).
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The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status. '

Telephone inquires concerning this decision should be directed to Blaine Copenheaver at 571-
272-1156.

The application is being forwarded to the examiner for action on the merits
commensurate with this decision.

/Blaine Copenheaver/

Blaine Copenheaver
Quality Assurance Specialist
Technology Center 1700
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Applicant: Megdal, et al. : OFFICE OF PETITIONS
Appl. No.: 12/814,396 _

Filing Date: June 11, 2010

Title: COMPUTER-BASED MODELING OF SPENDING BEHAVIORS OF ENTITIES
Attorney Docket No.: EXP.017A2DV1

Pub. No.: US 2010/0250469 A1l

Pub. Date: September 30, 2010

This is a deciston on the request for a corrected patent application publication under
37 CFR 1.221(b), received on November 30, 2010, for the above-identified application.

The request is DISMISSED.

Applicant requests that the application be republished because the patent application publication
contains material errors on the front page of the publication wherein the last name for the third
inventor “Granger” was misprinted as “Ganger”.

37 CFR 1.221 (b) is applicable “only when the Office makes a material mistake which is
apparent from Office records.... Any request for a corrected publication or revised patent
application publication other than provided as provided in paragraph (a) of this section must be
filed within two months from the date of the patent application publication. This period is not
extendable.” A material mistake must affect the public’s ability to appreciate the technical
disclosure of the patent application publication, to determine the scope of the patent application
publication, or to determine the scope of the provisional rights that an applicant may seek to
enforce upon issuance of a patent. .

The error on the front page of the publication wherein the spelling of the third inventor’s last
name is incorrect may be an Office error, but is not a material Office error under 37 CFR
1.221(b). The typographical error of the inventor’s name does not affect the understanding of
the application. The mistake does not affect the public’s ability to appreciate the technical
disclosure of the patent application publication, or determine the scope of the patent application
publication or determine the scope of the provisional rights that an applicant may seek to enforce
upon issuance of a patent.

'Changes to Implement Eighteen-Month Publication of Patent Applications, 65 FR 57023, 57038 (Sept. 20, 2000),
1239, Off. Gaz. Pat. Office Notices 63, 75 (Oct. 10, 2000) (final rule).
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On June 23, 2010, a Filing Receipt was mailed by the Office, which incorrectly listed the third
inventor’s last name. To avoid this type of problem in the future, applicant’s representative
should correct the error, if applicable and make a request for a corrected filing receipt prior to
export of the application to the publisher and publication of the application.

The applicant is advised that a “request for republication of an application previously published”
may be filed under 37 CFR 1.221(a). Such a request for republication “must include a copy of
the application compliance with the Office’s electronic filing system requirements and be
accompanied by the publication fee set forth in § 1.18(d) and the processing fee set forth in

§ 1.17(i).” If the request for republication does not comply with the electronic filing system
requirements, the republication will not take place and the publication fee set forth in § 1.18(d)
will be refunded. The processing fee will be retained.

A guide for filing a request for a Pre-Grant Publication, such as a request for republication, may
be found on the link below:

http://www.uspto.gov/patents/process/file/efs/guidance/index.isp
OR ' :
http://www.uspto.gov/ebc/portal/efs/pgpub quickstart.pdf

Any request for republication under 37 CFR 1.221(a), must be submitted via the EFS system, as
a “Pre-Grant Publication” and questions or request for reconsideration of the decision, should be
addressed as follows:

By mail to:  Mail Stop PGPUB
Commissioner for Patents
P.O. Box 1450
Alexandria, Va. 22313-1450

Inquiries relating to this matter may be directed to Mark Polutta at (571) 272-7709.

G-

Mark Polutta

Senior Legal Advisor

Office of Patent Legal Administration
Office of the Deputy Commissioner
for Patent Examination Policy
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In re Application of : OFFICE OF PETITIONS
Cynthia C. Bamdad : ON PETITION
Application No. 12/814,420 :

Filed: June 11,2010

Atty. Docket No.: 13150-70100USA

This is in response to the petition under 37 CFR 1.137(b), filed August 1, 2011,
resubmitted on August 2, 2011, and again on August 24, 2011, to revive the above-
identified application.

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the Notice to
File Missing Parts mailed June 24, 2010 (Notice), which set a shortened period for reply
of TWO (2) MONTHS. No extensions of time under the provisions of 37 CFR 1.136(a)
was obtained. The application became abandoned August 25, 2010. A Notice of
Abandonment was mailed July 27, 2011.

The petition satisfies the conditions for revival pursuant to 37 CFR 1.137(b) by including;:
(1) a reply in the form of a Response to the Notice mailed June 24, 2010, (2) a petition
fee of $810, and (3) a statement of unintentional delay. The reply to the Notice is
accepted as having been unintentionally delayed.

- Telephone inquiries relating to this decision should be directed to Robert DeWitty,
Petitions Attorney, Office of Petitions (571-272-8427).

The application will be referred to Office of Patent Application Processing for further
processing.

Anlony Knight

Director
Office of Petitions
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Please find below and/or attached an Office communication concerning this application or proceeding. -

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07) o
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Mailed: MAR 26 2012
In re application of ' : ~
Cohen ‘ : DECISION ON

Serial No. 12/814,439 : PETITION
Filed: June 12,2010 :
For: METHOD FOR ACTIVATING OPENINGS FOR

ELECTROPLATING

This is a decision on the PETITION FILED UNDER 37 CFR 1.181 on December 15, 2011 to
withdraw the Finality of the Office Action mailed on November 14, 2011.

Applicants request that a new non-final Office Action be issued. Applicant asserts that the
Examiner ignored evidence and legal authority that were submitted in support of Applicant’s
arguments. Applicant submits that it is premature to issue a final rejection until these matters
have been appropriately addressed.

A review of the record indicates that a non-final office action was issued on April 13, 2011 and
on May 2, 2011 (original action was a final that was changed to a non-final after an interview)
and a final office action was issued November 14, 2011. In response to office action of May 2,
2011, Applicant filed two 37 CFR 1.132 declarations. The Final Office Action does not address
the declarations filed by the Applicant.

It is the responsibility of the primary examiner to personally review and decide whether
affidavits or declarations submitted under 37 CFR 1.132 for the purpose of traversing grounds of
rejection are responsive to the rejection and present sufficient facts to overcome the rejection .

DECISION

The petition is GRANTED.

P.O. Box 1450, Alexandria, Virginia 22313-1450 - wWW.USPTO.GOV
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The action of November 14, 2011 is withdrawn. The application is returned to the Examiner for a
new Office Action addressing the declarations filed by the Applicant.

Karen M. Young, Directo
Technology Center 1700
Chemical and Materials Engineering

wk
Uri Cohen

4147 Dake Avenue
Palo Alto CA 94306

P.O. Box 1450, Alexandria, Virginia 22313-1450 - WWW.USPTO.GOV
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Document Description: Certification and Request for Disaster Relief

PTO/SB/425 (03-11)

CERTIFICATION AND REQUEST
FOR RELIEF DUE TO EVENTS OF MARCH 11, 2011, IN JAPAN (Page 1 of 2)

Nonprovisional Application Number or Control Number (if applicable): | Patent Number (if applicable):

12/814,518

First Named Inventor: Title of Invention:

Shigeru MATSUI Surface Inspection Method and Surface...

APPLICANT/PATENTEE/REEXAMINATION PARTY HEREBY CERTIFIES AND REQUESTS THE
FOLLOWING FOR THE ABOVE-IDENTIFIED APPLICATION/PATENT/REEXAMINATION PROCEEDING.

1. FOR PATENT APPLICATIONS AND REEXAMINATION PROCEEDINGS PENDING IN THE USPTO AS OF
MARCH 11, 2011, IN WHICH A COMMUNICATION FROM THE USPTO IS SOUGHT TO BE REMAILED:

a.

One or more inventors, an assignee, or a correspondence address (for the application/proceeding) is in
an area of Japan affected by the earthquake and/or tsunami of March 11, 2011.

A reply or response to an Office action (final, non-final, or other), a notice of allowance, or other Office
notice (hereinafter collectively referred to as “Office communication”) is outstanding on March 11, 2011.

The statutory or non-statutory time period set for response has not yet expired.
Withdrawal and reissuance of the Office communication is requested.

It is acknowledged that if this request is not made within sufficient time so that withdrawal and
reissuance of the Office communication occur prior to expiration of the statutory or non-statutory time
period (as permitted to be extended under 37 CFR 1.136(a), or as extended under 37 CFR 1.550(c) or
1.956), this request may not be granted.

The need for the reissuance of the Office communication was due to the effects of the earthquake
and/or tsunami of March 11, 2011.

This request is being sent via EFS-Web or by mail directed to Mail Stop Petition, Commissioner for
Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

2. FOR PATENTEES WHO WERE UNABLE TO TIMELY PAY A PATENT MAINTENANCE FEE DURING THE
SIX-MONTH GRACE PERIOD FOLLOWING THE WINDOW TO PAY THE MAINTENANCE FEE:

The original window of time to pay the maintenance fee without the surcharge required by
37 CFR 1.20(h) expired on or after March 11, 2011.

The delay in paying the fee was due to the effects of the earthquake and/or tsunami of March 11, 2011.

The USPTO is requested to sua sponte waive the surcharge in 37 CFR 1.20(h) for paying a
maintenance fee during the six-month grace period following the window to pay the maintenance fee.

This request and payment of the maintenance fee during the six-month grace period following the
window to pay the maintenance fee is being mailed to: Director of the United States Patent and
Trademark Office, Atth: Maintenance Fee, 2051 Jamieson Avenue, Suite 300, Alexandria, VA 22314; or
being transmitted via facsimile to: 571-273-6500.
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3. FOR PATENTEES WHO NEED TO FILE A PETITION TO ACCEPT A DELAYED MAINTENANCE FEE
PAYMENT UNDER 37 CFR 1.378(c):

a.

b.

The maintenance fee payment was required to have been paid after March 10, 2011.

A petition under 37 CFR 1.378(c) (using USPTO form PTO/SB/66 — Petition to Accept Unintentionally
Delayed Payment of Maintenance Fee in an Expired Patent (37 CFR 1.378(c))) is being promptly filed
accompanied by the applicable maintenance fee payment (but not the surcharge under 37 CFR 1.20(i)).

The delay in payment of the maintenance fee was due to the effects of the earthquake and/or tsunami of
March 11, 2011.

The USPTO is requested to sua sponte waive the surcharge in 37 CFR 1.20(i) for accepting a delayed
maintenance fee payment.

It is acknowledged that the petition to accept a delayed maintenance fee payment under
37 CFR 1.378(c) must be filed by March 11, 2012, in order to be entitled to a waiver of the surcharge
under 37 CFR 1.20(i).

It is acknowledged that the petition to accept a delayed maintenance fee payment under
37 CFR 1.378(c) must be filed within twenty-four months from the expiration date of the patent. See
35 U.S.C 41(c).

This request and the petition to accept a delayed maintenance fee payment under 37 CFR 1.378(c) is
being submitted via EFS-Web or by mail directed to Mail Stop Petition, Commissioner for Patents, P.O.
Box 1450, Alexandria, VA 22313-1450.

4. FOR NONPROVISIONAL PATENT APPLICATIONS FILED WITHOUT AN EXECUTED OATH OR
DECLARATION OR PAYMENT OF THE BASIC FILING FEE, SEARCH FEE, AND/OR EXAMINATION FEE:

a. The nonprovisional patent application was filed on or after March 11, 2011, and prior to April 12, 2011.

b. The late filing of the oath or declaration or the basic filing fee, search fee, or examination fee was due to
the effects of the earthquake and/or tsunami of March 11, 2011.

c. The USPTO is requested to sua sponte waive the surcharge set forth in 37 CFR 1.16(f) for the late filing
of the oath or declaration or basic filing fee, search fee, and/or examination fee.

d. This request, together with the executed oath or declaration or the basic filing fee, search fee, or
examination fee, as well as the reply to the Notice to File Missing Parts, is being submitted via EFS-Web
or by mail directed to Mail Stop Missing Parts, Commissioner for Patents, P.O. Box 1450, Alexandria,
VA 22313-1450.

sanatwre /Michael H. Jacobs/ pae May 31, 2011
Name I Practitioner
(Print/Typed) M ICh ael H - J aCObS Registration Number4 1 1870

Note: Signatures of all the inventors, § 1.41(b) applicants, or assignees of record of the entire interest or their representative(s), or
reexamination requesters at the appeal stage are required in accordance with 37 CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form
of the signature. If necessary, submit multiple forms for more than one signature, see below*.

|:| *Total of _ forms are submitted.




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (6 U.S.C 552a). Records from this system of records may
be disclosed to the Department of Justice to determine whether disclosure of these records is required by the
Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of
settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from
the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to comply
with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes
of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C.
218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency’s
responsibility to recommend improvements in records management practices and programs, under authority of
44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing
inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such
disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a
record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record
was filed in an application which became abandoned or in which the proceedings were terminated and which
application is referenced by either a published application, an application open to public inspection or an issued
patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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CROWELL & MORING LLP
INTELLECTUAL PROPERTY GROUP
P.O. BOX 14300 MAILED
WASHINGTON DC 20044-4300 -
JUN 0 12011

OFFICE OF PETITIONS
In re Application of
Shigeru Matsui : _
Application No. 12/814,518 :  DECISION ON PETITION

Filed: June 14, 2010
Attorney Docket No. 104349.59351C1

This is a decision on the request filed May 31, 2011, seeking relief under the provisions
of “Relief Available to Patent and Trademark Applicants, Patentees and Trademark
Owners Affected by the Catastrophic Events of March 11, 2011 in Japan,” 1365 Off.
Gaz. Pat. Office 170 (April 19, 2011).

{
The request for relief is GRANTED.

In the above-identified application, an Office action was mailed on February 2, 2011.
- The instant petition was filed prior to the expiration of the period for reply and the
certifications for granting of relief are considered to be met by the submission of the
request.

Telephone inquires concerning this decision should be directed to the undersigned at 571-
272-7751. All other inquires concerning either the examination or status of the
application should be directed to the Technology Center.

This application is being referred to the Technology Center, Art Unit 2886 for re-mailing
the Office action of February 2, 2011. The period for reply will run from the mailing
date of the Office action.

/Joan Olszewski/
Joan Olszewski
Petitions Examiner
Office of Petitions
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PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Attorney Docket
Number:

. Application Number _ , _
B1200992 ufp’i.:g:nc;ﬂ e er‘l}s“é,ﬁz‘f} Filing date: £4710

First Named

hwentor: | cotert Andrew Wade

Title: Internal Combustion Engine Cylinder Head With Integral Exhaust Ducting And Turbocharger Housing

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABOVE-IDENTIFIED APPLICATION. See Instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electronic filing system, EFS-Waeb.
1. By filing this petition:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18{d) accompanies this request.

2 gy fiting this petition: applicant is agreeing to make an eleclion without {raverse in a telephonic inferview and
elect an invention that meels the eligibilily requirements for the Green Technology Pifot Program, if the Qffice
determines that the claims are not obviously direcled o a single invention. See Instruction Sheet.

3. This request is accompanied by statements of special status for the eligibility requirement.

4. The applcation contains no more than three (3) independent claims and twenty {20} total dlaims.

8 The application does not contain any multiple dependent claims.

6. Other attachments:

Signature Ferome R Drouiflard/ Bate 379711

i'\;g:z"rypeﬂ} Jerome R Drouiard Registration Maevber 38008

Note: Signatures of all the invenfors or assigrees of record of the entire rmiterest or their repraserdalivels) ame requirad in accordance with 3

TFR 1.332 and 11.18. Please ses 37 CFR 1.4{d) for the form of the signature. If necessary. subrmif multiple forms for more then one signaturs)
see below”™.

1
X1 Vol of . forms are submitted.
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appticatinn form o the LSPTO. Time will vary depending upon he indwviduad osse, Any ow fits o e amount of ime ol require o complete this form andfr
suggestions for raduoirg i b, shoukd be sent iy the Chief dorm Officey, D8, Palent and Trademax Ofice, LS Departmant of Commanse, PO Box
1950, Alerandsia, VA 223131486, DO NOT SEND PEES OR COMPLETED FORMS TO THIS ADURESS. SENB TO: Commissionsr for Patents, P.OQ. Box
1458, Alexandriz, VA 22313-1450.

i you need assistance in completing the form, pall 1-803-PTG-0189 and selent option 2.
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Application No: 12/814.524

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Application No: 12/814,524

Filing Date: June 14,2010

Applicant(s}: Robert Andrew Wade, et al.

Confirmation No: 9524

Group Art Uit 3743

Examiner: To be Assigned

Title: tnternal Combustion Engine Cvlinder Head With Integral Exhaust

Ducting And Turbocharger Housing

Attorney Docket No: 1200092
Customer No: 1663

CERTIFICATE OF MAILING/TRANSMISSION
T hereby certify that this correspondence s, on the date shown below, bemng electromeally
filed with the Linited States Patent & Trademark Office via EFS-Web and a registered e-Filer
certificate,

379711 {Lasa E. Brown/
Lisa E. Brown

Conumissioner for Patents
PO Box 1430
Alexandria, VA 22313-1430

STATEMENT OF SPECIAL STATLES

Appheants respectfully request consideration of the following statement concerning the
basis for the special status as well as the following statement pertaining to the materiality
standard.

L Statement concerning the hasis for special staius.

Applicants submut that special status s sought on the following basis: {1) the
clatmed mvention materially contributes to the more efficient stiration and

conservation of energy resources; andfor {2) the clamed mvention matenally

Page 1 of 2
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i

contributes to greenhouse gas ennssion redaction; andfor (3) the clamed

invention materially enhances the quality of the environment,

Statement pertainig to the materiality standard

The clamed ovlinder head for an engine achieves material energy savings, while
reducing greenhouse gas emissions, and enhancing the quality of the environment,
by reducing the amount of fuel required to operate an automotive engine. This
fuel consumption savings is produced by making the heat transfer path between
the engine’s exhaust system and an integral twbocharger more efficient,
permiitting greater recovery of otherwise waste heat energy from the flowing

exhaust gases.

Apphicants respectiully request that this case be enrolled in the Green Technology Pilot

Program. Please charge any cost incurred 1 this Slmg, along with any other costs, 1o Deposit

Account No. 06-1310.

9711 {evome R, Drowillardf

Respectfully submitted,

FEROME R DROUILLARD, PLLC

Jerome R, Drowllard, Registration No. 28,008
10213 Tims Lake Bhed.

Grass Lake, MI 49240

(51715226089

Page 2 of 2
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USpto.gov

APPLICATION NO. I FILING DATE | FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. I CONFIRMATION NO. I
12/814,524 06/14/2010 Robert Andrew Wade 81200992 9524
91663 7590 03/22/2011 I O IER |

Jerome R. Drouillard
10213 Tims Lake Blvd.
Grass Lake, MI 49240 : l ART UNIT | PAPER NUMBER I

3748

| NOTIFICATION DATE I DELIVERY MODE I

03/22/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):

jdrouillard@fordsonlaw.com
lisa@i3law.com

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

Jerome R. Drouillard
10213 Tims Lake Blvd.

Grass Lake MI 49240

In re Application of

WADE, ROBERT ANDREW : DECISION ON PETITION
Application No. 12/814,524 : TO MAKE SPECIAL UNDER
Filed: June 14, 2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 81200992 : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed March 9, 2011, to make the above-
identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is DISMISSED.

If reconsideration of this decision is desired, a petition for reconsideration must be filed within
ONE (1) MONTH OR THIRTY (30) DAYS from the mail date of this decision, whichever is
longer. No extension of this time limit can be granted under 37 CFR 1.136(a) or (b). The
petition for reconsideration should include an exhaustive attempt to provide the lacking item(s)
noted below, since, after a decision on the petition for reconsideration, no further reconsideration
or review of the matter will be undertaken by the Director.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
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make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d). The requirement for a fee for consideration of the petition to make
special for applications pertaining to Green Technologies has been waived. The petition lacks
items #1, #4 and # 8.

In regard to item 1, petitioner should note that a review of the application claims has been made
for the purposes of determining the number of claims contained therein. This application
contains more than 3 independent claims and/or more than 20 total claims. As set forth in the
Notice, if the application contains more than 3 independent claims or more than 20 total claims,
it will not be eligible to participate in the “Pilot Program for Green Technologies Including
Greenhouse Gas Reduction.”

In regard to item 4, petitioner should note that the instant petition includes a statement
identifying the basis for the special status (i.e., whether the instant invention (1) materially
enhances the quality of the environment or materially contributes to (2) development of
renewable energy resources or energy conservation, or (3) greenhouse gas reduction) as required
by sections II and III of the notice. However, as stated in the notice, applicant must also provide
a statement pertaining to the materiality standard if the application disclosure is not clear on its
face as to the materiality of the basis for the special status of the invention. This petition lacks
such a statement and it is not agreed that the application on its face meets that materiality
standard. In the petition, petitioner states that the claims of the application are directed to green
technologies. This is not persuasive because it is not clear how the claimed integral piece
construction will contribute to enhancement of the quality of the environment and reduction of
greenhouse gas emission. The claimed ICE with one piece construction has nothing to do with
green technologies.

In regard to item 8, petitioner should note that since no request in compliance with 37 CFR 1.219
has been made for the early publication of the present application and the publication fee
$300.00 as set forth in 37 CFR 1.18(d) has not been received, the petition is dismissed.

Any reconsideration of this decision should be submitted through the USPTO electronic filing
system, EFS-Web, and selecting the document description of “Petition for Green Tech Pilot” on
the EFS-Web screen. Telephone inquiries concerning this decision should be directed to Henry
C. Yuen at 571-272-4856. This application will be forwarded to the Technology Center Art Unit
3748 for action in its regular turn.

/Henry C. Yuen/

Henry C. Yuen
Quality Assurance Specialist
Technology Center 3700



IN THE UNITED STATES PATENT & TRADEMARK OFFICE

hnre Application off  Robert Andrew Wade

Serial Nuwmber: 12/814,524
Filing Date: June 14, 2010 Exanuner: Hemry . Yuen
Title: Internal Combustion Engine Cvlinder Head With Integral Exhaust Ducting

And Tarbocharger Housing

Attorney Docket Number: 81200092

CERTIFICATE OF MAILING/TRANSMISSION

I hereby certify that this correspondence s, on the date shown below, bemg electromcally
filed with the United States Patent & Trademark Office via EFS-Web and a registered e-Filer
certificate.

‘Lisa E. Brown/

4i6/11 L.isa E. Brown

REQUEST FOR RECONSIDERATION

Comnussioner for Patents
Exammer Henry C. Yuen
P.C. Box 1450

Alexandria, VA 22313-1430

Dear Sir;

Apphoeants hereby request reconsideration of the demial of the recently filed petition to
make special under the green technology pilot program. In the demal, 1t was stated that the
publication fee was not recetved. However, Applicants™ Statement regarding their petition
contais an authortzation to debit Apphicants” deposit account for any and all fees connected with
the petition. Further, the Statement indicates that Applicants’ claimed nvention saves fuel, and
this 13 clearly a sine quer wow for green mvention.

Applicants respectfully request that this case be placed mto the green technology pilot

program.




Bl

LS. Seral No. 12/814,524 Atty. Docket No. 81200992

Respectfully submuitted,

JEROME R. DROUILLARD, PLLC

fevome B Drouiltard/

Jerome R, Droutllard, Reg. No. 28,008
10213 Tim's Lake Bivd.

Grass Lake, MI 49249

(517) 322-6089

Date: 446711
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United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 223 13 1450

WWW,USPLo.gov

APPLICATION NO. I FILING DATE _ FIRST NAMED INVENTOR l ATTORNEY DOCKET NO. I CONFIRMATION NO. J
12/814,524 06/14/2010 Robert Andrew Wade 81200992 9524
91663 7590 04/2712011
/ EXAMINER
Jerome R. Drouillard l : |
10213 Tims Lake Blvd.
Grass Lake, MI 49240 | ART UNIT | PAPER NUMBER I
3748
| NOTIFICATION DATE | DELIVERY MODE |
04/27/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronlcally on above-indicated "Notification Date" to the

following e-mail address(es):

jdrouillard@fordsonlaw.com
lisa@i3law.com

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.0O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

Jerome R. Drouillard
10213 Tims Lake Blvd.

Grass Lake MI 49240

In re Application of

WADE, ROBERT ANDREW : DECISION ON PETITION
Application No. 12/814,524 , : TO MAKE SPECIAL UNDER
Filed: June 14,2010 ' Co THE GREEN TECHNOLOGY
Attorney Docket No. 81200992 : - PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed April 6, 2011, to make the above-
identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is Denied.

If reconsideration of this decision is desired, a petition for reconsideration must be filed within
ONE (1) MONTH OR THIRTY (30) DAYS from the mail date of this decision, whichever is
longer. No extension of this time limit can be granted under 37 CFR 1.136(a) or (b). The
petition for reconsideration should include an exhaustive attempt to provide the lacking item(s)
noted below, since, after a decision on the petition for reconsideration, no further reconsideration
or review of the matter will be undertaken by the Director.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
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Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner.. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d). The requirement for a fee for consideration of the petition to make
special for applications pertaining to Green Technologies has been waived. The petition lacks
items #1, #4 and # 8.

In regard to item 1, petitioner should note that a review of the application claims has been made
for the purposes of determining the number of claims contained therein. This application
contains more than 3 independent claims and/or more than 20 total claims. As set forth in the
Notice, if the application contains more than 3 independent claims or more than 20 total claims,
it will not be eligible to participate in the “Pilot Program for Green Technologies Including
Greenhouse Gas Reduction.”

Under the circumstances, the request to make the above-identified application special under the
pilot program for applications pertaining to Green Technologies cannot be granted.

Telephone inquiries concerning this decision should be directed to Henry C. Yuen at 571-272-
4856. The application is being forwarded to the Technology Center Art Unit 3745 for action in
its regular turn. '

Since this is a decision for reconsideration, no further reconsideration or review of the matter
will be undertaken by the Director. :

/Henry C. Yuen/
iy

Quality Assurance Specialist -
Technology Center 3700

R o]
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alcxandria, Virginia 22313-1450
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| APPLICATION NO. | FILING DATE [ FIRST NAMED INVENTOR hTrORNEY DOCKET No.| CONFIRMATION NO. I
12/814,547 06/14/2010 Kei Ogose MAPS-46906 9578
7590 10/21/2010 [ EXAMINER |

PEARNE & GORDON LLP
1801 EAST 9TH STREET

SUITE 1200 : [ ART UNIT | PAPER NUMBER ]
CLEVELAND, OH 44114-3108 ) 2812
l MAIL DATE | DELIVERY MODE I

10/21/2010 PAPER

DECISION GRANTING PETITION UNDER 37 CFR 1.138(d)
The declaration of express abandonment is recognized

This is in response to the petition under 37 CFR 1.138(d), requesting for a refund of any previously paid
search fee and excess claims fee in the above-identified application.

The petition is granted.

The express abandonment is recognized. Any previously paid search fee and excess claims fee are
hereby refunded.

Telephone inquiries should bg directed to the Office of Data Management at (571) 272-4200.

Pafen ,Pud@%”n(ﬁanch

Office ‘of Data Management
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Page 1 of 1
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.0.Box 1450
Alexandria, Virginia 22313-1450

WWW.uspto.gov

rAPPLICATION NO. l FILING DATE | FIRST NAMED INVENTOR lATTORNEY DOCKET NO.I CONFIRMATION NO.J
12/814,578 06/14/2010 Katsunari SATO 520.50835X00 9649
7590 02/27/2012 f EXAMINER J
ANTONELLI, TERRY, STOUT & KRAUS, LLP NGUYEN, DUNG T
1300 NORTH SEVENTEENTH STREET
SUITE 1800 | ART UNIT | PaPer NUMBER ]
ARLINGTON, VA 22209-3873 2871
[ MAIL DATE ] DELIVERY MODE J
02/27/2012 PAPER

DECISION GRANTING PETITION UNDER 37 CFR 1.138(d)
The declaration of express abandonment is recognized

This is in response to the petition under 37 CFR 1.138(d), requesting for a refund of any previously paid
search fee and excess claims fee in the above-identified application.

The petition is granted.

The express abandonment is recognized. Any previously paid search fee and excess claims fee are
hereby refunded. »

Telephone inquiries should be diregted to the Office of Data Management at (571) 272-4200.

fon Branch-
Office of Data Management

Pa
FORM PETE51G (Rev. 08/07) ge 1 of 1
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

DENTSPLY INTERNATIONAL INC

570 WEST COLLEGE AVENUE S
YORK PA 17404 MA"_ED

In re Application of AUG 1 5011
Blackwell, et al. OFHCE OF PETmONS

Application No. 12/814,598
DECISION ON PETITION
Filed: June 14,2010

Attorney Docket No. KON-167

This is a decision on the petition under 37 CFR 1.137(a) filed August 1, 2011., The petition is also being
treated as a petition under 37 CFR 1.181(a) to withdraw the holding of abandonment.

The petition under 37 CFR 1.137(a) is dismissed as moot.
The petition under 37 CFR 1.181(a) to withdraw the holding of abandonment is granted.

This application was held abandoned on December 25, 2010, after it was believed that a complete
response was not received to the Notice to File Missing Parts of Non-provisional Application mailed June
24,2010. The notice allowed a shortened period for reply of two (2) months from its mailing date.
Extensions of the time set for reply were available pursuant to 37 CFR 1.136(a). On November 22, 2010,
petitioner obtained an extension of time within the fourth month. A response was filed on November 29,

2010, but did not include payment of the $130.00 surcharge. On December 9, 2010, the payment of the
surcharge of $130.00 was received. A Notice of Abandonment was mailed on July 11, 2011, indicating
that a reply to the notice was not received.

A review of the application file record did reveal that the payment of the $130.00 was receivedon
December 9, 2010—within the extendable period for reply to the Notice to File Missing Parts of Non-

Provisional Application. Based on the aforementioned, it appears that the application was improperly

held abandoned as a response was received prior to expiration of the period for reply. The holding of

abandonment is withdrawn, accordingly.

The petition fee of $540.00 will be refunded, in due course.

As the holding of abandonment is being withdrawn pursuant to 37 CFR 1.181, the petition under 37 CFR
1.137(a) is dismissed as moot.

The application file is being forwarded to the Office of Patent Application Processing for further
processing.



In re Application No. 12/814,598

Further inquires regarding this decision may be directed to the undersigned at (571) 272-3222.
/Kenya A. McLaughlin/
Kenya A. McLaughlin

Petitions Attorney
Office of Petitions
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Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

MAILED
MAR 21 2012

NIXON & VANDERHYE, PC OFFICE OF PETITIONS
901 NORTH GLEBE ROAD, 11TH FLOOR

ARLINGTON VA 22203

In re Application of ' : DECISION ON REQUEST TO
Kouichi SUGIYAMA et al. " . PARTICIPATE IN PPH PROGRAM
Application No. 12/814,777 . AND PETITION TO MAKE SPECIAL
Filed: June 14, 2010 . UNDER 37 CFR 1.102(a)

Atty. Docket No.: MNL-2018-2530
For: DATA STORAGE DEVICE

This is a decision on the request to participate in the Patent Prosecution Highway (PPH)
program and the petition under 37 CFR 1.102(a), filed February 15, 2012 to make the
above-identified application special. '

The petition and request are GRANTED.

A grantable request to participate in the PPH (patent prosecution highway) program and
petition to make special require:

1. The U.S. application is a Paris convention application that either validly claims
priority under 35 U.S.C. 119(a) and 37 CFR 1.55 to one or more application filed in the
JPO or to a PCT application that contains no priority claims, or is a national stage
application under the PCT that either validly claims priority to an application filed in the
JPO or to a PCT application that contains no priority claims, or that contains no priority
claim, or is a bypass application filed under 35 U.S.C. 111(a) which validly claims
benefit under 35 U.S.C. 120 to a PCT application that validly claims priority to an
application filed in the JPO, to a PCT application that contains no priority claims, or
contain no priority claim;

" 2. Applicant must ensure all the claims in the U.S. application sufficiently correspond or
amended to sufficiently correspond to the allowable/patentable claim(s) in the JPO
application and submit a claim correspondence table in English;

3. Examination of the U.S. application has not begun;
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4. Applicant must submit a copy of the office action(s) just prior to the “Decision to
Grant a Patent” from each of the JPO application(s) containing the allowable/patentable
claim(s), or if the allowable/patentable claim(s) are from a “Notification of Reasons for
Refusal” then the Notification of Reasons for Refusal, or if the JPO application is a first
action allowance then no office action from the JPO is necessary should be indicated on
the request/petition form, and an English language translation of the JPO Office action if
submitted; and

5. Applicant must submit an IDS listing the documents cited by the JPO examiner in the
-JPO office action, unless already submitted in this application, and copies of the
documents except U.S. patents or U.S. patent application publications, unless already
submitted in this application.

The request to participate in the PPH program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded “special”
status.

Telephone inquiries concerning this decision should be directed to Robert DeWitty,
Petition Attorney, Office of Petitions at 571-272-8427.

All other inquiries concerning the examination or status of the application is accessible in
the PAIR system at http://www.uspto.gov/ebc/index.html.

This application will be forwarded to Technology Center Art Unit 3747 for action
commensurate with this decision. ,

David Bucm 4@3{/

Petitions Examiner
Office of Petitions



Doc Code: PPH.PCT.652 PTO/SB/20PCT-EP (05-10)

Document Description: Petition to make special under PCT-Patent Pros Hwy Approved for use through 01/31/2015. OMB 0651-0058
U.S. Patent and Trademark Office; U.S DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY — PATENT
PRosecuTioN HIGHWAY (PCT-PPH) PiLOT PROGRAM BETWEEN
THE EUROPEAN PATENT OFFICE (EPO) AND THE USPTO

Application No.: |112/814905 First Named Inventor: | Steven J. Cochren

Filing Date: 2010-06-14 Attorney Docket No.: | 65445-272 (06-PPD-342)

mectthe [ FACE GEAR DIFFERENTIALS INCORPORATING A TORQUE RING

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE SUBMITTED VIA
EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT HITP://WWW.USPTO.GOV/EBC/EFS HELP.HTML.

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PILOT PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PILOT PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry of
another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the priority
claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1) to (4)
above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for the priority
claim in the corresponding PCT application.

The corresponding PCT application number(s) is/are: PCT/US2010/038520

The international filing date of the corresponding PCT application(s) is/are: 2010-06-14

I. List of Required Documents:

a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above-identified
corresponding PCT application(s)

is attached.
O is hot attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability
in the above-identified corresponding PCT application(s)

is attached.
O is hot attached because the document is already in the U.S. application.

c. English translations of the documents in a. and b. above are attached (if the documents are not in the
English language). A statement that the English translation is accurate is attached for the document in
b. above.

d. (1) An information disclosure statement listing the documents cited in the international work products
(ISR, WO/ISA, WO/IPEA, IPER) of the corresponding PCT application.

O is attached.

has already been filed in the above-identified U.S. application on 2010-10-12

(2) Copies of all documents (except for U.S. patents or U.S. patent application publications)
O are attached.

have already been filed in the above-identified U.S. application on 2010-10-12

[Page 1 of 2]

This collection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain
a benefit by the public, which is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and
37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to
complete this form and/or suggestions for reducing this burden should be sent to the Chief Information Officer, U.S. Patent and Trademark
Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO
THIS ADDRESS.
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Approved for use through 01/31/2015. OMB 0651-0058
U.S. Patent and Trademark Office; U.S DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM
BETWEEN THE EPO AND THE USPTO

(continued)

Application No.: 12/814905

First Named Inventor: | Steven J. Cochren

Il. Claims Correspondence Table:

Claims in US Application

Patentable Claims in
the corresponding PCT
application

Explanation regarding the correspondence

1-20

1-20

US claims 1-20 are identical to PCT claims 1-20

lll. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

Signhature

/John P. Guenther/

2012-04-05

Date

Name  John P. Guenther

(Print/Typed)

39698

Registration Number

[Page 2 of 2]




Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records may
be disclosed to the Department of Justice to determine whether disclosure of these records is required by the
Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of
settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from
the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to comply
with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes
of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C.
218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency’s
responsibility to recommend improvements in records management practices and programs, under authority of
44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing
inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such
disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a
record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record
was filed in an application which became abandoned or in which the proceedings were terminated and which
application is referenced by either a published application, an application open to public inspection or an issued
patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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NIXON & VANDERHYE, PC
901 NORTH GLEBE ROAD, 11TH FLOOR
ARLINGTON VA 22203

In re Application of
MOORE
Application No.: 12/814,967 :
Filing Date: June 14, 2010 : DECISION
Atty. Docket No.: 4633-71 : '
For: IMPROVEMENTS TO WAVE

ENERGY CONVERTER

This is a decision on applicant’s “PETITION UNDER 37 C.F.R. 1.182...” filed in the U.S.
Patent and Trademark Office (USPTO) on June 21, 2